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The United States Trade-Mark Association, organized in 1878 and incorporated 
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During its seventy years of existénce the Association hag: been accumulating comprehen- 
sive records, files and a general library of information on trade-mark matters. Members or their 
counsel have access to these records at any time. 
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DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 
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interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
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SIMILAR TRADE-MARKS 


PART I 


SIMILAR TRADE-MARKS 
George H. Riches* 


There is no branch of the trade-mark law which gives rise to as much diffi- 
culty as the one which deals with similarity of trade-marks. 

The decided cases are not helpful except as to such guiding principles as they 
may lay down. The purpose of this study is to review the judicial opinions ex- 
pressed in trade-mark cases decided in the United States, Great Britain and Canada, 
involving the question of similarity of trade-marks. The law is quite clear that 
similar trade-marks can not be registered or used on similar wares. The problem is 
to correctly decide whether a mark is similar to one already in use for similar wares. 

The starting point is the statutes of these three countries. All lay down the 
general prohibition against the registration of a mark which is similar to one or 
resembles one already on the register. The subject will be considered on the basis 
of trade-marks applied to goods of the same descriptive property, omitting any 
discussion of the related subject, 1.e. honest concurrent use or the use of a similar 
mark on dissimilar wares. Section 2 (d) of the Lanham Act states that registra- 
tion of a trade-mark shall not be refused unless it “consists of or comprises a mark 
which so resembles a mark registered in the Patent Office ... ., as to be likely, 
when applied to the goods of the applicant, to cause confusion or mistake or deceive 
purchasers.” Section 12 (1) of the Trade-Marks Act (1938) Great Britain, states 
“no trade-mark shall be registered in respect of any goods or description of goods 
that is identical with a trade-mark belonging to a different proprietor and already 
on the register in respect of the same goods or description of goods, or that so 
nearly resembles such a trade-mark as to be likely to deceive or cause confusion.” 

Section 26 (1) of The Unfair Competition Act, 1932 (Canadian) provides that 
a mark shall not be registrable if it: 

(a) Is similar to, or to a possible translation into English or French of, some 
other word-mark already registered for us in connection with similar wares; and 

(b) Is such as to suggest the name in French or English of some feature of a 
design mark already registered for use in connection with similar wares which is so 
characteristic of the design mark that its name would likely be used to define or 
describe the wares in connection with which the design mark is used. 

Except for one important difference which I will mention in a moment, the three 
statutory provisions above mentioned although worded in different language, when 
analyzed, have the same meaning. It would appear from the Canadian Act that a 
person could take a well known trade-mark, translate it into German and obtain 
registration providing that the German word was not similar to the French or 
English word. However, such a situation is not within the purview of the pres- 
ent discussion. 


* Trade-Mark Counsel, Toronto, Canada. 
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The Lanham Act and the British Trade-Mark Act make no attempt to define 
“similar” or to include in the statutes the guiding principles which must be taken 
into consideration in determining whether a mark sought to be registered so closely 
resembles a mark already on the register as to be likely to cause confusion or mis- 
take or to deceive the purchasers. Both those statutes have left it to the Court to 
enunciate the principles by which it will be guided and to decide each particular 
case on its merits according to the facts presented. The Courts have consistently 
held that it is a question of fact whether a mark sought to be registered is similar 
to one already on the register and therefore ought to be refused. On the other hand, 
the Canadian Unfair Competition Act contains a definition of what shall constitute 
a similar trade-mark. The definition is contained in Section 2 (k) of The Unfair 
Competition Act and reads as follows: 


“Similar,” in relation to trade-marks, trade-names or distinguishing guises, describes 
marks, names or guises so resembling each other or so clearly suggesting the idea con- 
veyed by each other that the contemporaneous use of both in the same area in association 
with the wares of the same kind would be likely to cause dealers in and/or users of such 
wares to infer that the same person assumed responsibility for their character or quality, 
for the conditions under which or the class of persons by whom they were produced, or 
for their place of origin. 


This definition, in the writer’s mind, embraces the whole law, both in Canada, 
Great Britain and the United States, that must be taken into account in determining 
whether or not a mark is similar to one already on the register. The similarity may 
consist either in resemblance as to form or sound, that is, the appeal to either the 
eye or the ear, or by suggesting the same idea. The test for similarity as laid 
down by the Canadian Act could be applied to any given specific case, and without 
reference to any of the judicial decisions the correct decision could be reached in 
most cases. However, the decisions do give the judicial view of what constitutes 
similarity of trade-marks and provides a useful guidance in reaching a correct 
decision. 

The judicial approach in each of these countries, in considering cases of similarity 
of trade-marks has been the same. There is no conflict between the decision of the 
Courts of the United States, Great Britain and Canada. They have laid down the 
same guiding principles and in quite a number of cases, have adopted almost iden- 
tical language. This rather striking uniformity in the judicial approach of these 
countries will be illustrated by excerpts from the decisions. But before referring to 
those decisions I would like to quote a short passage on the subject from Rudolph 
Callmann’s book on the Law of Unfair Competition and Trade-Marks. 

Mr. Callmann in his very instructive textbook at page 1127 (volume 2) has this 
to say regarding the general judicial approach on the similarity of trade-marks, and 
I quote: 

Whether confusion could or could not arise is, after all, a determination that lies within 
the exclusive judgment of the Court called upon to decide that issue. In this determina- 
tion, the Court is presented with a problem very different from those arising out of most 
other legal problems. Its task is essenially that of mental analysis and visual reaction. 
The Court, on the one hand, applies legal principles, and on the other, it foregoes its 


expertise and attempts to approximate the position of an ordinary purchaser. Indeed, 
the very principles of law applicable to these cases have been derived not primarily from 
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logical or legalistic concepts, but from the very practical experiences of advertising experts 
and the facts of a not always simple purchaser psychology. The determination of whether 
confusion will or will not arise, far from an exact science, must consider the very variable 
human reactions to situations that are really incapable of any exactitude in appraisement. 
Courts can only contemplate, speculate and weigh the probaliities of deception arising 
from the similarities. Therefore, save for some generally applicable principles rules of 
law cannot be formulated to aid the Courts and precedents are of little value except in 
so far as they involve the application of principles of law. 


I first wish to refer to Mr. Callmann’s statement in which he states, precedents 
are not helpful except where they express or illustrate some general principle of 
law. He makes reference in his footnotes on page 1128 to quite a large number of 
United States decisions in which that rule has been laid down. In Barrow-Quay 
Packing Co. v. Bruce’s Juices, Inc., 74 U. S. P. Q. 99, which was decided since the 
publication of Mr. Callmann’s book, the Court said: 


It has been said too frequently to require citation of authorities that in trade-mark 
cases, where the issue involved a decision as to whether or not there is such similarity 
as to likely result in confusion, the holdings in other cases are not always helpful since 
each case must be considered on its own statement of facts. True enough, the citation 
of cases sometimes is helpful for the purpose of the determination of the general prin- 
ciples which have been adopted by the Courts. 

The Canadian Courts have expressed the same view. In British Drug Houses 
Limited v. Battle Pharmaceutical, 4 Fox’s Patent Cases 93 (affirmed by the 
Supreme Court of Canada) page 101, the President of the Exchequer Court had 
the following to say: 

Cases in which trade-marks have been held to be similar are numerous and lists of 
such similar marks are to be found in such textbooks as Kerley on Trade-Marks, 6th 
Ed. pp. 295-304, and Fox on Canadian Law of Trade-Marks and Industrial Designs at 
pp. 80-88. Such cases are not helpful except so far as they express or illustrate guiding 
principles, for each case is peculiar to itself so far as the actual trade-marks involved in 
it are concerned. 

The same view has been expressed in the judicial decisions of the Courts of 
Great Britain. The Judicial Committee of the Privy Council (which is the high- 
est Court of appeal in Great Britain) in Coca-Cola Co. of Canada Limited v. 
Pepsi Cola Co. of Canada Limited (1942) 2 D. L. R. 657, Lord Russell dealing 
with the same subject said: 

Except when some general principles are laid down, little assistance is derived from 
authorities in which the question of infringement is discussed in relation to other marks 
and other circumstazces. 


FIRST PRINCIPLE 
Court Should Place Itself in Position of Intending Purchaser 


The first general principle adopted by the Courts in determining the probability 
of confusion is the manner in which the Courts should approach the subject. The 
judges hearing such cases have ruled that the Court is to place itself in the position 
of an intending purchaser. The President of the Exchequer Court of Canada in 
British Drug Houses Limited v. Battle Pharmaceuticals (supra) expressed the 
difficulties facing a judge when he attempts to project himself into the minds of 
other persons and used the following words: 
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The Courts have realized the difficulty involved when a judge seeks to project him- 
self into the minds of other persons in order to ascertain what the effect of the circum- 
stances which would be likely to have on them, and with a view to reducing the extent of 
the subjective attitude to a given problem of this kind, have laid down certain principles 
both general and specific as guides to he followed. 

The Court should . . . . seek to put itself in the position of a person who has only a 
general and not a precise recollection of the earlier mark and then sees the later mark 
by itself; if such person would be likely to think that the goods on which the later mark 
appears are put out by the same people as the goods sold under the mark of which he 
has only such a recollection, the Court may properly conclude that the marks are similar 

Moreover, it is the likely effect of the use of the later mark on the minds of 
the ordinary dealers or users generally that must be considered and people as a rule have 
only a general recollection of a particular thing rather than a precise memory of it. 


The same method has been adopted by the judges of the United States Courts. 
In McGraw-Hill Publishing Co. v. American Aviation Associates, 73 App. D. C. 
131, 117 F. 2d. 293 (1940) the Court there said that: 


The method starts therefore, with placing oneself in the position of the purchaser. 





SECOND PRINCIPLE 


Marks Must Not Be Examined with Meticulous Care 





The second general principle which has been adopted by the Courts in deter- 
mining similarity, is that they must not be examined with meticulous care. In 
Penzoil Co. v. Pennsylvania Petroleum Co., 159 M. D. 187, 24 T.-M. R. 183 (C. P. 
1933), Aff’d 80 F. 2d 67 (C. C. P. A. 1935), the United States Court expressed this 


rule in the following language: 





In many cases involving the question of confusing similarity there is repeatedly dis- 
played a tendency towards complexity resulting from the microscopic examination and 
intricate dissection of the marks. This practice tends to obscure rather than to clarify 
and must be criticized. The marks must be examined in their entirety. 


In dealing with this same subject, the Judicial Committee of the Privy Coun- 
cil (Great Britain) in Aristoc Ltd. v. Rysta Limited (1945) A. C. 68 at page 86, 
states, as follows: 








Little assistance, therefore is to be obtained from the meticulous comparison of the two 
words, letter by letter and syllable by syllable pronounced with the clarity to be expected 
from a teacher of elocution. 


The President of the Exchequer Court of Canada in British Drug Houses v. 
Battle Pharmaceuticals (supra) put the proposition in the following words: 










It is not a correct approach to the solution of the problem to lay the two marks side 
by side with a view to observing the differences between them. 


THIRD PRINCIPLE 


Imperfect Recollection or Memory Test 





The third guiding principle in the process of determining whether or not there 
is a probability of confusion is to approach it from the view as to whether a person 
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who sees the proposed trade-mark in the absence of the other trade-mark would 
likely be deceived or confused. This may briefly be termed the “Memory Test.” 
A study of American decisions shows that the United States Courts have 
approached the subject in the same manner and laid down the same guiding prin- 
ciples as have the British and Canadian authorities. In McGraw-Hill Publishing 
Company v. American Aviation Associates (supra) the Court there said that: 


One should look at the plaintiff’s trade-mark to obtain a general impression, the im- 
pression that would be carried in the memory and then to observe, still as a buyer, the 


defendant’s mark to determine if it is likely to be mistaken for this “memory trade-mark” 
of the plaintiff. 


The same test was applied by the Canadian Courts in the case of Coca-Cola 
Company v. Pepsi-Cola Co., 1. C. P. R. 293, in which the Court said: 


In the absence of evidence of confusion, actual or probable, the question for deter- 
mination must be answered by the Courts, unaided by outside evidence, after a com- 
parison of the defendant’s mark as used with the plaintiff's registered mark, not by plac- 
ing them side by side, but by asking yourself whether, having due regard to the relevant 
surrounding circumstances, the defendant’s mark as used is similar, as defined in the Act, 
to the plaintiff's mark as it would be remembered by a person possessed with an average 
memory with its usual imperfections. 


In Great Britain, the Courts have been very careful in this matter to negative 
the practice of careful analysis of the marks side by side (Second Principle) but 
have, instead, emphasized the importance of the “Memory Test.” In Sandow 


Limited, application (1914) 31 R. P. C. 196, Sargent, J., at page 205, has this to 
say: 


The question is not whether, if a person is looking at two trade-marks side by side, 
there would be a possibility of confusion; the question is whether the person who sees 
the proposed trade-mark in the absence of the other trade-mark and in view of only his 
general recollection of what the nature of the other trade-mark was, would be likely to 
be deceived and to think that the trade-mark before him is the same as the other, of which 
he has a general recollection. 


FOURTH PRINCIPLE 








First Impression of the Mark as a Whole 


The fourth principle is that it is the impression of the mark as a whole that 
must be considered. This principle was expressed very clearly by the House of 
Lords In re Aristoc Ltd. v. Rysta Limited (supra), wherein it was stated that: 


The answer to the question as to whether the sound of one word resembles too nearly 
the sound of another so as to bring the former within the limits of Section 12 of The 
Trade-Marks Act, 1938, must nearly always depend on first impression, for obviously a 
person who is familiar with both words will neither be deceived nor confused. 


The same principle has been adopted by the Canadian Courts. In Henry K. 
Wampole Co. v. Hervay Chemical Co. of Canada Limited (1928) Ex. C. R. (Aff’d 
(1930) S. C. R. 336), the Court said: 


A trade-mark does not lie in each particular part of the label but in the combina- 
tion of them all. It is the impression produced by the mark as a whole, “dans son 
ensemble” in its get up and which strikes the eye that must be considered. 
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In a more recent case, the Exchequer Court held Jn re Benskin v. Registrar 
of Trade-Marks, 6 C. P. R. 21, that: 


It is the combination of elements that constitutes a trade-mark and gives distinctiveness 
and it is the effect of the trade-mark as a whole—the totality—rather than any particular 
element in it which must be considered. 


In another Canadian case, the Court laid down the same principle in the follow- 
ing words: 

The object of a trade-mark is to strike the buyer’s attention. It is not the detail but 
the entirety which as a rule strikes the attention. Doubtless when looking at the two marks 
in question, side by side, it is easy to state the difference. That however, is not sufficient; 
the two marks must be considered separately, the impression which each separately gives 
must be determined. 

The net impression produced, the main idea left on the mind by one mark must be 
compared with that left by the other, for marks may be well confused by purchasers who 
see the defendant’s mark when they have present in their memories only an indefinite 
recollection of the plaintiff’s mark, in cases where the marks could not be mistaken for 
each other if they were seen side by side. So the whole mark of the defendant may too 
nearly resemble that of the plaintiff although all the essential particulars of the two are 
distinguishable ; but special regard must, nevertheless, be paid to the essential features of 
the plaintiff’s mark in considering whether the defendant has infringed it. (Mysterious 
Chemical Co. v. Crotex Corporation of Canada, 1940, 2 D. L. R. 681.) 


The decisions of the United States Courts have laid down the same guiding 
principles that is the impression of the marks as a whole must be considered. In 
Bickmore Gall Cure Co. v. Karns, 134 Fed. 833 (C. C. A. 3rd, 1905) the Court 


there said: 


The true question is not whether the boxes, circulars, advertisements and directions of 
the appellees are, in their detail, the same or nearly the same, as those of the appellant, 
but whether the general effect produced by those of the appellees is such as would be likely 
to lead ordinary purchasers to accept their gall cure as that of the appellant. 


FIFTH PRINCIPLE 


Compound W ord Marks Which Incorporate a Word Which is “Generic” or “Publici 
Juris” are to be Judged by Part or Parts Not Common to the Trade 


It frequently happens that the two marks under consideration incorporate or 
include a prefix or suffix which is common to the trade or they may include as a 
part thereof a descriptive word. In such cases, similarity is determined by the part 
or parts which are not common to the trade. If the parts which are not common 
to the trade too nearly resemble each other then the marks are similar. 

The Courts of Canada, Great Britain, and the United States in deciding cases 
of this kind have applied the same general principle as that outlined above, namely 
that it is the combination of prefixes, suffixes or words which make the trade-mark 
and they must be considered in their totality in arriving at a conclusion as to 
whether one too nearly resembles the other. 

The Courts have laid down that in cases of this kind it is not a proper approach 
to the subject to disregard entirely those parts of the mark respecting which no 
monopoly rights can be obtained or which are common to the trade. 
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Callmann in his book on the Law of Trade-Marks, Volume 2, page 1129 
gives a summary of the law of the United States on this point and in footnote 58 
cites numerous United States cases in which the rule has been 


that for the purpose of determining confusion, the fact that a part of the mark has been 
disclaimed apart from the mark as shown does not affect the issue. Inasmuch as the 
disclaimed units will appear in the mark as it is used, the mark must be considered as a 
whole. 


This same guiding principle has been clearly laid down in two British cases, 
namely, Jn re Christiansen’s trade-mark (1886), 3 R. P. C. 54 and in Sandow 
Limited application (1914), 31 R. P. C. 196. Sandow’s application related to the 
registration of a trade-mark which consisted of the letter “S” twined round the 
figure of a female, described as a cottage worker, the whole being surrounded by a 
circular laurel. The registration was opposed by a company which had a registered 
mark consisting of the letter “S” twined round the figure of a jay bird and sur- 
rounded by an oval, not a laurel. The Comptroller General, acting as Registrar 
of Trade-Marks, in dismissing the opposition on the grounds that he did not be- 
lieve that there was any reasonable probability of deception, came to the conclusion 
on the reasoning that the opponents could not obtain any monopoly rights in the 
letter “S” and therefore that the same should be disregarded in determining 
whether there was a likelihood of confusion or deception. An appeal was taken 
from the Comptroller’s decision and on appeal it was held that he had erred in 
eliminating the “S” and in concentrating on the other features of the mark. At 
page 205, Sargent, J., said: 


The true test is whether the totality of the whole trade-mark is such that it is likely 
to cause mistake or deception or confusion, in the mind of the person accustomed to the 
existing trade-mark. 


The Court of Appeal reversed the Comptroller’s decision and decided the case 
in favor of the opponent. 

The leading case in Canada on this subject is the case of British Drug Houses 
Limited v. Battle Pharmaceuticals, 4 Fox’s Patent Cases 93. This action was 
brought by British Drug Houses Limited (petitioner) owners of the registered 
trade-mark “Multivite” to cancel the registered trade-mark of Battle Pharmaceuti- 
cals (respondent) who had registered the trade-mark “Multivims.” Both marks 
were registered for the same wares, namely Vitamin Tablets. In this case, the 
Court said that : 


While I agree with counsel for the respondent that there can be no monopoly in the 
use of such a common prefix as “multi,” the danger of any such monopoly does not 
exist in the present case since the Court is not concerned exclusively with the prefix 
nor is it concerned with the termination of the two trade-marks separately. It is the 
combination of the prefix and the termination which makes the trade-mark. 


At p. 106, the President of the Exchequer Court of Canada had this to say: 


It is, I think firmly established that, when trade-marks consist of a combination of 
elements, it is not a proper approach to the determination of whether they are similar to 
break them up into their elements, concentrate attention upon the elements that are dif- 
ferent and conclude that, because there are differences in such elements, the marks as a 
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whole are different. Trade-marks may be similar when looked at in their totality even 
if differences may appear in some of the elements when viewed separately. It is the 
combination of the elements that constitutes the trade-mark and gives distinctiveness 
to it, and it is the effect of the trade-mark as a whole, rather than of any particular ele- 
ment in it, that must be considered. 


In the British Drug House case, the Court adopted the principle laid down Jn 
re Sandow Limited’s application and Jn re Christiansen’s application. The decision 
of the Exchequer Court in British Drug Houses v. Battle Pharmaceuticals was af- 
firmed by the Supreme Court of Canada which is reported in 5 Fox’s Patent Cases 


135. 


The Courts do not appear to look with favor on arguments which attempt to 
justify similarity in trade-marks on the ground that part of the marks include a 
word or part of a word which is “publici juris.” The reason for this is clearly indi- 
cated in the decision of the Supreme Court of Canada in the case of Peggy Sage, 
Inc. v. Siegel Kahn Company of Canada Limited (1935) S. C. R. 539. In this case, 
Peggy Sage, Inc., owner of a registered trade-mark “Peggy Sage” brought an 
action to cancel or expunge the trade-mark of Siegel Kahn Co. of Canada who had 
registered the trade-mark “Peggy Royal.” The marks were registered for the 
same class of wares. 


The Court in ordering that the mark “Peggy Royal” be expunged from the 
Register said: 

The conclusion could not be avoided, that the respondent adopted the word “Peggy” 
as it now stands in its trade-mark with the purpose of taking advantage from the reputa- 
tion of the petitioner’s manufacture. If this would appear to be equivalent to allowing 
the petitioner to appropriate as his own property, two words in common use, the argu- 
ment would appear to underrate the resources of the English language which are quite 
sufficient to enable any one honestly desirous of distinguishing his goods, to use words in 
a trade-mark in such a manner as to prevent any possibility of their being connected with 
the competitor’s goods. 


SIXTH PRINCIPLE 
Question of Intention ts Irrelevant 


The sixth principle is that in determining similarity of trade-marks, the question 
of intention is entirely irrelevant. Even if a person has honestly adopted a trade- 
mark which is similar to one already registered, this fact will not be taken into con- 
sideration by the Court. The issue is as to whether such a mark is calculated to 
deceive and not as to whether such a mark is capable of being used to deceive. 
Callmann in his book on Unfair Competition and Trade-Marks, Volume 2, page 
1244, discusses this subject and it seems that the United States Courts have adopted 
the doctrine that where there is a likelihood of confusion between marks, the Court 
will not concern itself with the intent or motive of the defendant in adopting a mark 
which is similar to that of the complainant. In M. C. Peters Milling Co. v. The 
International Sugar No. 2 Company, 262 Fed. 336 (C. C. A. 6th, 1919) the Court 
stated : 
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It is not necessary to establish by evidence the intent to deceive, where the circum- 
stances are such as they will lead to no other rational conclusion. 


The Canadian Courts have adopted the same view as the British Courts, namely 
that in proceedings to cancel a trade-mark it is entirely irrelevant to consider the 
motive or intent. The President of the Exchequer Court of Canada in British 
Drug Houses v. Battle Pharmaceuticals, when discussing this point referred with 
approval to several British authorities namely, Maeder’s Application (1916) 33 
R. P.C. 77; in McDowell’s Application (1927), 44 R. P. C. 335; Vide Eno v. Dunn 
(1890), 15 A. C. 252 and In re Boot’s Pure Drug Co. Limited, trade-mark “Livron” 
(1937) 54 R. P. C. 327. The President of the Exchequer Court summarized the 


judicial opinions expressed in those cases, in the following words: 


It is, therefore clearly established that whether the respondent had any particular 
motive or intent when adopting this trade-mark is entirely irrelevant to the issue before 
the Court. There is sound reason for such a conclusion on a motion to expunge, since 
on such a motion it is the maintenance of the purity of the register so that the public will 
not be confused by use of similar marks on similar wares that is the governing considera- 
tion. The issue is not whether one party may gain and the other lose through the con- 
fusion resulting from the use of the two marks but whether the public will be confused. 
Dealers and users are entitled to be protected against the likelihood of such confusion. 


The same principle is followed in the Trade-Mark Offices when considering 
applications for registration and there is sound reason of adopting a similar view 
in an action for infringement or unfair competition once it is established that the 
marks are similar and that there is the likelihood of confusion or of deception. 

Prior registrations may be used to establish that a word has become common 
to the trade and the fact that numerous marks have been registered containing a 
word common to the marks, must be kept in mind when determining similarity 
and the distinctive feature of such marks would appear to be the word in each 
mark which has not become common to the trade (Coca-Cola v. Pepsi-Cola Co., 
1C. P. R. 293). 

The Exchequer Court of Canada in Fine Foods of Canada v. Metcalfe Limited, 
1 C. P. R. 303 (Aff’d by Supreme Court of Canada, 2 C. P. R. 155), held that 
where it was established that numerous other marks have been registered in which 
a common word was incorporated as part of the marks of others for use in asso- 
ciation with similar wares, all others engaged in the production of similar products 
should be free to use the word in association with another word so long as the latter 
word was not one already in use. 


ONUS OF PROOF 


In conclusion, a few words on the “onus of proof” might be appreciated. In the 
case of an application to register a trade-mark, the onus of proof is on the appli- 
cant for registration to establish that the mark he is seeking to register is not 
similar to the registered mark and further that there is no likelihood of confusion. 
It will be obvious that this is a very difficult onus to satisfy. In cancellation pro- 
ceedings, infringing and passing off actions, the onus is of course on the plaintiff 
or plaintiffs. 
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The foregoing treatise on the similarity of trade-marks and the guiding prin- 
ciples adopted by the Courts is by no means exhaustive. As has already been 
mentioned, the question is one of the fact and will be decided on the facts presented 
in each case. However, it is hoped that this selection of guiding principles will be 
of value to others engaged in this highly complicated branch of the law and that 
it may prove useful when occasion makes it necessary to arrive at a decision as to 
whether the mark under consideration is similar to one already registered. 


FOREIGN TRADE-MARKS* 


George Von Gehr{ 


More than one hundred countries have provisions for the protection of trade- 
marks, and accordingly in the relatively short time allotted for a talk of this type, 
it is impossible to discuss all of the foreign trade-mark laws in detail, particularly 
as in some instances an entire evening could be devoted to discussing the trade- 
mark laws of a single foreign country. Accordingly, due to limitations of time, only 
general observations will be made with regard to certain basic and some rather 
unusual provisions of the trade-mark laws of the more important countries. 

In any discussion of trade-mark protection it is, of course, advisable to consider 
the definition of a trade-mark. A trade-mark may be defined as a word, letter, 
device or symbol, or some combination of these, used either upon or in connection 


with goods, to distinguish the goods of a manufacturer or trader from the similar 
goods of other manufacturers or traders, and to identify the manufacturer or 
trader with such goods. This definition obviously is necessarily very general, and 
in each country further limitations must be included in the definition of a trade- 
mark, or at least a trade-mark capable of registration, as provided in the statutes 
and decisions of that country. 

The trade-mark laws of foreign countries can be classified roughly into three 


groups. 

One group of countries may be classified as the common law countries, in that 
the trade-mark laws of such countries spring from the common law, and trade- 
mark rights arise chiefly or entirely by reason of the use of the trade-mark or the 
bona fide intention to use the trade-mark in the country involved. The principal 
common law countries, in addition to the United States, are Great Britain, Canada, 
Australia, New Zealand, India, Ireland (Eire), Union of South Africa and the 
other British possessions and territories. 

A second group of countries is the code law countries in which all trade-mark 
rights emanate from registration of the trade-mark in the country involved. In 
the code law countries use of the trade-mark in commerce, without registration of 
the trade-mark, does not give the user of the trade-mark any legal rights or remedies 


* Based on a lecture on Trade-Marks and Laws in Foreign Countries given by the author at 
the Fifth Institute on Foreign Trade conducted by the Export Manager’s Club of St. Louis, 
Inc., January 20, 1948. 

+ Langner, Parry, Card & Langner, Chicago. 
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against others who may adopt the same or a similar trade-mark and register it. 
In all of the strict code law countries registration of a trade-mark is absolutely 
essential in order to protect a trade-mark owner’s rights in such a trade-mark and 
in order to provide a basis for legal remedy in the event of infringement of the 
trade-mark. In the code law countries it is possible to apply for protection of a 
trade-mark without any use of the trade-mark whatsoever in the country involved. 
Thus in the code law countries all trade-mark rights emanate from registration, and 
use of the trade-mark in commerce does not give any rights whatsoever in the 
trade-mark unless such use is, of course, coupled with registration of the trade- 
mark, and moreover no use is required in order to obtain registration of a trade- 
mark. The code law countries comprise generally speaking most of the important 
Latin-American countries, and, in Europe, Turkey, Russia and Portugal. 

The third group of countries is known as the modified code law countries and in 
these countries traade-mark rights emanate primarily from registration, but use of 
the trade-mark in the country does provide some basis for opposing piratical or 
conflicting registrations of third parties or obtaining cancellation of such piratical 
or conflicting registrations within limited periods of time. The modified code law 
countries will be discussed in greater detail hereinafter. Some of the principal 
modified code law countries are Mexico, Chile, China, Spain, Norway, Denmark, 
Sweden and Holland. 

An important point to bear in mind with respect to the code law countries and 
the modified code law countries (and, in fact, in all foreign countries except Puerto 
Rico and the Philippine Islands) is that no use whatsoever of the trade-mark is 
required in any of these countries in order to apply for and obtain registration 
of the trade-mark involved, and this is a fact which is frequently not appreciated by 
American individuals and corporations in view of the requirement in the United 
States that a trade-mark must be used in inter-state commerce before application 
for registration of the trade-mark can be made. 

There are three trade-mark Conventions or Treaties in force in a large num- 
ber of important countries throughout the world. The most important is the 
International Convention, of which the United States is a member. This is the 
same Convention which applies to patents and unfair competition, as well as to 
trade-marks. Under this Convention it is possible to obtain priority in the foreign 
country involved provided the Applicant applies within six months of his trade- 
mark application in the home country. Also the Convention provides for certain 
rights emanating from registration in the home country in respect of oppositions 
and cancellation proceedings in other countries which are members of this Con- 
vention. Practically all of the important European countries, as well as the United 
States, Great Britain, Canada, Australia and New Zealand are members of the 
International Convention. The only Latin-American countries that are members 
of the International Convention are Brazil, Mexico and Cuba. 

A second Convention is the Washington or Inter-American Convention which 
provides for the registration of trade-marks at Havana to cover a restricted group 
of Latin-American countries, namely Cuba, Haiti, Honduras, Panama, Peru, 
Dominican Republic, Paraguay, Ecuador and Uruguay. The United States with- 
drew from this Convention in September, 1945. 
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A third important Convention with respect to trade-marks is the Madrid Ar- 
rangement, having its headquarters at Berne, Switzerland. The United States is 
not a member of this Convention, but most of the European countries are members 
of the Madrid Arrangement. Under the Madrid Arrangement the owner of a home 
registration in a country that is a member of the Madrid Arrangement can deposit 
such registration with the Bureau at Berne, Switzerland and thus obtain protection 
in all of the countries of the Madrid Arrangement. As the United States is not a 
member of the Madrid Arrangement, none of the provisions of the Madrid Ar- 
rangement apply to United States citizens or corporations. Some years ago a few 
of the Latin-American countries were members of the Madrid Arrangement, but 
all of the Latin-American countries have now withdrawn from the Madrid Ar- 
rangement, the most recent withdrawal being Mexico. 

The Madrid Arrangement places quite a hardship upon United States corpora- 
tions in that the automatic protection of trade-marks by deposit at Berne, Switzer- 
land, to extend to most of the important European countries, frequently makes it 
necessary for United States corporations to take steps by way of expensive litigation 
to cancel the home registration of the Berne Applicant in order to eliminate the 
Berne registration. 

While the impression exists in this country that trade-mark protection should 
be based upon the common law theory that ownership of a trade-mark must arise 
primarily from use of the trade-mark in commerce, the actual trend throughout 
the world is away from such common law protection of trade-marks rather than 
toward such basis for protection of trade-marks. Thus in Canada, which is pri- 
marily a common law country, the law now in force and the decisions based thereon 
state that if one honestly adopts a trade-mark in Canada and applies for registra- 
tion of such trade-mark in Canada within six months from the first use of the 
trade-mark in Canada, a valid registration is obtained notwithstanding the fact 
that others may have used the trade-mark in Canada for many years before such 
subsequent adoption and use. In other words, under the present law, if a trade- 
mark owner merely relies upon his own use of a trade-mark in Canada and does not 
obtain registration, a subsequent honest user may obtain registration and such 
subsequent registration can not be cancelled by reason of the long prior use by the 
original trade-mark user. It is therefore advisable to register trade-marks promptly 
in Canada because once a trade-mark is registered it, of course, provides a com- 
plete bar against the subsequent registration by others of the same or similar trade- 
marks for the same or similar goods. 

Also in Great Britain, New Zealand, Union of South Africa and India the 
rather recent amended trade-mark laws include provisions which deviate consid- 
erably from the common law theory of trade-mark protection. Thus in these coun- 
tries it is now possible for one party to own a trade-mark and to license the use of 
that trade-mark to others. All of these countries have provisions for making of 
record registered users of trade-marks. Such provisions are exceedingly helpful to 
the protection of trade-mark rights by American trade-mark owners since under 
these provisions it is possible for the American individual or corporation to be the 
registered owner of a trade-mark in Great Britain, New Zealand, Union of South 
Africa or India without using the trade-mark in any of these countries, and it is 
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also possible for the American individual or company to license the use of the 
trade-mark to local companies in the four countries involved and to make of record 
these companies as the registered users of the trade-mark or trade marks involved. 
Prior to the existence of the registered user provisions, it was not possible to license 
trade-marks in countries such as Great Britain and this frequently caused a great 
deal of trouble since many American companies had subsidiaries, affiliates or inde- 
pendent local companies using the American company’s trade-marks in Great Brit- 
ain, and such use of the trade-marks under the common law theory necessarily 
destroyed the American company’s rights in the trade-marks involved. However, 
under the present registered user provisions in Great Britain, New Zealand, Union 
of South Africa and India, the American company’s rights are fully protected and 
preserved even though the American company never uses the trade-marks in these 
countries, but licenses others to do so. 

Also, in the Untied States, under the Lanham Act, which came into force on 
July 5, 1947, the value of registration of trade-marks is greatly enhanced. 

Thus throughout the world there is a definite trend away from the common law 
theory of trade-marks and toward the code law theory of trade-marks at least 
insofar as making prompt registration of trade-marks in each country either essen- 
tial or advisable in order to protect trade-mark rights and to avoid expensive sub- 
sequent litigation. 

Referring again to the modified code law countries, the reason these countries 
are considered modified code law countries is that certain rights emanate from use 
of the trade-mark in the country involved although such rights can only be advanced 
in opposition or cancellation proceedings against subsequent Applicants for reg- 
istration of trade-marks within a very limited period of time. 

Usually in these countries it is possible within a period of one to two months 
after the allowance of a trade-mark application to file opposition against the reg- 
istration of the trade-mark involved, based upon the use of the same or a similar 
trade-mark in that country in respect of the same or similar goods. The difficulty 
with this procedure insofar as American corporations are concerned is that usually 
it is impossible for American corporations to be informed of the allowance of con- 
flicting applications within the very short period of one to two months and to take 
steps to file opposition within that very limited period, so that it is extremely 
dangerous and inadvisable for American companies to rely upon such opposition 
procedures for the purpose of preserving their trade-mark rights in the modified 
code countries in Latin-America. 

It is also possible to file cancellation proceedings in some of the modified code 
law countries within a period of from one to three years based upon prior use of 
the trade-mark in the country involved. However, such cancellation proceedings 
are usually before the Courts and accordingly quite expensive. Therefore it is far 
less expensive and much less troublesome to protect trade-mark rights in the modi- 
fied code law countries on the basis of prior registration obtained promptly by the 
original trade-mark owner, rather than to resort to the more expensive Court liti- 
gation in cancellation proceedings to endeavor to cancel a registration obtained by 
a later registrant. 
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Therefore the conclusion to be drawn from these facts is that it is not only advis- 
able, but essential for owners of important trade-marks used in international com- 
merce to obtain prompt registration of such trade-marks not only in the code law 
countries, but also in the modified code law countries. Such registrations will pre- 
vent others from registering the same or similar trade-marks for the same or 
similar goods. Moreover registration of trade-marks generally in all countries acts 
as a deterrent to others who are adopting new trade-marks from adopting trade- 
marks which will conflict or infringe registered trade-marks. Also such registra- 
tion generally in all countries eliminates the necessity and expense of opposition 
and cancellation proceedings, as in all of the Patent Offices in which applications 
for registration are examined with reference to previously registered trade-marks, 
the Patent Offices will reject applications for registration of trade-marks which are 
the same or very similar to previously registered marks for the same or similar 
goods. Finally registration of trade-marks in all countries greatly simplifies the 
taking of prompt action in order to stop infringements, and frequently such 
prompt action will result in a negotiated settlement with the alleged infringer as 
most infringers are anxious to avoid expensive litigation and will agree to refrain 
from further use of the infringing mark. Therefore registration of trade-marks 
generally may be considered as good insurance to protect the rights of trade-mark 
owners, and when the initial cost of registration is pro-rated over the original term 
of registration, which is normally from 10 to 20 years, it will be apparent that the 
cost per year for this type of insurance is exceedingly slight. 

In some countries there are special requirements to the effect that trade-marks 
used on certain products must be registered before use of the trade-mark in the 
countries involved. Thus in Cuba, Costa Rica and Chile registration of trade-marks 
is compulsory insofar as trade-marks to be used on pharmaceutical products are 
concerned. In several countries it is necessary, in addition to obtaining registration 
of trade-marks, to obtain pharmaceutical or health registrations or licenses before 
pharmaceutical or food products can be sold in such countries. 

In Spain it is compulsory to register all trade-marks used on any type of prod- 
ucts or goods sold in Spain. 

Generally speaking all foreign trade-mark registrations should be obtained in 
the name of the American owner of the trade-mark. In many instances American 
companies are tempted to permit their foreign agents, travelling representatives, for- 
eign distributors, importers and others to obtain the foreign registration. This is 
an exceedingly dangerous practice since in many of these instances the foreign 
agent or distributor obtains the registration in his own name, and accidentally or 
intentionally omits assigning the registration to the American company. At a later 
date, after the contractual relationship between the foreign agent or distributor and 
the American company has expired, the American company finds that it no longer 
owns its own trade-mark in the foreign country involved. Therefore it is an im- 
portant criterion to be borne in mind that all foreign trade-marks should be reg- 
istered in the name of the American company unless the laws of a specific country 
require otherwise in view of the particular manner in which the trade-mark is being 
used 
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In conclusion the protection of foreign trade-marks follows the same rule as the 
protection of any other property rights, in that only the vigilant are protected. 


BOOK REVIEW 


TRADE-MarK LAw aAnp Practice, Lanham Act Edition (1948), Amdur, Clark 
Boardman Company, Ltd. Reviewed by Leslie D. Taggart. 


Two functions are indispensable in a law treatise: to express the author’s 
opinions and to inform the Bench and Bar. Both of these functions are particularly 
important in a treatise on trade-marks and unfair competition. This field of law 
was spawned by business and public necessity out of the old action on the case and 
the broad powers of equity. Its development has been assisted by this broad genesis 
as contrasted with fields of law bound by strict “legal” rules. It calls for an under- 
standing of the problems of manufacturers and distributors, the reaction and pro- 
tection of the consuming public and the development of judicial concepts. The 
opinions of one who has had broad experience in the practice in study or in teach- 
ing of this branch of the law are of great value to lawyers whether they be novices 
or experienced in trade-mark matters. Moreover it is not of utmost importance 
whether such opinions be right or wrong, so long as they reflect serious considera- 
tion of the problems, because they will stimulate further thought on the subject. 

Mr. Amdur’s “Trade-Mark Law & Practice—Lanham Act Edition” is deficient 
on this point. The book is very largely a series of quotations from court opinions. 
The text attributable to the author consists of very brief summaries of law and 
sentences connecting the quotations. There is virtually no discussion on the various 
subjects referred to and the author omits his opinions. One currently very prac- 
tical question illustrates this point. Should an owner of a 1905 registration bring it 
under the Lanham Act, by new application or by Section 12(c) proceedings, or 
merely retain his existing registration. Mr. Amdur (pp. 510-514) sets forth these 
three choices but gives no comments whatsoever on what should be done. Nor in 
his discussions of the various sections of the statute that bear upon the answer 
to that question, does he give any hint as to his ideas or recommendations. He 
merely quotes the notorious Section 33(b) (7), see p. 577, concerning which there 
has been so much discussion. 

In attempting to inform the Bench and Bar, an author can have several objects in 
mind. He can, like Mr. Nims’ or Dr. Callmann? write an exhaustive treatise inform- 
ative to the novice and to the experienced practitioner ; he can like Dr. Derenberg,* 
carefully analyze and synthesize many fundamental problems which worry the courts 
and practitioners ; or like Mr. Rogers,* explain the practical and legal consequences 
of good-will trade-marks and unfair trading with the result that they are readily 
understandable; or like Miss Robert’ set forth the background of the law and its 
interrelation with and interpretation of the statute so that the practitioner and 
novice can proceed with some assurance, or like the useful article on ““Trade-Marks 
in Corpus Juris” set forth a valuable background of the subject. Each of these 
works, and the other valuable books in the field, has a definite purpose. However, 
Mr. Amdur’s work does not appear to be for the novice in the trade-mark field. 
He jumps right into some fundamental problems without making an attempt to lay 
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a foundation for them. The use of quotations, without background, discussions 
or opinions, makes it difficult for a novice to obtain an understanding of unfair com- 
petition problems. The present theory of law instruction, the modified case book 
system, which requires the student to study and comprehend many complete factual 
and legal situations whereby the student should be provoked to thought with facts, 
analysis and synthesis from further carefully digested material. 

Then, is Mr. Amdur’s book directed to the experienced practitioner? As a handy 
collection of quotations, it can assist an experienced practitioner. Like Tom Brown’s 
“vulgus books” and “copy books” it can speed the writing of a “construe” or a brief. 
But cases are not won by larding a brief with quotations. Only after a brief is 
thought out are the quotations valuable. 

From an examination of the internal evidence, it appears that Mr. Amdur’s work 
was prepared prior to the passage of the Lanham Act and then revised to 
include details of the Act. This is not a criticism; on the contrary, a work of this 
nature should like good whiskey “age” before the public receives it. If the infer- 
ence of the time when his work was prepared is correct, it illustrates the fact that, 
except for the specific new matter set forth in the Act, the Lanham Act is, as it 
was intended, largely a codification into the Federal statute of judge-made law. It 
is unfortunate that Mr. Amdur has failed to go into this point or to discuss how 
and why the new statute came to be what it is. Since these matters will be im- 
portant in all advisory and litigation work, Mr. Amdur’s book misses an excellent 
opportunity of aiding lawyers in their practice. 

Mr. Amdur’s work deals with practice in the Patent Office. It is an improve- 
ment on the excellent pamphlet issued by the Patent Office “Rules of Practice in 
Trade-Mark Cases, with Forms and Statutes,” in that it quotes from a large 
number of pre-Lanham Act cases and so illuminates parts of the present statute. 

Mr. Amdur has referred to many trade-mark problems and some unfair com- 
petition questions in a brief manner. Any volume inevitably has errors. These need 
not be referred to since this volume will likely be used as a check list of points and 
useful quotations and any practitioner will study each matter further. 


. Nims, Unfair Competition and Trade-Marks—4th Ed. (1947). 

. Callmann, Unfair Competition and Trade-Marks (1945). 
Derenberg, Trade-Mark Protection and Unfair Trading (1936). 
Rogers, Good-Will, Trade-Marks and Unfair Trading (1914). 
Robert, The New Trade-Mark Manual (1947). 


ERRATA 
The following corrections should be made in 38 T.-M. R., No. 6, June, 1948: 


Page 642, last paragraph, the third word in line one should be “decision” 
instead of “division.” 

Page 66, paragraph two of first headnote under E. J. DuPont de 
Nemours & Co. v. Celanese Corporation of America should read: 


Licensee’s violation of agreement, by failure to insert in its advertising that licensor 
owned trade-mark, held not to indicate abandonment of its registered trade-mark by licensor. 


LS 
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PART II 


SMITH v. DENTAL PRODUCTS CO., INC., er At. 
No. 9461—C. C. A. 7—June 8, 1948 


CourRTS—PLEADINGS AND PRACTICE—FINDINGS AND CONCLUSIONS 

Provisions of Federal Rules of Civil Procedure, Rule 52 (a), requiring that District 
Court make findings of fact and state conclusions of law are mandatory and there must 
be reasonable compliance therewith. 

Where District Court entered final judgment, including ultimate finding of liability, 
awarding profits and damages for trade-mark infringement and unfair competition, but with- 
out special findings of fact or conclusions of laws and with no opinion or memorandum, held 
not fair compliance with the Rule and to constitute error. 


CourTS—PLEADING AND PractricE—LAcK oF MASTER’S REPORT 
Where master, who had held hearings on accounting and had heard controverted evi- 
dence, died before making report, thus depriving the court of master’s findings on the evi- 
dence and as to credibility of witnesses, held that it was duty of District Court, in absence 
of findings and report from master, to direct trial de novo before new master or before 
itself. 


Appeal from Northern District of Illinois. 

Trade-mark infringement and unfair competition suit by Arthur E. Smith 
against Dental Products Co., Inc., Thomas F. Stratford, and Clare L. Frame. 
Defendant Dental Products Co., Inc., appeals from final judgment for plaintiff, on 
accounting. Reversed. 


James R. McKnight and Robert C. Comstock of Chicago, IIl., for plaintiff-appellee. 
Harry G. Fins, Ralph M. Schwartzberg, and Mark T. Barnett of Chicago, IIl., for 
defendant-appellant. 


Before Major and Minton, Circuit Judges, and LINDLEy, District Judge. 
LINDLEY, D. J.: 


Following the mandate’ of this court, as ordered in Smith v. Dental Products 
Co., 140 F. 2d 140, the District Court, having entered a decree enjoining defend- 
ants from using the trade-marks of plaintiff and from continuing unfair competi- 
tion, referred the cause to a master to take and report an accounting as to the 
profits and damages for infringement of trade-marks and unfair competition in- 
curred by plaintiff during a period of some nine years following February 10, 1936. 
The master heard evidence at various times and, according to the transcript, on 
January 18, 1946, the parties agreeing, declared the proofs closed. He remarked, 
however, that if, after he had been able to examine the record, he should deem the 
evidence insufficient, he would not foreclose himself from the right to require further 
evidence. This reservation, he said, he made because of the broad differences be- 
tween the parties and the different conclusions of the respective auditors. There- 
after, before making any finding or report, the master died. A transcript of the 
evidence submitted before him, certified as correct by a private reporter, was later 
lodged with the District Judge. 
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On September 13, 1946, the court entered an order referring the cause to an- 
other master but two months later vacated it. Thereafter, on June 25, 1947, after 
the respective parties had presented their written briefs and argument, the court, 
after considering the transcript then in its possession, entered final judgment against 
the corporate defendant, without specil findings of fact or conclusions of law but in- 
cluding in the formal judgment a finding that “plaintiff is entitled to recover on the 
basis of reasonable royalties for the period” in question and is “hereby awarded 
the sum of $60,000 as profits and damages for trade-mark infringement and unfair 
competition,” interest at 6 percent and costs. 

Defendant now asserts that the District Court erred in failing to make special 
findings of fact and conclusions of law, as required by Rule 52 (a) of the Federal 
Rules of Civil Procedure; that, inasmuch as the master to whom the cause had 
been referred died before making a report, findings or recommendations, it was 
the duty of the court either to refer the cause to a second master for the purpose of 
a hearing de novo or to hear evidence itself; that the entry of judgment upon the 
transcript of testimony before the master and in the absence of findings by the master 
constitutes deprivation of due process of law, and that the judgment is contrary to 
the law and the evidence. 

Under the Federal Rules of Civil Procedure (52 (a)) the court “shall find the 
facts specifically and state separately its conclusions of law thereon and direct the 
entry of the appropriate judgment.” This rule has been considered in Mayo v. 
Canning Co., 309 U. S. 310; Bowles v. Russell Packing Co., 140 F. 2d 354 
(C. C. A. 7); Bank of Madison v. Graber, et al., 158 F. 2d 137 (C. C. A. 7); 
Dearborn National Casualty Co. v. Consumers Petroleum Co., 164 F. 2d 332 
(C. C. A. 7) and in various decisions in the different circuits in agreement with the 
announcements of the cases cited. It is clear from these decisions that the require- 
ment of the Federal Rules of Civil Procedure that the District Court make findings 
of fact and state conclusions of law must be reasonably complied with. As this 
court has said, “a fair compliance with the rule is mandatory.” ‘These are man- 
datory provisions which should be respected; they are not meaningless words” ; 
“findings of fact on each material issue is a statutory requirement.” “There must 
be such subsidiary findings of fact as will support the ultimate conclusion reached 
by the court. Kelley, et al. v. Everglades Drainage District, 319 U. S. 415, 420, 422, 
63 S. Ct. 1141, 87 L. Ed. 1485.” Clearly the ultimate finding of liability in this case 
is not fair compliance and the failure of the District Court in this respect constitutes 
error under the facts of this case. 

Plaintiff has submitted various citations to the effect that failure to comply 
with the rule is not fatal, if included in the judgment or opinion are findings and 
conclusions sufficient to constitute substantial compliance. Undoubtedly the rule 
does not require always the strictest technical compliance and the situation may be 
such that, by findings and conclusions in a memorandum of the trial court, sub- 
stantial compliance is reflected, in which instance there is no error. Here there 
was no opinion, no memorandum of fact and law but only the ultimate finding. 

We are confronted with another serious question, that is, the effect of the mas- 
ter’s death before he had made a report. The evidence was controverted; several 
hearings were had, controverted testimony was submitted and the master himself 
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remarked that the status was such that he might require the submission of further 
evidence. In other words, the master’s judgment upon the creditability of the wit- 
nesses appearing, we can never know. The rules contemplate that the District Court 
shall approve the findings of the master “unless clearly erroneous,” but what the 
master thought about the witnesses, what he would have found as a matter of fact 
as to the verity of the testimony, matters which are part and parcel of the purpose of 
the reference to the master to make findings and report to the court, are absent, and 
the reference, so far as legal effect is concerned, is a nullity. 

Nor did the District Court see the witnesses. In Buchsbaum & Co. v. Federal 
Trade Commission, 153 F. 2d 85 (C. C. A. 7), this court dealt with a similar sit- 
uation. There a trial examiner of the Federal Trade Commission died before 
rendering his decision. We said: “The elementary principle underlying all trials of 
whatever nature seems to be that the rule of confrontation shall be applied where 
the witnesses are available for that purpose,.... Here there is no claim by any- 
one that the witnesses were unavailable, and counsel has cited no decision of 
our Supreme Court which in any way abrogates the ruling in the Ohio Bell Tele- 
phone case and the Morgan case, supra, both of which cases hold that a failure in 
this respect would amount to a failure of due process.” The reason for the rule 
is applicable here; the deciding officer, whether administrative in character or 
judicial, has a real function to perform in due process. The defect is one going to 
the right of the parties to have a decision from the agency having jurisdiction upon 
the merits upon testimony submitted by witnesses whom the trial tribunal has seen 
and heard. In Morgan v. United States, 298 U. C. 468 at 480, the court said: 


There must be a full hearing. There must be evidence adequate to support pertinent 
and necessary findings of fact. Nothing can be treated as evidence which is not intro- 
duced as such. United States v. Abilene & Southern Ry. Co., supra. Facts and circum- 
stances which ought to be considered must not be excluded. Facts and circumstances must 
not be considered which should not legally influence the conclusion. Findings based on 
the evidence must embrace the basic facts which are needed to sustain the order... . 
The requirement of a “full hearing” has obvious reference to the tradition of judicial pro- 
ceedings in which evidence is received and weighed by the trier of the facts. The “hear- 
ing” is designed to afford the safeguard that the one who decides shall be bound in good 
conscience to consider the evidence, to be guided by that alone, and to reach his con- 
clusion uninfluenced by extraneous considerations which in other fields might have play in 
determining purely executive action. The “hearing” is the hearing of evidence and argu- 
ment. If the one who determines the facts which underlie the order has not considered 
evidence or argument, it is manifest that the hearing has not been given. 


See also In re Rubin and Lipman, 215 F. 669; McAllen v. Souza, 24 Cal. App. 
2d 247; People v. Lewe, 383 Ill. 549; Wainright v. P. H. and F. N. Company, 176 
Ind. 682; LaBante v. LaCasse, 78 N. H. 489; Hawley v. Priest Rapids Ice & Cold 
Storage Co., 172 Wash. 71. We think it was the duty of the District Court, in the 
absence of findings and report from the master, in order to afford the parties a 
hearing within the recognized legal meaning of that word, to direct a trial de novo 
before another master or before itself. 

In this view of the case, it is unnecessary to consider, in fact, there are not pre- 
sented, any other questions pertinent or necessary to our decision. 

The judgment is reversed with directions to proceed in accord with the an- 
nouncements herein. 
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THE KRAUSE BOTTLING COMPANY, er at. v. PEPSI-COLA COMPANY 
No. 5721—C. C. A. 4—May 7, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Pep-Kola” held confusingly similar to “Pepsi-Cola,” used on similar goods. 
CourTS—ENFORCEMENT OF INJUNCTIONS—CONTEMPT 
Defendants having right to use the words “Pep” and “Cola” but previously enjoined from 
use of “Pep-Ola,” held in contempt for use in advertising of the words “Pep” and “Kola” 
in juxtaposition. 
CourTS—PLEADING AND PRACTICE—CONTEMPT 
Where plaintiff proceeded by petition and order to show cause, to bring to court’s atten- 
tion defendants’ violation of injunction, and defendants moved to dismiss the petition and 
upon hearing, at which court had offending advertising before it, defendants were given 
opportunity to present testimony at adjourned hearing but failed to deny publication of the 
advertising, held there was no prejudicial error. 


Appeal from District of Maryland. 

Petition to punish defendants for contempt for violating injunction in trade- 
mark infringement suit, by Pepsi-Cola Company against The Krause Bottling 
Company and Abraham Krause. 

Defendants appeal from order holding them in contempt for violation of con- 
sent decree and injunction and assessing fines. Affirmed. 


William Saxon for appellants. 
Milton Handler, New York, N. Y., and Mullikin, Stockbridge & Waters and 
Theodore C. Waters, Baltimore, Md., for appellee. 


Before Soper and Doster, Circuit Judges, and Bryan, District Judge. 


Soper, C. J.: 


This appeal was taken from an order of the District Court whereby The Krause 
Bottling Company and Abraham Krause, defendants in a suit for the infringement 
of the trade-mark “Pepsi-Cola,” were fined $250 each for contempt of court, in 
that, as the court found, they had violated a consent decree issued in that case 
on May 14, 1936, whereby they had been enjoined from using the name “Pep- 
Ola,” any other name imitative of or likely to be mistaken for and confused with 
the trade-mark “Pepsi-Cola.” 

Subsequent to that decree we held in Pepsi-Cola Company v. Krause Bottling 
Company, 4 Cir., 92 F. 2d 272 [27 T.-M. R. 734], that the same defendants were en- 
titled to use the trade-mark “Pep” on the labels of their soft drink since it did not 
infringe the trade-mark “Pepsi-Cola” and is a descriptive word in common use, not 
subject to the exclusive use of the Pepsi-Cola Company, although consumers and 
retailers of its product sometimes use it as a nickname for “Pepsi-Cola.” We 
have also held that the word “Cola” is descriptive of a kind of drink and not sus- 
ceptible to exclusive appropriation. Dixi-Cola Laboratories v. Coca-Cola Co., 
4 Cir., 117 F. 2d 352 [31 T.-M. R. 39]. 

Having thus the lawful right to use both the word “Pep” and the word “Cola,” 
the defendants published advertisements in which the two words were so arranged 
or juxtaposed as to make it appear to the public that the defendants were manu- 
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facturing a drink called “Pep-Kola”; and this combination was so close to “Pepsi- 
Cola” that the District Judge had no difficulty in finding that the defendants had 
violated the injunctive decree of May 14, 1936, and therefore adjudged them guilty 
of contempt of court. The evidence on the point, consisting largely of defendants’ 
advertisements which were presented to the District Court and to us, is so con- 
clusive that we have no difficulty on our part, without further discussion, in holding 
that the adjudication below was well deserved. 

The defendants, however, object to the procedure by which the District Court 
arrived at the order from which this appeal was taken. The Pepsi-Cola Company 
brought the defendants’ actions in violation of the injunction to the court’s attention 
by a petition supported by affidavit, and copies of the offending advertisements and 
correspondence between the parties which were filed as exhibits. In response to a 
show-cause order based on the petition, the defendants filed a motion to dismiss 
which challenged the sufficiency of the petition. Upon these pleadings the case 
came on for hearing at which the advertisements were examined and discussed and 
counsel were given full opportunity to be heard, and thereupon the judge an- 
nounced his opinion that the injunction had been violated by the defendants and 
that the motion to dismiss the petition should be overruled. He then inquired as 
to the extent of the advertisements whereupon defendants’ counsel expressed the 
desire to file an answer to the petition and to offer testimony to show what had 
taken place since the decree May 14, 1936, was issued, and also to show that 
the defendants’ product was different from “Pepsi-Cola.” The court expressed the 
opinion that evidence on the latter point was immaterial, but adjourned the hear- 
ing until the afternoon of the same day to enable the defendants to present evidence 
as to the extent of the advertisements. At the adjourned hearing the individual 
defendant and the advertising agent of the defendants testified on this point and 
no other evidence was offered. Nothing was brought out which justified a modi- 
fication of the court’s opinion. 

The defendant suffered no injury through this procedure. They were given an 
opportunity to present evidence, but they failed to deny the publication of the 
advertisements or to show that they did not violate the injunction. There was no 
offer at the adjourned hearing to show that the defendants’ beverage was not a cola 
drink. Indeed in the argument before us defendants’ counsel conceded that the 
defendants’ beverage is of this variety. Obviously the defendants had no defense 
of the accusation that they did not present to the District Court. It is true that 
under Rule 12(a) and (b) of the Federal Rules of Civil Procedure, a defendant in- 
stead of answering a claim or suit for relief may raise the defense by motion that 
the complaint fails to state a valid claim, and if the court denies the motion, the 
defendant has ten days to answer after notice of the court’s action. In this instance, 
however, it is clear even if the petition in the injunction case be treated as the filing 
of a new suit, that the defendants had no evidence or defense to offer other than that 
presented at the two hearings. The defense consisted of the right of the defendants 
to use the words “Pep” and “Kola” in their business so long as they were not com- 
bined deceitfully to imitate the words “Pepsi-Cola” and this question was fully 
presented and considered by the District Court. No prejudicial error being shown, 
the order of the District Court will be affirmed. We do not find it necessary to 





760 THE TRADE-MARK REPORTER 38 T.-M. R. 


discuss the additional point that contempt proceedings are sui generis and that 
the court may adopt its own procedure, provided the contemnor is given suitable 
notice and an opportunity to appear and to be heard. Ex parte Savin, 131 U. S. 267, 
286; Blackmer v. United States, 284 U. S. 421, 440; Fanning v. United States, 4 
Cir., 929, 931; Camorota v. United States, 3 Cir., 111 F. 2d 243. Rule 42(b) Fed- 
eral Rules of Criminal Procedure. 

Affirmed. 


MANCHESTER (HOME & EXPORT) LIMITED v. THE PRINTZ 
BIEDERMAN COMPANY 


No. 5467—C. C. P. A—June 14, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Fairy Princess,” the words “Princess” being disclaimed held confusingly similar to 
“Printzess Knockabout,” the word “Knockabout” being disclaimed, used on similar goods, 
under 1905 Act. 
TRADE-MarKS—GoopDs OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Children’s coats held goods of the same descriptive properties as women’s wearing apparel 
including jackets, coats, capes, suits, skirts and waists. 
OPpPOSITIONS—PLEADING AND PRACTICE—VALIDITY OF OPPOSER’S REGISTRATION 
The validity of opposer’s registration can be tested only in cancellation proceeding and 
cannot be tested in this opposition. 


Appeal from Commissioner of Patents. 

Trade-mark opposition proceeding by Manchester (Home & Export) Limited 
against The Printz Biederman Company. Applicant appeals from decision sustain- 
ing notice of opposition. Affirmed. 


Harry C. Bierman for appellant. 
A.W. Murray for appellee. 


Before GARRETT, Presiding Judge, and Hatrietp and Jacxson, Associate 
Judges. 


GarreTT, P. J.: 


This is an appeal from the decision of the Commissioner of Patents, acting 
through the First Assistant Commissioner, affirming the decision of the Acting 
Examiner of Interferences in a trade-mark opposition proceeding. 

On December 11, 1943, appellant filed an application in the Patent Office to 
have “Fairy Princess’ registered for use as a trade-mark for children’s coats. 
Appellant, according to its application, is a company under the laws of Great 
Britain located at Manchester in the County of Lancaster, England.* In its applica- 
tion the allegation was made that the mark had been registered in England February 
20, 1942, and specimens showing the mark as actually used were filed with the 
application. The specimen reproduced in the record consists of the notation “Fairy 
Princess” printed in bold-faced type, the letters being capitals. 


*As such it is, by reason of treaty agreement, entitled to all the rights and privileges of the 
Trade-Mark Registration Act of February 20, 1905. 
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On June 3, 1944, appellee filed notice of opposition to the application, alleging : 


Since a date long prior to 1942, the date of first use claimed by said applicant [appellant] 
has continuously used and opposer [appellee] is now using and owns the trade-marks 
the opposer [appellee] “Printzess,” “Yankee Printzess,” “Printzess Petite,” “Printzess 
Tourister,” “Printzess Knockabout,” “Printzess Deb,” “rintzess—Distinction in Dress,” and 
and other trade-marks of which “Printzess” is a part, as applied to women’s, misses,” 
jpniors’, teens’, and children’s outer wearing apparel, including coats, suits, skirts, dresses, 
jackets, scarfs, in Class 39, Clothing, and on textile fabrics in Class 42, Knitted, Netted, and 
Textile Fabrics. 


Also, it alleged registration of several of the marks, filing copies of such reg- 
istrations with the notice for consideration under Patent Office rule 154(e). 

It was further alleged that “Fairy Princess” “so nearly resembles” the quoted 
marks owned and used by appellee that its use by appellant would be likely “to 
cause confusion and mistake in the mind of the public and mislead purchasers,” as 
to origin of the goods, children’s coats (the goods of appellant) and the articles of 
wearing apparel made by appellee being alleged to be merchandise of the same 
descriptive properties. 

On December 11, 1945, the Examiner of Interferences rendered his decision. 
He deemed appellee’s registered mark “Printzess Knockabout,” as applied to 
women’s wearing apparel—namely jackets, coats, capes, suits, skirts, and waists— 
to be the most pertinent of the marks pleaded in the opposition. It was pointed 
out that the word “Knockabout”’ was disclaimed as descriptive. In substance, he 
held “Printzess” to be the dominant part of appellee’s mark, since “Knockabout”’ 
was disclaimed, and held “Princess” to be “at least a very prominent portion of 
applicant’s [appellant’s] mark,” if not the dominant feature thereof. 

In a decision rendered December 27, 1945, on a request for reconsideration, 
the Examiner of Interferences said inter alia: 


It seems to the examiner that the [his original] decision . . . . clearly holds that the 
mark “Fairy Princess,” considered as a whole, is so similar to the mark Printzess 
“Knockabout,” also considered as a whole, as to be likely to lead to confusion in trade. 
Likewise, it is not deemed necessary that the examiner find as a fact that any portion of the 
applicant’s [appellant’s] mark be considered as the dominant portion. It is sufficient if it 
be found that mark considered in its entirety is confusingly similar to the opposer’s 
[appellee’s] mark, as has been done. 


The appeal to the Commissioner of Patents having been taken, appellant filed its 
brief seemingly on October 11, 1946, and filed therewith a proposed disclaimer of 
the word “Princess.” In the course of his decision the First Assistant Commis- 
sioner stated: 


Concurrently with its brief on appeal, applicant [appellant] filed a disclaimer of the 
word “Princess” in its application, “apart from the other features of the mark”; and now 
rests its case primarily upon the premise that this word is “in the public domain” because 
descriptive. According to applicant [appellant] “there is absolute proof that from 1876 
and down to date, the word ‘Princess’ has been used universally to designate or describe 
a certain style of women’s garments.” 

Applicant [appellant] disavows any intention to question the validity of opposer’s 
[appellee’s] registration, but that is necessarily the purport of its argument. The word 
“Knockabout” is clearly descriptive of opposer’s [appellee’s] goods; and if “Princess” is 
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likewise descriptive, so also is “Printzess,” for these two words are “substantially 
identical in all respects.” 


He pointed out that he had to assume the validity of appellee’s registration, 
since the validity of a registered mark may be attacked only in a cancellation pro- 
ceeding, and being of the view that “Princess,” although disclaimed, “remains at 
least a prominent part of applicant’s [appellant’s] mark,” held, in effect, that 
confusion would be likely to result from the concurrent use of “Printzess Knock- 
about” and ‘Fairy Princess’ upon goods of the same descriptive properties. 

Before us it is contended on behalf of appellant that “Princess” is a term 
descriptive of merchandise such as that to which appellant applies it and that to 
which appellee applies it. It is argued, in effect, that, therefore, the term “Prin- 
cess” has no trade-mark significance and that it should be disregarded. It is urged 
on behalf of appellant, however, that the word “Printzess” in appellee’s mark is in 
a different category. In the brief for appellant it is said: 


The Appellee herein did not use the same word “Princess” as Appellant used but had 
a special form and design of a word “Printzess,” which is a coined word derived from 
the corporate name of Appellee, Printz, with the suffix “ess.” Also, the word “Printzess” 
is written in distinctive Gothic letters. Therefore, .... the comparison between the two 
words should have been made not in a broad sense but specifically comparing the spelling 
and the appearance of the two words. When one does so and bears in mind that the 
common word “Princess” has no trade-mark significance, one readily concludes that there 
can be no confusion between the words “Princess” and “Printzess.” 


In other words, it is argued on behalf of appellant that the word “Princess” in 
its mark has no trade-mark significance because it is descriptive, but that “Print- 
zess” in the mark of appellee should be regarded differently. 

It is somewhat difficult to understand why if appellant was of opinion that 
“Princess” had no trade-mark significance it included the word in its application, or 
why, if in the progress of the case it concluded that the word had no trade-mark 
significance, it did not cancel it rather than disclaim it. 

A disclaimer is not a cancellation. 

There is retained in appellant’s mark as a part thereof the word “Princess” 
which clearly conflicts with the word “Printzess,” included in appellee’s mark. In 
this opposition proceeding, as was held by the First Assistant Commissioner, reg- 
istration of the mark “Printzess Knockabout,’ must be held valid. Its validity 
can be tested only by a cancellation proceeding. 

The decision appealed from is affirmed. 


By reason of illness, “O’CoNNELL, J., was not present at the argument of this 
case and did not participate in the decision. 
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THE J. R. CLARK CO. v. THE RICH LADDER & MANUFACTURING 
CO. 
Nos. 5404-5406—C. C. P. A.—May 4, 1948 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Rid-Jid” held the phonetic equivalent of the word “rigid” and descriptive of ironing 
tables, stepladders and stepstools. 


Appeals from Commissioner of Patents. 
Two trade-mark cancellation proceedings and an opposition by The Rich 
Ladder & Manufacturing Co. against The J. R. Clark Co. Appeals from decisions 
cancelling registrations and sustaining notice of opposition. Affirmed. 


Frank A. Whiteley for appellant. 
Frank Zugelter (Zugelter and Zugelter of counsel) for appellee. 


Before GARRETT, Presiding Judge, and HatTFrieLp and JAcKsoNn, Associate 
Judges. 


Garrett, P. J.: 


In this proceeding there are involved two petitions by appellee to cancel trade- 
mark registrations of the notation “Rid-Jid” held by appellant, and one opposition 
by appellee to appellant’s application for a third registration of the same term. The 
issues being substantially identical, the three cases were submitted before the 
tribunals of the Patent Office upon a single record. Before the Commissioner 
of Patents who (acting through the First Assistant Commissioner), 70 U. S. P. Q. 1, 
affirmed the decisions of the Examiner of Trade-Mark Interferences in each case. 
The three cases were briefed and argued together, and he disposed of them in a 
single decision. 

The appeal to this court, therefore, was stated in the notice of appeal to be “a 
single unitary appeal for all three cases, since the same facts determine each of the 
above noted proceedings.” We so accept it and, following the example of the 
commissioner, we shall deal with all three of the cases in a single decision. 

Also, in the interest of clarity, we shall follow the course of the commissioner 
and of the attorneys before us by referring to appellant as Clark and to appellee 
as Rich. 

It is unnecessary that the background of the case be recited in minute detail. 

It appears that a company by name of Oregon Wooden-Ware Manufacturing 
Company, a corporation of Illinois, probably during the first half of the year 1918, 
adopted and used (but is not claimed to have registered) the trade-mark “Rid-Jid”’ 
for certain of its products not fully identified in the record before us; that in 
July, 1920, a company by name of Rid-Jid Products Corporation acquired the assets 
of Oregon Wooden-Ware Manufacturing Company, and on August 12, 1924, upon 
an application filed March 28, 1924, secured registration under the Act of Feb- 
ruary 20, 1905, of the notation “Rid-Jid” for use on ironing tables, the registra- 
tion being numbered 187,917; that subsequently Clark acquired such an interest in 
the assets of Rid-Jid Products Corporation and a successor thereof that it claimed 
ownership of the mark for ironing tables, and certificate was, in fact, renewed to it 
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in the Patent Office, the copy in the record before us being stamped, “Renewed 
August 12, 1944, to the J. R. Clark Company, a corporation of Minnesota.” 

Cancellation of registration 187,917 is involved in Appeal No. 5404. 

In Appeal No. 5405, there is involved the cancellation of registration No. 
230,289. 

The latter registration is for the same term—‘Rid-Jid’”—printed with type of 
a somewhat different appearance. It was registered in the name of The J. R. Clark 
Company July 19, 1927, upon an application filed in the Patent Office December 
24, 1936, for use on stepladders and stepladder stools. Use was alleged “since on 
or about December 21, 1923.” The registration was under the Act of February 
20, 1905. 

Sufficient appears of record to show that Clark and Rich have been business 
rivals for many years, competing actively in many—perhaps all—of the states 
as manufacturers and sellers of various kinds of wooden articles, including ironing 
tables, stepladders, and stepladder stools, the precise articles to which the mark 
involved in the proceedings before us has been applied. It further appears that 
there has been litigation between them relative to patent, trade-mark, and unfair 
competition complaints. 

The instant litigation seems to have grown out of an allegation of unfair com- 
petition made by Clark against Rich in a letter of May 24, 1941, written by Clark’s 
attorney, the text of which reads: 


My client, The J. R. Clark Company of this city, has called to my attention your 
catalogue, without number or title, but which I am informed is of recent issue, and par- 
ticulary to your advertisements of ironing tables on pages 32 and 33. 

On page 32 you refer to your ironing table designated as “The Rich Auto Krat,” 
with the statement “The most ‘Rigid’ table on the market.” On the following page under 
the title “The Rich Durex” appears the statement “This is the same ‘Rigid’ ironing table 
as the Auto Krat.” In both of these cases the word rigid is printed in full caps more 
conspicuously than your trade-mark terms “Auto Krat” and “Durex.” 

You cannot be ignorant of the fact that my client’s ironing tables have for many years 
borne the trade-mark term “Rid-Jid” as per the enclosed folder, and that this term has 
been very extensively advertised and is well-known throughout the United States as indi- 
cating my client’s very superior ironing table. Your use of the word “Rigid” in the 
manner in which you use it must, therefore, be presumed to be for the purpose of ob- 
taining the benefit and advantage of that advertising and public knowledge and certainly 
will have that effect and is a clear encroachment upon my client’s rights in the good- 
will of its business connected with the sale of its “Rid-Jid” ironing tables. 

In my opinion this is a clear case of unfair competition. Hence, on behalf of my 
client I must ask for immediate written assurance that you will withdraw the two 
objectionable pages from your catalogue and see to it that there is no repetition of this 
objectionable and damaging advertising. 

Please let me hear from you in respect to this within the next week or ten days. 


Under date of May 27, 1941, counsel for Rich responded to the letter of coun- 
sel for Clark, the pertinent portion of the reply reading: 


Your letter of May 24, 1941, addressed to Rich Ladder Mfg. Co., Cincinnati, Ohio, 
was referred to me. 

It is my recollection that the Rich Company has been using the descriptive word 
“Rigid” in substantially the manner and forms that now constitutes the apparent basis of 
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your complaint, since a date prior to the patent infringement suit between our clients, and 
which was concluded several years ago. 

I shall examine into the matter further and in due course I shall address you again 
and advise you as to the position that Rich Company will assume upon your complaintfl 


So far as disclosed by the record, there was no further correspondence between 
the parties and no proceedings were instituted by Clark respecting the alleged un- 
fair competition, but on April 30, 1943, almost two years after the exchange of the 
quoted letters, Clark filed an application, Serial No. 460,287, for the registration 
of the term for use on ironing tables. The application was identical in all material 
respects with certificate No. 187,917, hereinbefore described, which was renewed to 
Clark August 12, 1944, and it is noted that the application asserted “Applicant is 
the owner of registration under Certificate No. 187,917,” which meant, of course, 
that Clark was claiming ownership of the certificate at the time of filing the applica- 
tion some 13 months before the certificate was renewed to the J. R. Clark Com- 
pany upon the records of the Patent Office. 

Following the publication respecting the Clark application, which appeared in 
the Official Gazette of the Patent Office for June, 1944, Rich (The Rich Ladder 
and Manufacturing Company is stated to be a corporation of the State of Ohio, 
having its principal place of business in the city of Cincinnati) filed the notice of 
opposition which is here involved in Appeal No. 5406, being opposition No. 23,508. 
The notice of opposition seemingly was filed July 21, 1944. 

Advertising again to certificate No. 187,917 for use of the mark on ironing tables, 
it may be repeated that it was renewed to Clark August 12, 1944. On September 
25, 1944, Rich filed the petition to cancel it (Cancellation No. 4453). 

The petition to cancel certificate No. 230,289 for use of the mark on stepladders 
and stepladder stools was filed January 27, 1945 (Cancellation No. 4516). 

Seemingly, some testimony had been taken in the opposition case and first can- 
cellation case before the petition in the second cancellation case was filed. A stipu- 
lation was entered into that such testimony and any thereafter taken might be used 
with the same force and effect in the last cancellation case as in the first and as in 
the opposition case. Thus the testimony, so far as relevant, was made applicable to 
all three of the proceedings. 

That which we regard as the really fundamental ground upon which Rich bases 
opposition to the registration is embodied in the first paragraph of the notice of 
opposition. This paragraph reads: 


The term “Rid-Jid” sought to be registered by the applicant is merely a phonetic varia- 
tion of the term: “Rigid” wherefore same is primarily descriptive of various products of 
the general category produced by the applicant and the opposer, wherefore registration 
of the term “Rigid” or any phonetic variation thereof, for example, “Rid-Jid” would con- 
stitute an encroachment upon the general right of the public to lawfully utilize a word or 
term common in the English language and particularly applicable to products of the 
character produced by the opposer. 


In subsequent paragraphs it is alleged that Rich has extensively used the term 
“rigid” printed in capital letters in advertising its various products including iron- 
ing boards of various types, ladders of various types and other products; that the 
registration sought by Clark would be inimical to the interests of Rich, and that Rich 
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would be damaged thereby. Reference is made to the notice given Rich in the 
letter of May 24, 1941, supra, alleging unfair competition, and of the reply of Rich 
thereto. Other litigation between the parties is alluded to. 

There are other allegations which do not seem to us to be particularly relevant 
but which even if treated as relevant need not be considered in vie wof our con- 
clusion upon what we have designated as the really fundamental allegation in the 
notice of opposition. 

In the answer of Clark it is first stated : 


1. Answering Paragraph 1 of the Notice of Opposition, each allegation therein con- 
tained is expressly denied. 


In subsequent parts of the answer the allegation by Rich that the term “Rigid,” 
prominently displayed in full caps, was used by Rich in advertising its various 
products is admitted, but it is charged, in effect, that its use in that form was 
begun after Clark by extensive advertising, etc., had built up a large and valuable 
good-will in the term “Rid-Jid” as a trade-mark, and further charged that: 


.... this use of the term “Rigid” in prominently displayed caps by opposer upon goods 
substantially identical with those of applicant, was not an honest use in the sense of or 
for the purpose of giving a mere descriptive meaning to the word rigid, but was so 
prominently displayed and used deliberately and intentionally for the purpose of fraudu- 
lently trading upon applicant’s aforesaid good-will and of passing off the goods of opposer 
as and for the goods of applicant. 


Clark, of course, denies that Rich would be damaged by the registration sought 
or that Rich has been, or is likely to be, damaged by the registration which it is 
sought to have cancelled. In fact Clark, upon the theory that Rich has been guilty 
of unfair competition, insists, in effect, that Rich has no right either to oppose the 
registration or to petition for the cancellation of the registrations which have been 
secured. We quote from the concluding paragraph of Clark’s answer to the notice 
of opposition, the following: 


16. And applicant believes and charges and asserts the fact to be that opposer has 
filed this opposition, not in good faith because of any possible damage it could be caused 
by reason of the registration of the trade-mark “Rid-Jid” to the applicant, but in the hope 
that if, by any means, and specifically by means of this opposition proceeding, opposer 
could defeat the registration of the applicant’s trade-mark “Rid-Jid,” it thereby might 
secure for itself some kind of license or opportunity to continue with unpunished impunity 
and to greatly expand its fraudulent unfair competition with applicant and its trading upon 
and unlawfully enjoying the benefits of applicant’s good-will in its trade-mark “Rid-Jid.” 
For which reason applicant alleges and charges that opposer does not come into Court here 
with clean hands and for that reason, in addition to the other reasons therein stated, 
should have its Notice of Opposition dismissed. 


As has been indicated, it is obvious that the issues are the same in the three 
cases. If the opposition be sustained the petitions for cancellation should be granted 
for the same reasons. On the other hand, if the opposition be overruled and the 
application for registration allowed, the petitions for cancellation should be denied. 
So, it is unnecessary to review the different pleadings separately in rendering our 
decision. 

There is a very elaborate record in the case, several hundred pages of it consist- 
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ing of testimony the most of which is irrevelant and unnecessary to a decision upon 
the issues actually involved here. 

The primary question is whether the term “Rid-Jid” is the phonetic equivalent 
of the common dictionary word “rigid.” 

We take it that if the word “rigid” whether printed with capital letters or small 
letters by use of either plain or fanciful type were applied to ironing tables, step- 
ladders and stepstools, as the term “Rid-Jid” is shown to have been applied to such 
articles, there would not be the slightest doubt in the mind of any reasonably well- 
informed person that such word—‘rigid”—was descriptive of a character or quality 
of the ironing tables, or stepladders, or stepstools, and that it was deliberately used 
for that reason. 

The Commissioner of Patents after reciting that it was the opinion of the 
Examiner of Trade-Mark Interferences that the mark is merely descriptive of the 
merchandise to which applied said: 


. ... It need hardly be added that his finding of descriptiveness was based upon the 
obvious fact that “Rid-Jid” is the phonetic equivalent of the word “rigid.” Cf. American 
Druggists’ Syndicate v. United States Industrial Alcohol Co., 55 App. D. C. 140, 2 Fed. 
2d 942; Otard, Inc. v. Italian Swiss Colony, 31 C. C. P. A. 955, 141 Fed. 2d 706. 


The commissioner conceded, of course, that the two terms differ in appearance— 
a matter which Clark suggested before us—but pointed out that Clark is in no 
position to dispute their identity in sound and meaning because Clark had objected 
to Rich’s use of “rigid” printed in capital letters as being a clear encroachment 
upon Clark’s trade-mark rights. 

We are in entire agreement with the view that “Rid-Jid’” as printed in the 
registrations sought to be canceled and in the application here opposed is the phonetic 
equivalent of the word rigid. Furthermore, we are of opinion that it is a fair infer- 
ence from the record taken as a whole that it was fully intended by all the different 
companies that used the mark that it should convey to the public the idea of rigidity 
as a characteristic or quality of the article to which applied. The parties, of course 
including Clark, had the unquestionable right to so use the term, but they had no 
exclusive right of use which entitled them to register the mark and upon the basis of 
such registration, deprive others including Rich, of the legitimate use of a common 
descriptive term or word. 

We are here dealing only with the opposition to Clark’s application for registra- 
tion and the two petitions for cancellation of the registration hereinbefore described. 
We entertain no doubt of Rich’s right to prosecute the opposition, nor of the right 
to prosecute the petitions for cancellation, and, for the reasons stated, we are of 
opinion that the opposition should be sustained, the application of Clark denied, and 
that both petitions for cancellation should be sustained. 

Therefore, the decision of the commissioner approving each of the decisions 
of the Examiner of Trade-mark Interferences is affirmed. 


By reason of illness, O'CONNELL, J., was not present at the argument of this 
case and did not participate in the decision. 


LT 
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STANDARD LABORATORIES, INC. v. THE PROCTER & GAMBLE 
COMPANY 


No. 5456—C. C. P. A—May 4, 1948 


TRADE-MARKS—CUMULATIVE DIFFERENCES BETWEEN Marks AND Goops—ParTICULAR IN- 
STANCES 
“Stran,” used on shampoo, held not confusingly similar to “Stim,” used on preparation 
for falling hair, dandruff and itching scalp, under 1905 Act, in view of specific differences in 
the goods and lack of resemblance in sound, appearance and meaning of the marks. 


Appeal from Commissioner of Patents. 

Trade-mark opposition proceeding by Standard Laboratories, Inc., against The 
Procter & Gamble Company. Opposer appeals from dismissal of notice of opposi- 
tion. Affirmed. 


John M. Leach (James M. Mason of counsel) for opposer-appellant. 
Erastus S. Allen (Allen & Allen of counsel) for applicant-appellee. 


Before GarreETT, Presiding Judge, and HatrieLp and JacKxson, Associate 
Judges. 


GarrETT, P. J.: 


This case is before us by appeal from the decision of the Commissioner of 
Patents, acting through the First Assistant Commissioner, reversing the decision 
of the Examiner of Trade-Mark Interferences sustaining the opposition of appel- 
tant to appellee’s application for registration, under the Trade-Mark Act of February 
20, 1905, of the word “Stran” for use as a trade-mark for a shampoo preparation, 
71 U.S. P. Q. 210. 

Appellant’s opposition, motion of which is in conventional form, is based upon its 
ownership, by assignment from the original registrant, of the registration of the 
word “Stim” (registered under the Trade-Mark Act of February 20, 1905) as 
a trade-mark for use on preparation fo rfallnig hair, dandruff and itching scalp. 

Although appellee’s answer to the notice of opposition challenged practically all 
the allegations of fact in the notice, appellant introduced no evidence other than a 
copy of the certificate of registration presented following notice given under Patent 
Office Rule 154 (e). This copy, as was held by the tribunals of the Patent Office, 
constituted prima facie evidence of appellant’s ownership but it cannot be accepted 
as evidence of other facts alleged in its notice of opposition but challenged by 
appellee. Appellee presented testimony bearing upon the researches made on its 
behalf before filing the application for registration, but this testimony, except to the 
extent that it tends to support the statement of the application that the merchandise 
is a shampoo, is of no particular aid in determining the issue here involved, which, 
briefly stated, is whether the concurrent use of the marks upon the goods of the 
respective parties would be likely to cause confusion in the mind of the public or 
deceive purchasers as to origin. 

In the course of his decision the Examiner of Trade-Mark Interferences said: 


Applicant’s application and the testimony adduced on applicant’s behalf indicate that 
applicant sells a shampoo. Opposer’s registration, on the other hand, indicates that it deals 
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in a preparation for falling hair, dandruff and itching scalp. Doubtless these goods are 

specifically different in their composition, nevertheless, both are hair preparations sold 

over the same counters to the same class of purchasers and they are believed to be so 
intimately related in their trade appeal as to constitute clearly goods of the same descrip- 
tive properties. 

With respect to the marks, he expressed the belief that “the similarities pre- 
dominate to such an extent that the concurrent use of these marks on the goods in 
question is reasonably likely to result in confusion in trade.” 

The First Assistant Commissioner pointing out that “there is no evidence on 
the subject,” and citing Lever Brothers Company v. Butler Manufacturing Com- 
pany, 24 C. C. P. A. (Patents) 1,000, 88 F. 2d 842, 33 U. S. P. Q. 38; expressed 
doubt as to the “propriety” of the examiner’s finding that the goods are sold over 
the same counters to the same class of purchasers, but said further : 


.. in any event, the specific differences between applicant’s product, which is essentially 
a cleansing agent, and opposer’s product, which is essentially a medicinal preparation, 
must be considered in resolving the question of possible confusion. .. . 


As to the words themselves, the First Assistant Commissioner was of opinion 
that the words “Stran” and “Stim” “have very little in common” and, in effect, he 
held that because of the differences in the goods and the difference in the words 
their concurrent use would not result in confusing the public or deceiving pur- 
chasers. 

We find ourselves in agreement with the conclusion reached by the First 
Assistant Commissioner. In the absence of any evidence introduced by appellant 
except the registration upon which it relies, nothing can be determined as to the 
actual chemical properties of its goods, but we think it not improper to say that a 
preparation for the treatment of dandruff and the like is generally regarded as 
something different from a mere shampoo preparation applied as a hair cleanser. 
In any event, we feel confident that the marks themselves are so lacking in re- 
semblance as to appearance, sound or meaning that there is no likelihood of con- 
fusion in trade. 

The decision of the First Assistant Commissioner, reversing that of the Exam- 
iner of Trade-Mark Interferences, therefore, is affirmed. 


By reason of illness, O’CoNNELL, J., was not present at the argument of this 
case and did not participate in the decision. 


DAVIDOW, boinc BusINEss As CULINARY ARTS PRESS v. HARPER & 
BROTHERS, ET AL. 


No. 46-50—U. §. D.C. S. D. N. Y.-—June 17, 1948 


TRADE- MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Pennsylvania Dutch Cook Book” held incapable of exclusive appropriation as title for 
plaintiff’s booklets. 
CourTS—PLEADING AND PRACTICE—PRELIMINARY INJUNCTIONS 
Motion for preliminary injunction denied in absence of evidence that descriptive title 
of plaintiff’s booklet had acquired secondary meaning and in absence of any proof of con- 
fusion or unfair competition. 
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Unfair competition suit by Claire Davidow, doing business as Culinary Arts 
Press, against Harper & Brothers and Ruth Hutchison. Plaintiff’s motion for pre- 
liminary injunction denied. 


WITTENBERG, CARRINGTON & FaRNSworTH, New York, N. Y., for plaintiff. 
ALEXANDER S. ANDREWS, New York, N. Y., for defendants. 


Coxe, D. J.: 


The showing in this case is insufficient to justify the issuance of a preliminary 
injunction. The title of the plaintiff’s booklet, “Pennsylvania Dutch Cook Book,” 
is ont capable of exclusive appropriation. There is no evidence that it has acquired 
any secondary meaning pointing to the plaintiff, and the record is barren of any 


proof showing confusion or unfair competition. 
The motion of the plaintiff for a preliminary injunction is denied. 


COLONIAL RADIO CORPORATION v. COLONIAL TELEVISION COR- 
PORATION 


No. 44-773—U. S. D.C. S. D. N. Y.—June 8, 1948 


TRADE-N AMES—INFRINGEMENT—GENERAL 

Letter from the Secretary of State as to availaability of corporate naame or lack of intent 
to infringe, does not excuse defendant’s infringement. 

TRADE-MARKS AND UNFAIR COMPETITION—ScoPpE OF INJUNCTIVE RELIEF—PARTICULAR IN- 
STANCES 

“Colonial” held a valid trade-mark for radio receiving apparatus and parts; and plain- 
tiff held entitled to injunctive protection against any use or imitation of its trade-mark and 
trade-name on goods which are likely to be thought to originate with plaintiff, such as tele- 
vision sets. 

TRADE-MARKS AND UNFAIR COMPETITION—SCOPE OF INJUNCTIVE RELIEF—GENERAL 

Protection of trade-marks and trade-names is not limited to specific products of the 
plaintiff but extends to merchandise of substantially the same descriptive properties, and 
even to protection of business reputation against the use of its name upon non-competing 
goods likely to be thought to originate with plaintiff. 

It is unfair competition to appropriate and use in the manufacture and sale of an article 
a name which has been and is being used in the same general field by another. 

Whether or not the goods of plaintiff and defendant are competitive may have a bearing 
on plaintiff’s right to an accounting but held not to bear upon plaintiff's right to an in- 
junction. 

TRADE-M ARKS—ABANDON MENT—GENERAL 

Abandonment is a question of intent. 

The fact that plaintiff for five or six years found it more profitable to make private 
brand radios, during which time it maintained and publicized its repair service under the 
same mark, held not to constitute abandonment of its trade-mark. 

CourTs—PRELIMINARY INJUNCTION—BALANCE OF CONVENIENCE 

Plaintiff held entitled to a preliminary injunction where the equities and balance of con- 

venience favor plaintiff and plaintiff has shown clear right to relief. 


Trade-mark infringement and unfair competition suit by Colonial Radio Cor- 
poration against Colonial Television Corporation, in which defendant counter- 
claimed for unfair competition. Both parties moved for preliminary injunctions 
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and defendant moved for summary judgment. Plaintiff’s motion for preliminary 
injunction granted; defendant’s motions denied. 


Clyde A. Norton (Stephen H. Philbin of counsei) of New York, N. Y., for plain- 
tiff. 
Joseph L. Greenberg, of New York, N. Y., for defendant. 


LEIBELL, D. J.: 


Plaintiff, Colonial Radio Corporation, commenced this action on February 13, 
1948, against the defendant, Colonial Television Corporation, for an injunction re- 
straining the defendant from infringing plaintiff’s trade-mark and from engaging in 
unfair competition with the plaintiff; requiring the defendant to deliver up for 
destruction, labels, nameplates, stationery, advertising matter, etc., bearing the name 
“Colonial,” Colonial Television Corporation, or any colorable imitation thereof; 
and for an accounting of profits realized from the alleged infringement and unfair 
competition. Jurisdiction of this Court of the claim for trade-mark infringement 
is founded on Public Law 489 of the 79th Congress, known as the Lanham Act 
[15 U. S. C. A. § 1121], “with pendent jurisdiction as to the claim of unfair com- 
petition.” Best & Co., Inc. v. Miller, 167 F. 2d 374 [38 T.-M. R. 543] (C. C. A. 
2nd 1948). 

The defendant, by its answer served March 5, 1948, asserts that the plaintiff 
abandoned its trade-mark and sets forth a counterclaim praying for an injunction, 
alleging : 

Seventh: That plaintiff has advised defendant that it intends to engage in the manu- 
facture and sale to the general public of television receiving sets under the name of 
“Colonial”; that such sale by the plaintiff will appropriate to the plaintiff the good-will, 
good reputation and prestige now enjoyed by the defendant, and will cause confusion in 
the television field, inimicable to the defendant and to its detriment, and destroy the busi- 
ness of the defendant corporation, since the plaintiff has large financial means and will be 
able to influence dealers and advertising mediums by the use thereof, and thus cause the 
defendant irreparable damage. 

Eight. That the use by the plaintiff of the word “Colonial” in the manufacture of 
television sets, either as a trade-mark or as its trade-name, will cause confusion in the 
television trade, and will constitute an unfair competition with injury to the defendant, 
and that unless this court restrains the plaintiff, such conduct on the part of the plain- 
tiff will cause irreparable injury to the defendant, for which the defendant has no ade- 
quate remedy at law. 


Plaintiff’s reply, filed March 28, 1948, denies the material allegations of the 
defendant’s counterclaim and alleges that plaintiff had started engineering, techni- 
cal and development work in the television field prior to the formation of defendant 
corporation and expects to sell television receivers in the near future and has orders 
for them from Sears, Roebuck & Co. 

On April 9, 1948, plaintiff moved this Court for an injunction pendente lite in 
accordance with the prayer of the bill of complaint. On the same day the defend- 
ant moved for summary judgment and for a preliminary injunction in accordance 
with the prayer of its counterclaim. I have concluded that plaintiff’s motion should 
be granted and that defendant’s motion should be denied. 

I find that: 
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Colonial Radio Corporation was organized in 1924 under the laws of the State 
of Delaware and subsequently in 1929, a successor corporation, Colonial Radio 
Corporation, was organized under the laws of the State of New York and acquired 
all the assets and good-will of the Delaware corporation which was dissolved on 
December 19, 1929. On June 2, 1925, the plaintiff's predecessor registered the name 
“Colonial,” Registration No. 199,028, and “Colonial” with tree design (a pine tree 
symbol within a circle) Registration No. 199,029, for radio receiving apparatus and 
parts thereof, in Class 21, electrical apparatus, machines and supplies. These trade- 
marks were renewed by the plaintiff prior to June 2, 1945. 

From the time of its organization in 1924 the plaintiff engaged in the manu- 
facture of radio receiving sets which it marketed under the name “Colonial,” bearing 
the pine tree symbol trade-mark. From 1924 to 1936 its sales of such radios 
amounted to the sum of $13,478,039.81. During this period it obtained a contract 
in 1931 to manufacture and sell radios to Sears, Roebuck & Company which the 
latter would retail to the public under its own brand-name, the name or trade-mark 
of Colonial Radio Corporation appearing nowhere on such sets. In 1935 the plain- 
tiff began manufacturing and selling to the general trade and automobile manufac- 
turers radios on the same basis as its sale to Sears, Roebuck, 7.¢., such sets were 
retailed to the public by such purchasers under their own brand-name. In 1937 the 
amount of these private brand sales and contracts therefor became so large in rela- 
tion to the plaintiff’s production capacity that Colonial Radio Corporation discon- 
tinued the manufacture and sale of radios bearing its trade-mark “Colonial” and 
the pine tree symbol over the name “Colonial.” 

From 1931, when it first began manufacturing rivate Brand” radio sets for 
Sears, Roebuck & Co. to 1946 when it was manufacturing these private brand sets 
for Sears, Roebuck, numerous automobile manufacturers, and other “private brand” 
sellers, the plaintiff's sales of such sets amounted to $75,840,849.68. During this 
same period it manufactured and sold radio receiving sets bearing the name 
“Colonial,” or the trade-mark symbol of the pine tree over the name “Colonial,” in 
the amount of $147,722,169.47 except in 1937, 1938, 1939, 1940 and 1946 when no 
sales were made as “Colonial brand” radios; all the sales for those years were 
so-called “private brand” sales. This total sales figure, $147,722,169.47 of 
“Colonial” radios, consists of $2,825,160.51 of sales of “Colonial brand” radios to the 
general public during the years 1931 to 1936, and $144,897,008.96 sales of radios 
under “Colonial” name to the armed forces for military purposes during the years 
1941 to 1945, under primary or sub-contracts. In 1946 plaintiff made and sold 
slightly over $13,000,000 of equipment for Sears, Roebuck and automobile com- 
panies as private brand merchandise. 

In addition to the sales of merchandise bearing the “Colonial” name the plaintiff 
packed with each automobile radio it sold to Chrysler, DeSoto, Dodge and Plymouth 
automobile companies a “warranty material” tag which remained attached to the 
radio when the automobile was sold by the dealer to the consumer. This tag was 
first attached on June 14, 1946, and on the reverse side thereof, containing the 
warranties, it bears the name “Colonial Radio Corporation, 354 Rano St., Buffalo, 
N. Y.” Subsequently a new warranty tag was adopted and is presently in use 
which does not contain the name “Colonial Radio Corporation” but does use the 


“Pp 
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term “Authorized Colonial Warranty Service Station.” In connection with the 
servicing and warranty policy for these automobile radios the plaintiff selected 
some 1,500 radio repair shops and dealers throughout the country as “service and 
repair stations” for the radios to which the aforementioned warranties applied. To 
these stations and to some 20,000 automobile dealers it supplied a radio service 
manual in which the name “Colonial Radio Corporation” and the pine tree symbol 
trade-mark prominently appears. The foreword of the manual states as follows: 


This Technical Auto Radio Service Manual is provided for the exclusive use of Colonial 
Radio Corporation Authorized Parts Distributors and Service Stations. 


In the warranty section of the manual the following phrases appear : 
Chrysler-Colonial Warranty Policy Chrysler-Colonial “Mopar” Auto Radio Receivers. 
The Colonial Radio Corporation warrants each new radio receiving set. 


In order to obtain Warranty Service on Colonial built Chrysler “Mopar” receivers . . . 


Plaintiff and its predecessor had widely and extensively advertised its radio 
products in connection with its trade-mark and corporate name at a cost of over 
$1,140,000 in the period 1924 to 1937 inclusive. 

The plaintiff's activity in the field of television, as set forth in an affidavit of 
Henry C. Forbes, its vice-president in charge of engineering, is as follows: 

Colonial Radio Corporation has, for the past two years, been engaged in the develop- 
ment and design of television receivers, has built, and operated and field tested models, 


and commenced a full sale [sic] production program. Plaintiff now has on its books 
four thousand such receivers for delivery beginning in August, 1948. 


The defendant, Colonial Television Corporation, was organized under the laws 
of the State of New York in or about January, 1947, and became engaged in the 
manufacture and sale of a television receiving set which it produced under a license 
granted to it by the Radio Corporation of America. The selection of the name 
“Colonial” by the defendant may have been an innocent selection free of any intent 
purposely adopt the plaintiff's name and its concomitant benefits, if any. Defendant’s 
incorporators consulted the Secretary of State of New York in order to determine the 
availability of the name Colonial Television Corporation and they were advised that 
it was presently available. If defendant’s incorporators or their attorney had inquired 
in the Patent Office or among radio manufacturers, or at any auto radio service place, 
they would have learned of the plaintiff corporation. The letter of the New York 
Secretary of State as to the availability of the name defendant selected does not 
excuse defendant. Material Men’s Mercantile Ass’n v. New York Material Men’s 
Ass'n, 169 App. Div. 843; affd. 227 N. Y. 561. 

The defendant produced a television receiving set of a table model type, selling 
for $219.00, designed and suitable for use by the general public. It does not appear 
how long the defendant was engaged in the manufacture of this set but at least 
within a year it abandoned production thereof and commenced manufacturing a 
projection type television receiver which would project the picture on a screen 
of 3 square feet to 120 square feet in size. This set sells for about $2,200.00 and is 
designed for use by commercial and institutional users such as clubs, assembly 
halls, hospitals, theaters and large restaurants rather than for general public or 
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home use. As stated in the affidavit of Ira R. Becker, vice-president of Colonial 
Television Corporation: 


This set is not practical for home use, but is rather for institutional use, since the tele- 
vision set reproduces the televised objects in a size from three feet square to one hundred 
and twenty square feet. It is a costly and expensive instrument, and would therefore not 
find a sufficient market for home use. 

The sale of this product must be made direct by the defendant corporation or by 
dealers who are specifically licensed by the defendant to handle the sale of the instrument 
in specified territories where commercial adaptation of the instrument is available in large 
quantities. The instrument would not be sold in a retail store which sells radios or tele- 
vision sets for home use, since the present market for radio sets is scaled from $8.25 per 
set up. 


After the defendant became incorporated and began the manufacture of tele- 
vision receiving sets, various notices concerning their product appeared in the 
trade journals. In Radio & Appliance Journal, May, 1947, an article under the 
title “Colonial Vision Master” appears in which reference is made to “Colonial 
Television of Laurelton, L. I.” and later in the same article to “Colonial.” On the 
same page an article appears dealing with frequency modulation radio receivers. In 
another journal, Radio and Television Weekly, November 19, 1947, an article 
under the title “Colonial Television in Larger Capacity Plant” refers to “The 
Colonial Television Corp., New York” and to “Colonial.” In Retailing Home 
Furnishings, January 26, 1948, an article under the subject “Radios and Tele- 
vision” refers to defendant’s product as “Colonial Radio Corp.’s theater-size tele- 
vision receiver.” 

Various exhibits attached to the affidavits of William O. Bruyere, plaintiff's 
assistant service manager, and Richard K. Pew, plaintiff’s service manager and 
H. Howard Babcock, an attorney, indicate that the plaintiff, Colonial 
Radio Corporation, received several items of correspondence from depart- 
ment stores and others inquiring about the “Colonial Vision Master” tele- 
vision set manufactured by the defendant, and about the projection type tele- 
vision set manufactured by the defendant. All these inquiries assumed that the 
manufacturer of the set was the plaintiff, Colonial Radio Corporation, and one letter 
refers to Colonial Television Corporation, the defendant, as a subsidiary of plain- 
tiff corporation. Another letter dated February 11, 1948, is from Marshall Field & 
Co., New York, addressed to Colonial Television Corporation at Buffalo, N. Y., 
inquiring about the Colonial “Vision Master” for its stores in Chicago and Seattle. 
Another is from the Society of Motion Picture Engineers, dated February 18, 
1948, and addressed to Colonial Radio Corporation, requesting a demonstration of 
television equipment and stating : 

Since the demonstration of Mr. Bert D’Orsay of large screen television at the Shrine 


Auditorium in Los Angeles on New Year’s day, much interest has been engendered 
locally in equipment manufactured by your company. 


No such demonstration was conducted by the plaintiff corporation. 
A letter from the Middlesex Supply Corp., Lowell, Mass., dated February 19, 


1948, addressed to Colonial Radio Corporation, stated they were “very much in- 
terested in your ‘Vision Master’ Theater size Television system.” 
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The Goldmann Department Stores, Milwaukee, Wis., on March 6, 1948, wrote 
“Colonial Radio Manufacturing Corporation” at Buffalo, N. Y., as follows: 


We have seen the Colonial television set in Chicago and I am wondering whether 
you have any sort of an exclusive franchise for Milwaukee, for we operate three stores in 
addition to the above leased department. 


Thus we have specific instances of deception and confusion, and the likelihood 
that they will greatly increase as plaintiff commercially enters the television field. 

About July, 1947, plaintiff endeavored to persuade defendant to respect plain- 
tiff’s rights without the necessity of litigation but was unsuccessful. 


Discussion 


In its complaint the plaintiff has asked for an injunction, an accounting and 
other relief for the alleged trade-mark infringement. On its present motion the 
only question is whether it is entitled to a preliminary injunction. 

The plaintiff has a clear legal right to the protection of a valid trade-mark and 
its trade-name, and against conduct of the defendant constituting unfair competition. 
The affidavits and exhibits submitted present the facts as completely as they may 
be adduced upon a trial of the issues and I believe that the plaintiff will succeed on 
the trial of this action. 

The plaintiff has a valid trade-mark, the name “Colonial” having been arbitrarily 
selected and free of any geographical or descriptive qualities. As the owner of 
such a trade-mark it is entitled to injunctive protection against any use or imitation 
of it. Hamilton Shoe Co. v. Wolf, 240 U. S. 251 (1916); Hanover Milling Co. 
v. Metcalf, 240 U. S. 403; Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 
235 F. 657, 664 (C. C. A. 6th 1916). And this protection is not limited to the 
product of the plaintiff but extends to merchandise of substantially the same de- 
scriptive properties. Standard Brands, Inc. v. Smidler, 151 F. 2d 34 [35 T.-M. R. 
277| (C. C. A. 2nd 1945). The rule has been extended to the protection of the 
reputation of a business against the use of its name by others even “upon non- 
competing goods, if the defendant’s goods are likely to be thought to originate 
with the plaintiff.” Triangle Publications v. Rohrlich, No. 52-53 [38 T.-M. R. 
516] (C. C. A. 2nd April 14, 1948), citing cases in support of that principle. 
Plaintiff has arbitrarily selected a name which has acquired a secondary meaning 
in the radio field, which extends into the field of television, and defendant’s entry 
into the television field with a similar name has already caused confusion. 

In Standard Brands, Inc. v. Smidler, supra, the Court said [35 T.-M. R. 280]: 


The protection which the law gives the owner of a trade-mark is not confined to the 
goods upon which it is, or has been used by the owner of it but extends to products which 
would be reasonably thought by the buying public to come from the same source if sold 
under the same mark.... This mark is the brand by which his goods can be identified, 
and when it is used by another the reputation of his mark and consequently his own busi- 
ness reputation, are placed to that extent beyond his control. Unless the use by that other 
is upon goods so unlike his own or in territory so far from that which he has exploited 
that it will not create confusion, it will be enjoined. . . . 


While the defendant argues that the parties are not engaged in the manufacture 
of competitive articles and that the fields of television and radio are separate and 
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distinct it is apparent that the manufacture of a television set is not so far removed 
from or so unlike the manufacure of radio receiving sets as to exclude it from 
the rule of possible extension of the first user’s business into the new field. Both 
are within the field of electronics. Both employ radio waves, one for sound only 
and the other for sound and vision, as described in the affidavit of Henry C. Forbes, 
plaintiff’s vice-president in charge of engineering. Both are manufactured of 
similar materials and encased in cabinets in a similar manner, in some cases both 
are encased in the same cabinet. Both are used by the public to receive scheduled 
programs for amusement, appreciation, education, interest and other purposes in 
the same manner. Both are usually sold by the same retailers and are treated as 
related fields in the trade journals. Manufacturers, such as RCA, Crosley, Philco, 
Emerson nad Motorola, make both radio and television sets. 

In Emerson Electric Mfg. Co. v. Emerson Radio Corp., 105 F. 2d 908, 909 
[29 T.-M. R. 514] (C. C. A. 2d 1939), the plaintiff had been engaged in the 
manufacture of electric motors but had never manufactured or sold radios over a 
period of 33 years. The defendant, using the same trade-name, “Emerson” had 
been manufacturing radios and phonographs for 23 years before the plaintiff at- 
tempted to assert his rights in the trade-name. In discussing the nature of the 
right asserted by the plaintiff the Court said: 


The doctrine upon which the plaintiff must rely is an outgrowth from the general 
principles of unfair competition. It depends upon two suppositious interests which 
the putative wrongdoer invades. One of these is, not in any sales of which he will 
deprive the plaintiff at the time, for the plaintiff is not selling any of the wares in ques- 
tion, but in those sales which the plaintiff will lose in case he chooses to extend his 
business into the market which the wrongdoer has begun to exploit. In the case at bar 
the defendants will not take away any customers from the plaintiff, unless the plaintiff 
begins to sell radios, and, so far as appears, it has not such purpose, for the preesnt at 
least. The other interest is the plaintiff's general reputation which goes with his name. 
Buyers from the putative wrongdoers may also buy from the plaintiff, and may confuse 
the two; the plaintiff will not wish to expose his reputation to the chances of the wrong- 
doer’s conduct of his business. ... Courts have not always thought these two interests, 
both, it will be observed, altogether future and contingent—substantial enough to justifiy 
their intervention. Borden Ice Cream Co. v. Borden’s Condensed Milk Co., 7 Cir., 201 
F. 501. However more recently it has become settled that they may be; that is to say, 
if one merchant has established a business under his name in wares of one sort, a second 
merchant may not use that name in selling other wares, if these are so like the first 
merchant’s that the public will be apt to think that the first merchant is selling them. 
We have so held a number of times. Aunt Jemima Mills Co. v. Rigney & Co., 2 Cir., 247 
F. 407, L. R. A. 1918C, 1039; Anheuser Busch v. Budweiser Malt Products Corp., 2 Cir., 
295 F. 306; France Milling Co. v. Washburn-Crosby Co., 2 Cir., 7 F. 2d 304; Yale 
Electric Corp. v. Robertson, 2 Cir., 26 F. 2d 972; L. E. Waterman v. Gordon, 2 Cir., 72 
F. 2d 272 [24 T.-M. R. 347]. 


The manufacture and sale of. television receiving sets is more closely related to 
the manufacture of radio receiving sets than are phonographs to radios. The prod- 
uct manufactured by the defendant is one which might reasonably be presumed to 
have been manufactured by the plaintiff, the name “Colonial” being a use or adapta- 
tion of the same name or trade-mark owned by the plaintiff. This case falls within 
the “extension of use doctrine” set forth in the Emerson and Standard Brands, 


cases. 
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It is unfair competition to appropriate and use in the manufacture and sale of 
an article a name which has been and is being used in the same general field by 
another. Kay Dunhill, Inc. v. Dunhill Fabrics, 44 F. Supp. 922 [32 T.-M. R. 462] ; 
Moxie Co. v. Noxie Kola Co. of N. Y., 29 F. Supp. 167 [29 T.-M. R. 345], Long’s 
Hat Stores Corp. v. Long’s Clothes, 224 App. Div. 497. In the language of Judge 
Learned Hand in Lambert Pharmacal Co. v. Bolton Chemical Corp., 219 F. 325: “In 
choosing an arbitrary trade-name there was no reason whatever why they should 
have selected one which bore so much resemblance to the plaintiff, and in such 
cases any possible doubt of the likelihood of damage should be resolved in favor of 
the plaintiff.” That principle was quoted by Judge Leahy in Telechron, Inc. v. 
Telicon Corporation, 70 F. Supp. 439 [37 T.-M. R. 267]. 

The defendant has not been in business for any length of time, having been 
organized in 1947, a year before the commencement of this action. The defendant 
has not built up any substantial business on the name “Colonial” within this short 
space of time and the plaintiff has not been remiss in asserting its rights and serv- 
ing notice thereof upon the defendants. 

The defendant’s contention that plaintiff has abandoned its trade-mark is without 
merit. Its trade-mark, Registration No. 199,028, granted June 2, 1925, was re- 
newed in June, 1945. The plaintiff notified defendant of its infringement in July, 
1947, and brought this action with reasonable promptness after it failed to persuade 
defendant to cease infringing. Plaintiff's name “Colonial” is currently used on 
warranty cards attached to radios sold with Chrysler and General Motor’s auto- 
mobiles. From 1942 to 1945 its name was affixed to some $112,750,520.59 worth 
of radio equipment sold to the armed forces. It publishes a trade journal promi- 
nently featuring the name “Colonial” which is distributed to its personnel and to 
suppliers of the corporation. Abandonment is a question of intent. The fact that 
plaintiff found it more profitable to make private brand radios for the general trade 
and automobile receivers for the auto manufacturers, to the exclusion of its own 
“Colonial brand” radios for five or six years between 1937 and 1942 was not an 
abandonment of its trade-mark. It maintained “Colonial Service” for the repair of 
the radios it manufactured for the automobiles and that part was publicized. In 
1946 plaintiff’s express warranty was attached to the receivers it sold auto manu- 
facturers. Ever since its incorporation plaintiff has used its corporate name 
“Colonial” in all its dealings for a period of almost 25 years. It has never ceased 
to manufacture and sell radios during that period. Plaintiff's name and its trade- 
mark (which are practically the same) are known to many thousands of persons. 
The facts adduced by the plaintiff constitute affirmative proof that it never had any 
intention of abandoning its trade-mark. In the absence of such intention there 
was no abandonment. Sasxlehner v. Eisner & Mendolson Company, 179 U. S. 19 
(1900) ; Dupont Cellophane Co., Inc. v. Waxed Products Co., Inc., 85 F. 2d 75 
[26 T.-M. R. 513] (C. C. A. 2d 1936). 

The defendant’s second contention is that there is no competition between it 
and the plaintiff because the plaintiff does not sell to the general public but only to 
“private brand” purchasers, whereas the defendant does sell to the public. In view 
of the other facts hereinabove set forth that statement, if true, would not change 
the result. Further, the affidavit of the vice-president of the defendant corporation, 
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stating that the cost of defendant’s present product (a television set with a moving 
picture on a large theater size separate screen) was prohibitive with respect to the 
general public for home use and that it was suitable for use only by institutions and 
other places where large audiences could be accommodated shows that defendant’s 
interest in the general public as consumer-purchasers is not a material one. 

The right asserted by plaintiff, under the extension of use doctrine, is a contin- 
gent and future one, 1 Nims, Unfair Competition and Trade-Marks, § 374, and is 
not dependent on the element of present competition. Plaintiff has fully estab- 
lished that right and has also shown that its entrance into the television field was 
the subject of research by its engineers prior to the organization of the defendant 
and that plaintiff is manufacturing television sets for Sears, Roebuck for August 
delivery. 

The right asserted by the plaintiff is, as between plaintiff and defendant, a 
substantial one. The question of whether the goods sold by defendant are in com- 
petition with plaintiff’s goods, may have a bearing on the right of plaintiff to an 
accounting of defendants’ profits, but plaintiff's right to an injunction does not 
depend on that. See Triangle Publications v. Rohrlich [38 T.-M. R. 516] 
(C. C. A. 2d, April 14, 1948). 

That confusion has already developed among dealers and others is amply 
shown by the plaintiff. The validity of plaintiff’s trade-mark, plus the confusing 
use of the major part of it by defendant, is sufficient to entitle plaintiff to relief. La 
Touraine Coffee Co. v. Lorraine Coffee Co., 157 F. 2d 115 [36 T.-M. R. 271] 
(C. C. A. 2d 1946) ; Magazine Publishers v. Ziff-Davis Pub. Co., 147 F. 2d 182 
(C. C. A. 2d 1945). Those rights have not been curtailed by the Lanham Act (15 
U. S.C. A. 1051 et seq.) but appear to have been broadened. See Best & Co. v. 
Miller, 167 F. 2d 374 [38 T.-M. R. 543], dissenting opinion of Clark, J. 

Under all the circumstances of this case, with respect to both the charge of trade- 
mark infringement and the claim of unfair competition, I believe the plaintiff has 
shown a clear right to relief, in the form of a preliminary injunction. In granting 
that relief I find no great damage or harm will be imposed upon the defendant, a 
comparatively new corporation. Defendant can easily change its name. The longer 
it waits the greater the hardship. It should have made the change when plaintiff 
first complained in July of 1947. The equities and the balancing of conveniences 
favor the plaintiff. Yakus v. United States, 321 U. S. 414. 

Plaintiff’s motion for a preliminary injunction is granted on condition that 
plaintiff post a bond of $25,000 in the usual form pursuant to Rule 65(c) F. R. C. P. 
Defendant’s motion for summary judgment and for a preliminary injunction is 
denied. 

The Court’s findings of fact and conclusions of law “appear” in the above opinion 
as required by Rule 52(a) as amended. 
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POULOS v. CARTER, ET AL., DOING BUSINESS AS BOSTON CLEANERS 
No. 32823—S. CT. OKLA.—May 11, 1948 


CouRTS—PLEADING AND PRACTICE—DEMURRER 
Upon consideration of demurrer to complaint, only those facts well pleaded are regarded 
as admitted; conclusions of pleader stated in general terms do not constitute well pleaded 
facts which demurrer admits. 
Complaint held not to state facts sufficient to constitute a cause of action but to consist 
largely of mere conclusions of the pleader. 
TRADE-NAMES—NAMES Nor CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Boston Day and Night Cleaners” held not confusingly similar to “Day and Nite Clean- 


” 


ers. 


Appeal from District Court, Tulsa County. 

Unfair competition suit by George Poulos against Clyde Carter and Will Carter, 
copartners, doing business as Boston Cleaners, etc. Plaintiff appeals from dismissal 
of complaint. Affirmed. 


N. B. Day and Pat Malloy, of Tulsa, Okla., and Woodson E. Norvell and George 
E. Norvell, of Washington, D. C., for plaintiff. 

Dexter W. Scurlock, of Fort Worth, Tex., and G. C. Spillers and G. C. Spillers, 
Jr., of Tulsa, Okla., for defendants. 


Before Hurst, Chief Justice, and RiLteEy, WELCH, Corn, Gipson, ARNOLD and 
LUTTRELL, Justices. 


ARNOLD, J.: 


This appeal presents to this court a claim for damage for the alleged wrong- 
ful imitation of a trade-name and an application for injunction to restrain the use 
by defendants of the trade-name which they have adopted which is claimed to be 
an imitation of plaintiff’s trade-name. 

Plaintiff alleged in substance that for five years prior to 1945 he had operated 
a cleaning and pressing establishment at 100 South Elgin St. in the city of Tulsa, 
using the trade-name of “Day and Nite Cleaners” ; that in March, 1945, defendants 
purchased a rival cleaning and pressing establishment at 913 South Detroit Ave. in 
the city of Tulsa, which had theretofore been known and advertised as “Boston 
Cleaners”; that upon acquiring said rival establishment defendants changed the 
name and style of their business to “Boston Day and Night Cleaners,” and caused 
said name to be painted in large letters on the side of their building and in neon 
letters on their front windows; that this change in the designation of the business 
from “Boston Cleaners” to “Boston Day and Night Cleaners” was done by defend- 
ants for the fraudulent purpose of misleading and deceiving plaintiff's customers 
and to secure the business which plaintiff had previously enjoyed and controlled 
under his trade-name of “Day and Nite Cleaners”; that defendants and each of 
them well knew that the spelling of the word “nite” and “night”? would result in 
idem sonans; that as a result thereof plaintiff’s customers and the general public 
were and are defrauded, deceived, and misled into the belief that defendants’ said 
place of business was in truth and in fact plaintiff’s place of business, thereby greatly 
injuring plaintiff’s business to his great damage and detriment. 
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Plaintiff’s second cause of action was for exemplary damages. 
Plaintiff’s third cause of action was for an injunction to restrain defendants 
from using the name “Boston Day and Night Cleaners” as their trade-name. 

Defendants filed a general demurrer to plaintiff’s petition and special demurrers 
to each of the three causes of action therein alleged. 

Upon a hearing the trial court sustained the demurrer of the defendants and 
entered judgment dismissing the action, the plaintiff having elected to stand upon 
his petition. 

Plaintiff has made five assignments of error, but in his brief all of his conten- 
tions are presented under the single proposition that “upon the facts pleaded plain- 
tiff is entitled to recover.” In the statement of his first cause of action, plaintiff's 
allegations on which depend his right to damages are general in their nature, not 
averring that by any act or word of the defendants any particular customers of 
plaintiff were deceived and misled into placing their business with defendants, nor 
that the defendants or any of their employees made false representations to any 
of plaintiff’s customers or to the public generally that there was any business rela- 
tion or connection between plaintiff and defendants. In fact, the only statements 
of fact in plaintiff’s first cause of action are those relating to defendants’ purchase 
of a cleaning and pressing establishment and to the adoption by them of a trade- 
name for their business. All other allegations in plaintiff’s first cause of action are 
mere conclusions of the pleader and do not state any facts from which it may be 
reasonably concluded that any one or more of plaintiff’s customers were induced to 
transfer their patronage from plaintiff to defendants. 

The combination of the letters “n-i-t-e” form no English word. In the days 
of Chaucer there was a recognized English word spelled “nite,” but its meaning 
was “to deny, to abjure, to refuse,” but this word has long been obsolete. To con- 
tend that customers of plaintiff could be misled by the phonetic similarity of the 
word “night” and the combination of the letters “nite” is to say that they ‘are ig- 
norant or careless or unobservant. No person with a knowledge of the English 
language would be misled as to the identity of the two establishments by the mere 
phonetics of the two trade-names. If plaintiff's customers, or any of them, trans- 
ferred their business to the defendants, it must be presumed, in the absence of 
specific allegations, that it was done knowingly and intentionally and not by reason 
of any fraudulent acts or deception on the part of defendants. 

It has been frequently noted by this and other courts that considerable con- 
fusion exists among the authorities on the question of trade-names and unfair com- 
petition, but this is largely due to the recognized rule that each case depends upon 
its own peculiar facts and circumstances. Upon the consideration of a demurrer to 
a petition, only those facts well pleaded in the petition are admitted by the de- 
murrer. In the instant case, there is no allegation that prior to 1945 plaintiff was 
the exclusive cleaner in Tulsa doing a day and night business ; there is no allegation 
in plaintiff’s petition that the Boston Cleaners, prior to the purchase of that busi- 
ness by defendants, did not conduct a day and night cleaning business; there is no 
allegation that any specific customer or group of customers of plaintiff have trans- 
ferred their business to defendants, although if such were the fact plaintiff must 
have known it; there is no allegation of any fraudulent or deceptive misrepresenta- 
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tions made to plaintiff's customers by defendants by which their business was lost 
to the plaintiff ; there is no allegation that the volume of plaintiff’s business has de- 
creased since 1945 due to any unfair business methods of the defendants other 
than their adoption of a trade-name and legitimately publicising the same since they 
acquired the Boston Cleaners. These or similar allegations would give a semblance 


of verity to plaintiff's claim of damage, but mere conclusions of a pleader stated in 
general terms do not constitute well pleaded facts which a demurrer admits. Unless 
a petition states facts sufficient to constitute a cause of action for damages because 
of similarity of trade-names, there can be no basis for a rightful claim to injunction 
to prevent future damage anticipated to result from the same character of acts 
and conduct made the basis of the damage claim. Coalgate Abstract Co. v. Coal 
County Abstract Co., 180 Okla. 8 [27 T.-M. R. 38] ; Stillwater Milling Co. v. Eddie, 
et al., 188 Okla. 234; Home Insulation Co. v. Home & Building Insulation Co., 
175 Okla. 428 [26 T.-M. R. 575]; O K Bus & Baggage Co. v. O K Transfer 
& Storage Co., 63 Okla. 311. 
The order and judgment of the trial court are affirmed. 


NATIONAL STARCH PRODUCTS, INC. v. POLYMER INDUSTRIES, 
INC., ET AL. 


N.Y. App. Div. 1st Dept —May 24, 1948 


UNFAIR COMPETITION—ScCOPE OF INJUNCTIVE RELIEF—TRADE SECRETS 

Injunction will issue to restrain ex-employees from communicating secret formulae or 
industrial know-how or customers’ lists to plaintiff's competitors, but it is well established 
that property right inheres in secret process or formula only where it is in fact a secret 
and so kept, or imparted only in confidence. 

Whether or not injunction is proper depends upon whether the matters in question are 
truly secrets, because there is no relationship of trust and confidence pertaining to dis- 
closure of matters in the public domain. 

CourTS—PLEADING AND PRACTICE—DEFENSES 

In answer to complaint seeking injunction against disclosure and utilization of alleged 
secret formulae and processes, defendants held entitled to plead affirmatively, as complete 
defense against being restrained from doing that particular thing, that such processes and 
formulae are generally available to the trade, without charge, from various manufacturers 
and suppliers of raw materials. 

The circumstance that it might be possible to raise this point by denials held not con- 
trolling. 

Second affirmative defense directed to covenant by defendants to refrain from working 
for competitor within 500 miles of plaintiff’s plants for two-year period and alleging in sub- 
stance that plaintiff's plants are so numerous and the range of its products so widespread 
that the covenants are void as oppressive, held properly pleaded. 

ContTracts—CovENANTS Not to CoMpeETE—GENERAL 

Covenants not to compete with former employer are generally held valid if limited as to 
time and place; and they may be valid even if unlimited, to the extent that they are drawn 
to prevent disclosure of actual trade secrets learned in confidence as a result of having been 
in plaintiff’s employ. 


Appeal from Supreme Court, Special Term, New York County. 
Unfair competition suit by National Starch Products, Inc., against Polymer 
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Industries, Inc., et al. Defendants appeal from order striking affirmative defenses. 
Reversed. 


Eugene Z. DuBose, Carleton S. Connor, and Alexander & Green, of New York, 
N. Y., and William R. McDermott for appellants. 
Edward A. Alexander, of New York, N. Y., for respondent. 


Before Peck, Presiding Justice, and Dore, CALLAHAN, CoHN and VAN Voor- 
HIS, Justices. 


VAN Vooruis, J.: 


The defendants appeal from an order striking out two affirmative defenses. The 
action is by respondent National Starch Products, Inc., for an injunction to restrain 
the individual defendants, who were former employees of said corporation engaged 
in research, production and sales, from disclosing trade secrets including lists of 
customers and methods of manufacture, use, application and sale of its products, 
and to restrain the use of these in the business of defendant Polymer Industries, 
Inc., in competition with plaintiff. The complaint also asks that each defendant 
be enjoined for a period of two years from engaging as employer, consultant, or in 
association with any other person, firm or corporation, or as agent or employee 
for others, in any competing business in the sale or manufacture of any products 
which, during his employment, were manufactured, bought, sold or dealt in by 
plaintiff, within a radius of 500 miles of New York City or within the same radius 
of any other of plaintiff’s offices or plants located in any part of the United States. 

The answer contains two affirmative defenses that have been stricken out which 
this appeal seeks to have restored: (1) alleging that the processes and formulae 
devised and developed by the plaintiff for the manufacture of its products are 
known to and employed by at least ten other competing firms engaged in the same 
field as the plaintiff; that such processes and formulae are generally available to 
the trade, without charge, from the manufacturers and suppliers of the various raw 
materials used in the manufacture of the products referred to and described in the 
amended complaint ; that the defendant Polymer Industries, Inc., as well as plaintiff 
are engaged in interstate and intrastate commerce, and that the object of the plain- 
tiff in commencing this action is to stifle competition; and (2) that the negative 
covenants alleged in the complaint as part of the contracts of employment of the 
defendants to refrain from engaging in competition as employer, consultant or em- 
ployee within 500 miles of New York City or within the same radius of any other 
of plaintiff’s offices or plants in the United States, in the manufacture or sale of any 
products that were manufactured, bought, sold or dealt in by plaintiff, unreasonably 
restrain and interfere with the individual defendants’ freedom of contract for the 
reason that plaintiff has plants and offices throughout the United States in such 
localities that the defendants could not engage in such employment anywhere in 
the United States; that, if enforced, these restrictive covenants would have the 
effect of depriving these several individual defendants of the right to earn their 
livelihoods, and be oppressive. In support of the second defense it is contended 
that the products of plaintiff, National Starch Products, Inc., are so numerous and 
so varied as to prevent the individual defendants from working for any chain grocery 
store, or manufacturer of paint or textiles in the United States. 
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The defendants ought to be allowed to plead these affirmative allegations as 
defenses, leaving it to the trial to determine whether they can be sustained. With 
respect to the first defense, it is of course true, as plaintiff’s counsel contends, that 
there are other trade secrets than secret processes and formulae, such as customers’ 
lists. A motion to strike out portions of an answer does not furnish a suitable 
occasion to draw nice distinctions between the exact coverage of these terms, 
especially more or less indiscriminately in the complaint. 

To the extent that the trade secrets sought to be protected relate to secret 
formulae or industrial know-how in the processes of manufacture, or lists of cus- 
tomers, it is plain that the defendants should be enjoined from using them or com- 
municating them to others to be used in competition with plaintiff—provided that 
they are truly secret. It is well established in the law of this subject that in order 
that a property right may inhere in a secret process or formula, it must be kept 
secret; that does not mean that a considerable number of persons may not know 
about it, provided that such information was imparted to them in confidence; on 
the other hand, if there has been a voluntary disclosure by plaintiff, or if the facts 
pertaining to the matter are a subject of general knowledge in the trade, then any 
property right has evaporated. 

In the language of Judge Taft, later Chief Justice of the Supreme Court of 
the United States: “The property in a secret process is the power to make use 
of it to the exclusion of the world. If the world knows the process, then the prop- 
erty disappears. There can be no property in a process, and no right of protection 
if knowledge of it is common to the world.” (Quoted with other pertinent citations 
in Sachs v. Cluett, Peabody & Co., Inc., 265 App. Div. 497, 501, aff’d. 291 N. Y. 
772. 

The complaint herein is comprehensive in scope and embraces a large number 
of specific activities that are sought to be enjoined on the part of the defendants, 
not all of which are comprised by any single category above mentioned. The first 
affirmative defense, in alleging that plaintiff's processes and formulae are generally 
available to the trade without charge from the manufacturers and suppliers of the 
various raw materials used, states facts from which, if true, unless counteracted by 
other facts not mentioned the conclusion of law flows that there is no property 
right in such processes and formulae belonging to plaintiff. The complaint does 
seek to enjoin more activities than the disclosure and utilization of such alleged 
secret formulae and processes; but the circumstances that plaintiff has prepared an 
omnibus complaint ought not to prevent the defendants from setting forth such de- 
fenses as they have against being enjoined from engaging in any of the particular 
activities alleged in the complaint. That does not mean that these are partial de- 
fenses; it means that, if established, they are complete defenses against being 
restrained from doing that particular thing. Thus, while the formulae and 
processes of the plaintiff do not comprise all of its alleged trade secrets, a defense 
which alleges that neither said formulae nor processes are secret is a complete 
defense against being enjoined from disclosing or utilizing those particular alleged 
trade secrets. 

An earnest argument has been made in plaintiff's behalf to the effect that it is 
not essential to the protection of these processes and formulae that they be secret, 
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provided that they have been learned by the defendants while in the plaintiff's 
employ. In support of that argument portions of the opinion in Kaumagraph Co. 
v. Stampagraph Co., 235 N. Y. 1, have been quoted to the effect that ‘the question 
before us is not whether defendants make use of some process not generally known 
to the public but peculiarly within the knowledge of plaintiff and themselves, but 
whether defendants’ knowledge of the process was obtained by them through and 
by means of the fact that Chadwick and Turner had been in plaintiff's employ. 
Employees may not gain knowledge of a secret and avail themselves of it for their 
private advantage against their employer. But there is no betrayal of confidence 
when no secret is imparted” (pp. 7-8). 

The last sentence furnishes the key to what was decided, and the effect of the 
decision is to support the first defense herein. There is no betrayal of confidence 
unless there is a secret to be imparted. Chadwick and Turner were defendants ; the 
proof showed that they had been in the employ of an English company which had 
patented the process prior to their coming to the United States and entering the 
employ of Kaumagraph Company. It was held that they could not be restrained 
by plaintiff therein from disclosing or utilizing for themselves formulae and process 
which they had not learned from the plaintiff, whether secret or not; in the instant 
case the plaintiff, in attacking the first affirmative defense, is asking the court to hold 
the converse of that proposition, that former employees are to be restrained if they 
learned the information from the plaintiff, regardless of whether such information 
was secret or not. No such conclusion is to be drawn from Kaumagraph case. The 
earlier part of the opinion therein points out that negative covenants unlimited as to 
time or place are valid as a basis for equitable relief only as they protect trade 
secrets acquired during a confidential employment; that means only where, in 
the language of the opinion, “plaintiff was employing in its business a secret process 
either developed by itself or the sole right to use which had been acquired by it from 
the discoverer of the process.... A secret is nothing more than a private matter ; 
something known only to one or a few and kept from others.” 

Likewise, DuPont Powder Co. v. Masland, 244 U. S. 100, points in an opposite 
direction from plaintiff's contention. It is true that in the opinion by Justice Holmes 
the court said that “Whether the plaintiffs have any valuable secret or not the 
defendant knows the facts, whatever they are, through a special confidence that he 
accepted. The property may be denied but the confidence cannot be. Therefore 
the starting point for the present matter is not property or due process of law, but 
that the defendant stood in confidential relations with the plaintffs, or one of them. 
These have given place to hostility, and the first thing to be made sure of is that the 
defendant shall not fraudulently abuse the trust reposed in him.” The context in 
which this language was employed is not what one might assume from reading re- 
spondent’s brief. The court was not reviewing a final judgment; it was reviewing 
an order pendente lite which sought to manage the difficult problem of how to enable 
the defendant to present his defense without publishing what would be a trade secret 
if plaintiff were to prevail in the action. The suit was brought to enjoin defendant 
from using or disclosing secret processes of plaintiff’s business, and the defense was 
what the first defense is in this action, namely, a denial that the said processes were 
secret and an allegation that they were well known to the trade. The United States 
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Supreme Court apparently considered that to be a valid defense, if established, and 
the order appealed from was merely to regulate the procedure in trying out that 
question, which appears to have been regarded as the controlling issue in the action ; 
the decision of the court permitted the defendant to make disclosure to his attorney 
and to the court, leaving it to the discretion of the court to permit revelation of the 
secrets later to expert witnesses, if it should appear to the court necessary for the 
defendant to call them. Thus the case cited is really an authority for the appellants. 

It is to be borne in mind that the injunction sought herein is unlimited by time 
or place insofar as disclosure of what are alleged to have been trade secrets is con- 
cerned. Whether or not such an injunction is proper depends upon whether they 
are truly secrets. If they, or some of them, are already in the public domain, then 
no relationship of trust and confidence pertaining to such disclosed features is 
threatened. Clark Paper & Mfg. Co. v. Stenacher, 236 N. Y. 312, 321; Kauma- 
graph Co. v. Stampagraph Co., supra; Sachs v. Cluett, Peabody & Co., supra. If, 
as defendants allege, respondent’s processes and formulae are well known in the 
trade, no injunction in reference thereto can be obtained. 

While it is possible that disclosure of the customers’ list and some other details 
of the business might, after a trial, be held to be prohibited, even if the formulae 
and processes of manufacture be public property, that would not void the first af- 
firmative defense insofar as the formulae and processes are involved. It simply 
alleges that the formulae and processes are public, nor is this converted into a partial 
defense respecting them simply because plaintiff did not separately state and 
number its causes of action. 

The circumstance that it might be possible to raise this point by denials is not 
controlling, as is stated in the opinion at special term. Respondent’s argument 
has been that the content of the defense is insufficient in law. Section 242 of the 
Civil Practice Act authorizes the pleading of all grounds of defense which, if not 
raised, would be likely to take the opposing party by surprise. The defendants were 
not obliged to run the risk that their proofs would not be accepted at the trial for 
the reason that they had not apprised their adversary of the nature of their attack 
upon the validity of the causes of action alleged in complaint, on which issue in some 
respects they have the burden of proof. Brearton v. DeWitt, 252 N. Y. 594; see esp. 
Murray v. Cooper, 268 App. Div. 411, affd. without opinion, 294 N. Y. 658. 

This does not depend upon the rule of clean hands; the point is that defendants 
have a right to allege affirmatively that plaintiff has no property right in the main 
items which it seeks to prevent defendants from utilizing or disclosing. 

The second affirmative defense relates to the covenant by defendants to refrain 
for two years from working for any competing business within 500 miles of any 
of the plaintiff's plants. Such contracts are valid if limited as to time and place. 
Diamond Match Co. v. Roeber, 106 N. Y. 473; Witkop & Holmes Co. v. Boyce, 
61 Misc. 126, and cases cited; Barnard Bakeshops, Inc. v. Dirig, 173 Misch. 862; 
see Kaumagraph Co. v. Stampagraph Co., supra. As has been pointed out, they 
may be valid even if unlimited, to the extent that they are drawn so as to prevent 
the disclosure of actual trade secrets which have been learned in confidence as a re- 
sult of having been in plaintiff’s employ. The limitation to two years and to the 
areas included in the 500-mile radii, was evidently incorporated in these agree- 
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ments in order to reinforce the other provisions, and also to come to the rescue in 
event that plaintiff should fail upon the issue of the secret and confidential nature 
of some of its formulae and processes, or of some of its other trade secrets. If it 
turns out that plaintiff has valuable and important trade secrets to be protected, 
the covenant not to engage in competing businesses may be valid in some respects 
regardless of any limitations of time or space. 

The second affirmative defense alleges simply that plaintiff has so many plants 
and offices in the United States that the effect of the two-year limitation is to pre- 
vent defendants from competing anywhere in the country, and that the range of 
plainiff’s products is so wide as to prevent defendants, under this clause, from being 
employed in a great number of businesses, with the consequence that the restrictive 
covenants are oppressive, and, therefore, null and void. This might be material, in 
event that the proof should develop that this would be the effect of this covenant, 
and that there are not adequately important trade secrets to justify such a covenant. 

It is possible, perhaps even probable, that no such fact situations as are alleged 
in the answer herein can be established by defendants, but they should be allowed 
the opportunity of doing so on the trial. Great care should be exercised by the 
trial court, as was done in DuPont Powder Co. v. Masland, supra, to guard against 
the disclosure during the trial of what may ultimately prove to be trade secrets be- 
longing to the plaintiff. Wise use should be made of the discretionary powers of 
the trial court in the conduct of the trial to that end. The merits of the case cannot 
be tried, however, on these motions addressed to the answer. 

The order should be reversed, with $20 costs and disbursements to the appel- 
lants and the two affirmative defenses reinstated. 








DorE and CALLAHAN, Justices, concur; Peck, Presiding Justice, and Coun, 
Justice, dissent: In our opinion the Justice at special term correctly analyzed the 
pleadings and properly ruled on the motion. The order appealed from should be 
affirmed. 


WILMA GOWNS, INC. v. WILMA JUNIORS, INC. 
S. Ct. N. Y. County—June 23, 1943 





TRADE-NAMES AND UNFAIR COMPETITION—NEW YorK PENAL LAW—GENERAL 
Section 964 of the New York Penal Law provides civil and criminal remedies, by sum- 
mary proceedings, which are separate and independent. 
Proof of intent to deceive is required to subject defendant to criminal penalties but not 
for injunctive relief. 
Injunction may issue when court is satisfied that defendant’s use of the name may 
deceive or mislead the public. 
TRADE-NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Wilma Juniors, Inc.” held confusingly similar to “Wilma Gowns, Inc.,” used in con- 
nection with similar goods, and injunction granted under Section 964 of the New York Penal 
Law. 


Summary proceeding for injunction, under Section 964 of New York Penal 
Law, by Wilma Gowns, Inc., against Wilma Juniors, Inc. Injunction granted. 
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This is an application pursuant to Section 964 of the Penal Law by Wilma 
Gowns, Inc., for an order enjoining defendant from using the name “Wilma 
Juniors, Inc.” The petition and affidavit in support thereof indicate, without de- 
nial, that petitioner has been in the business of manufacturing and selling high- 
priced ladies’ dresses since 1930. Its place of business is at No. 4 West Fifty- 
seventh St., where it occupies about 10,000 square feet of space. During the past 
few years its volume of business has been about a million dollars per year. It has 
extensively advertised its product and prominently displays its business in advertis- 
ing space across the top page of the telephone directory on the page on which its 
number is listed. In the listing, respondent’s name is immediately below that of 
petitioner. 

In January of this year respondent filed its certificate of incorporation and 
proceeded to manufacture and sell at wholesale a line of junior size dresses. Two 
of the officers have been in the dress business for over 15 years and the third, a free 
lance designer for some time. In April, respondent was notified of the conflict with 
petitioner’s name and requested to discontinue its use, petitioner offering to pay any 
necessary expense in making the requested change. This request was refused. 

The objection raised to the granting of the relief sought is that petitioner failed 
to show that the use of.the name was done with intent to violate the statute, be- 
cause, in fact, the choice was wholly on good faith; that the public is not in danger 
of being deceived and that the parties are not competitors. 

Section 964 provides two remedies: one criminal and the other civil by use 
of an injunction as a preventive device. It has been determined that the remedies 
must be viewed as separate and independent rights. Julius Restaurant, Inc. v. Lom- 
bardi, 282 N. Y. 126 [30 T.-M. R. 441]; Fatnblatt v. Leo Sportswear Co., Inc., 
178 Misc. 760 [32 T.-M. R. 490]. The criminal portion indicates that one is 
guilty of a misdemeanor if with intent to deceive the public he adopts the name 
or part of the name of another for the purpose of trade. 

The civil remedy of injunction may issue “‘if it shall appear to the satisfaction of 
the court or justice that the defendant is in fact assuming, adopting or using such 
name or is about to assume, adopt or use such name, and that the assumption, 
adoption or use of such name may deceive or mislead the public.” The section 
affords a drastic remedy because of its summary application, and therefore any pro- 
ceeding thereunder should be carefully scrutinized. Overseas News Agency v. 
Overseas Press, 183 Misc. 40, aff'd 268 App. Div. 856; [34 T.-M. R. 329] ; Agash 
Refining Corp. v. Gash, 182 Misc. 309. 

While the dresses manufactured by the respective parties may not be in the 
same price range, strong similarity of names may well lead the public to believe 
that the product emanates from a common source or control. A denial of the 
application will only result in an action for unfair competition which, on the facts 
here adduced, would result in an injunction. The Chicken Koop v. Maxan’s Res- 
taurant, Inc., N. Y. L. J., June 30, 1945 [35 T.-M. R. 237]. Since respondent 
has only recently embarked upon its venture, the language of the Court of Appeals 
in discussing this section is apposite: ““A wrong prevented results in better jus- 
tice than an attempted cure.” Matter of Julius Restaurants, Inc. v. Lombardi, 
supra, at p. 129 [30 T.-M. R. 441]. 
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ments in order to reinforce the other provisions, and also to come to the rescue in 
event that plaintiff should fail upon the issue of the secret and confidential nature 
of some of its formulae and processes, or of some of its other trade secrets. If it 
turns out that plaintiff has valuable and important trade secrets to be protected, 
the covenant not to engage in competing businesses may be valid in some respects 
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and offices in the United States that the effect of the two-year limitation is to pre- 
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employed in a great number of businesses, with the consequence that the restrictive 
covenants are oppressive, and, therefore, null and void. This might be material, in 
event that the proof should develop that this would be the effect of this covenant, 
and that there are not adequately important trade secrets to justify such a covenant. 

It is possible, perhaps even probable, that no such fact situations as are alleged 
in the answer herein can be established by defendants, but they should be allowed 
the opportunity of doing so on the trial. Great care should be exercised by the 
trial court, as was done in DuPont Powder Co. v. Masland, supra, to guard against 
the disclosure during the trial of what may ultimately prove to be trade secrets be- 
longing to the plaintiff. Wise use should be made of the discretionary powers of 
the trial court in the conduct of the trial to that end. The merits of the case cannot 
be tried, however, on these motions addressed to the answer. 
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This is an application pursuant to Section 964 of the Penal Law by Wilma 
Gowns, Inc., for an order enjoining defendant from using the name “Wilma 
Juniors, Inc.” The petition and affidavit in support thereof indicate, without de- 
nial, that petitioner has been in the business of manufacturing and selling high- 
priced ladies’ dresses since 1930. Its place of business is at No. 4 West Fifty- 
seventh St., where it occupies about 10,000 square feet of space. During the past 
few years its volume of business has been about a million dollars per year. It has 
extensively advertised its product and prominently displays its business in advertis- 
ing space across the top page of the telephone directory on the page on which its 
number is listed. In the listing, respondent’s name is immediately below that of 
petitioner. 

In January of this year respondent filed its certificate of incorporation and 
proceeded to manufacture and sell at wholesale a line of junior size dresses. Two 
of the officers have been in the dress business for over 15 years and the third, a free 
lance designer for some time. In April, respondent was notified of the conflict with 
petitioner’s name and requested to discontinue its use, petitioner offering to pay any 
necessary expense in making the requested change. This request was refused. 

The objection raised to the granting of the relief sought is that petitioner failed 
to show that the use of the name was done with intent to violate the statute, be- 
cause, in fact, the choice was wholly on good faith; that the public is not in danger 
of being deceived and that the parties are not competitors. 

Section 964 provides two remedies: one criminal and the other civil by use 
of an injunction as a preventive device. It has been determined that the remedies 
must be viewed as separate and independent rights. Julius Restaurant, Inc. v. Lom- 
bardi, 282 N. Y. 126 [30 T.-M. R. 441]; Fainblatt v. Leo Sportswear Co., Inc., 
178 Misc. 760 [32 T.-M. R. 490]. The criminal portion indicates that one is 
guilty of a misdemeanor if with intent to deceive the public he adopts the name 
or part of the name of another for the purpose of trade. 

The civil remedy of injunction may issue “‘if it shall appear to the satisfaction of 
the court or justice that the defendant is in fact assuming, adopting or using such 
name or is about to assume, adopt or use such name, and that the assumption, 
adoption or use of such name may deceive or mislead the public.” The section 
affords a drastic remedy because of its summary application, and therefore any pro- 
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Under all the circumstances of the case the petitioner is entitled to an injunc- 


tion. Settle order. 





TRUNZ, INC. v. FARMER BOY CORPORATION & EQUIPMENT CO., 
INC. 


S. Ct. N. Y. County—June 17, 1948 


TRADE-MARKS AND UNFAIR COMPETITION—MISREPRESENTATION—GENERAL 
Where defendant seeks no affirmative relief, fact that it had falsely or erroneously used 
legend “Reg. U. S. Pat. Off.,” held not to affect materially determination of suit, though it 
may cast doubt on defendant’s good faith. 
Doctrine of unclean hands held inapplicable. 
TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Farmer Boy” held suggestive but not descriptive of canned ham, pork shoulders and 
sliced bacon and a valid trade-mark therefor. 
TRADE-MaArKS—SPECIFIC DIFFERENCES IN Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Meats and popcorn held substantially dissimilar “in commercial classification” and non- 
competitive, though both are foods and fall within the same class under state and federal 


trade-mark registration laws. 
TRADE-MARKS—LIKELIHOOD OF CONFUSION—GENERAL 
Where plaintiff sells its meats primarily through markets and stores and defendant sells its 
raw popcorn, under the same mark, to theaters and amusement parks and seeks to sell to meat 
and chain stores, held that “there is no likely prospect of confusion of source.” 


Trade-mark and unfair competition suit by Trunz, Inc., against Farmer Boy 
Corporation & Equipment Co., Inc. Complaint dismissed. 


Brisacu, J.: 


This is an action for trade-mark infringement and unfair competition. The 
prayer is solely for injunctive relief. Plaintiff Trunz, Inc., has been in the busi- 
ness, either as a corporation or as an individual enterprise, of processing, packing 
and selling meat products, particularly pork products, since 1904. It sells and 
distributes these products at wholesale and to other wholesalers who also distribute 
the products throughout the eastern United States. The products are sold in chain 
stores, supermarkets, delicatessens and similar places. The plaintiff itself operates 
59 retail stores in the greater metropolitan area and Long Island, in which all of 
its own products are sold, plus canned and frozen food and condiments of other 
producers. Plaintiff features the word “Trunz” in its advertising and in identifica- 
tion of its stores and products generally. 

In 1940 it applied the mark “Farmer Boy” to its canned ham and _ pork 
shoulders and also to the wrappers of its sliced bacon. The mark used was either 
“Farmer Boy” or “Farmer Boy Brand,” the latter an immaterial difference. In 
1941 the mark was applied to plaintiff’s sausage and in conjunction with the 
mark “Farmer Boy,” the plaintiff has used a picture of a farmer holding a pig, with 
corn in the background. Plaintiff originally used the picture on its sauerkraut 
product without the words, but several months prior to this suit affixed the words 
as well.. Some 25 percent of plaintiff’s products have affixed the mark “Farmer 
Boy,” the bulk of the products bearing the mark being canned ham. Some 
$10,000,000 worth of “Farmer Boy” products have been used since the mark was 
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adopted. Plaintiff has spent some $150,000 to $200,000 in advertising, although not 
all of it has been expended in connection with the “Farmer Boy” products. 

The plaintiff advertises principally in local newspapers. The stores selling 
plaintiff’s products are supplied with a large decalcomania of the “Farmer Boy” 
mark with picture for the store window, and in plaintiff’s own stores “dummy” 
cans of its “Farmer Boy” products occupy a prominent display position. 

Defendant was incorporated in 1946 as successor to a partnership which in the 
spring of 1945 commenced the business of selling raw popcorn, seasoning oil and 
salt, corn-popping cabinets and equipment. The defendant sold these products at 
wholesale only to persons who operate popcorn stands and who sell popped corn 
at retail to consumers in paper bags or cartons provided by the defendant. 

The defendant’s principal, Jacob Price, the original of the popcorn business, 
had operated the Price Theater Premium Corporation, which sold various articles 
to theaters throughout the United States. Having an established sales organiza- 
tion. Price was interested in adding an additional item for exploitation. Price 
testified that he visited Boystown in the fall of 1943 and noticed the boys in the 
cornfield and thought that “Farmer Boy” would be an apt mark for his contemplated 
popcorn business. It should here be noted that other popcorn companies use 
marks such as “Poppers’ Boy” and “Johnny Boy.” The defendant adopted the 
mark “Farmer Boy,” together with a picture of a boy in farm clothes peering 
through a field of corn. In this matter no claim is made by the plaintiff that there 
is any infringement of plaintiff’s picture trade-mark by the defendant’s picture, 
although it is claimed that the combination of the picture and the words enhances 
the possibility of confusion of source and contributes to the unfair competition 
aspect of the situation. 

The defendant has a registration of its mark in New York State as well as in 
eight other Eastern states. Plaintiff has a New York State registration, obtained 
shortly after defendant’s. Neither party relies on these state registrations, al- 
though defendant maintains that the fact both are registered in Class No. 45, “foods 
and ingredients of foods,” under the classification system instituted in accordance 
with General Business Law, Section 367-a (equivalent to the federal classification, 
15 U. S. C. A., Section 131), is an administrative determination that there is no 
confusion of source. 

Neither party has registered its mark in the United States Patent Office, and 
this suit is for infringement of plaintiff’s common-law trade-mark, the plaintiff hav- 
ing established its usage in the same geographical area prior in point of time to the 
defendant. 

At the outset we are met by the plaintiff's contention that defendant, having 
falsely or erroneously used the legend “Reg. U. S. Pat. Off.” in connection with its 
mark, has so misled the public as to deprive it of any rights in the mark. The de- 
fendant contends that this was done under an erroneous assumption as to registra- 
tion and has been discontinued. Whether done intentionally or not, and while such 
action may cast doubt on the defendant’s good faith, it cannot materially affect the 
determination in this matter inasmuch as the defendant seeks no affirmative relief. 
There is no occasion for the application of the doctrine of unclean hands, as it 
relates to the theory of estoppel. 
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The defendant seems to have adopted its mark in good faith. Its principal, 
Price, explained how he conceived the idea and evidence was introduced to show 
that a trade-mark search had been made to determine whether the mark was free 
for use. It would, therefore, seem that defendant is not trying to obtain any 
advantage at plaintiff's expense (La Touraine Coffee Co. v. Lorainne Coffee Co., 
157 F., 2d, 115, C. C. A., 2d, cert. den. 329 U. S., 771). 

Plaintiff has a mark which is arbitrary and not generic or descriptive of the 
class of goods to which applied and consequently acceptable as a valid trade-mark. 
While not descriptive, the mark is in a sense suggestive of the products, the pro- 
ducer of which it identifies. 

Defendant introduced proof of several federal registrations by third parties of 
marks, the same or similar, alleged to be used for various food products in order to 
show that plaintiff had established no singular use. They were so few, however, 
and in the absence of proof that these marks were used in the same territory as 
plaintiff’s mark, or that they were used at all, the existence of these registrations 
can have no effect on the outcome of this litigation except in so far as the mere 
fact of their existence may have some bearing on the conclusion that the mark is 
not so sufficiently distinctive as to warrant extending plaintiff's protection so as to 
preclude defendant’s present use. 

Meats and popcorn may both be foods, but in commercial classification they are 
substantially dissimilar (compare France Milling Co. v. Washburn-Crosby Co., 
7 Fed., 2d, 304 (C. C. A., 2d, 1945), cert. den., 268 U. S., 706). 

The evidence fairly establishes the fact that there is no competition between the 
products of the plaintiff and the defendant. Considering the problem from both 
the trade and the consumer levels (cf. Bayer Co. v. United Drug Co., 272 Fed., 
505 [S. D., N. Y., 1921]) there are few, if any, points of conflict. 

Plaintiff sells to meat markets, supermarkets, stores, etc. Defendant sells to 
theaters, amusement parks, etc. The plaintiff's products are staples, foods for 
sustenance of life; the defendant’s product is something tasty to keep the jaws 
moving while the mind concentrates on other matters. Several dollars may be 
spent to purchase plaintiff’s product. Defendant’s popcorn is of the five and dime 
variety. 

On the trade level the plaintiff and the defendant do not sell to the same retailers 
except perhaps as to plaintiff's frankfurters sold to amusement parks where the 
concessionnaires might be confused as to source. They sell to the same consumers 
in this situation, but the plaintiff’s frankfurters, being out of the can at this point, are 
not identified by the trade-mark. 

On any level the points of contact are scarce. It is only the future that gives 
cause for concern. The plaintiff is expanding its product line. Lard is coming out 
under the ““Farmer Boy” banner and who can say what will be next. The defend- 
ant admittedly is seeking new popcorn fields to conquer, including meat and chain 
stores. 

The law to be applied in such a situation was succinctly set forth by Chase, J., 
in Standard Brands v. Smidler (151 F., 2d, 34 [C. C. A., 2d, 1945]), where at 
page 37 he said: “The protection which the law gives the owner of a trade-mark is 
not confined to the goods upon which it is, or has been, used by the owner of it 
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but extends to product which would be reasonably thought by the buying public 
to come from the same source if sold under the same mark. Aunt Jemima Mills 
Co. v. Rigney & Co., 2 Cir., 247 F. 407, L. R. A. 1918 C, 1039; Vogue Co. v. 
Thompson-Hudson Co., 6 Cir., 300 F. 509; Wall v. Rolls-Royce of America, Inc., 
3 Cir., 4 F. 2d 333. His mark is the brand by which his goods can be identified, 
and when it is used by another the reputation of his mark, and consequently his 
own business reputation, are placed to that extent beyond his control. Unless the 
use by that other is upon goods so unlike his own or in territory so far from that 
which he has exploited that it will not create confusion, it will be enjoined. Yale 
Electric Corp. v. Robertson, 2 Cir., 26 F. 2d 972; L. E. Waterman Co. v. Gordon, 
2 Cir., 72 F. 2d 272.” 

While the matter is not entirely free from doubt, it can be said that the ‘‘goods” 
are “unlike” and the “territory (not geographical but commercial) so far” that 
there is no likely prospect of confusion of source. 

While the ingredients for defendant’s ‘‘Farmer Boy” popcorn separately, 1.e., 
peanut oil, salt, raw popcorn, and the bags and cartons are not integrated before 
sale and conceivably could be used separately, the conclusion reached herein is 
based only on the popped corn aspect of defendant’s business and it cannot seriously 
be contended that the defendant is in the oil or salt business, for example. The 
bags and cartons too could be used for other purposes, but in their present form 
they obviously are commercially restricted to popcorn use. 

Complaint dismissed. Findings passed upon. Settle decision and judgment. 
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GOLDBLATT, et at. v. AMERICAN STRAP CO., INC. 
S. Ct. N. Y. County—June 14, 1948 





TRADE-MARKS—Marks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Zipperoo” held not confusingly similar to “Ziploc,” used on similar goods. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Zipperoo” held descriptive of watch straps having zipper as most important feature. 
CouRTS—PLEADING AND PRACTICE—PRELIMINARY INJUNCTION 
To warrant granting of preliminary injunction, plaintiff must make out clear right to 
relief. 





Unfair competition and trade-mark infringement suit by Goldbatt, et al. against 
American Strap Co., Inc. Plaintiff’s motion for temporary injunction denied. 


Hecnt, J.: 


The present action does not present any question of patent infringement, that 
being a matter determinable only in the federal courts. Plaintiffs proceed upon 
the theory that defendant has been guilty of unfair competition. In the court’s 
opinion, however, the word “Zipperoo” is not so similar to “Ziploc,” the name 
used to designate plaintiffs’ products as to cause confusion among dealers or the 
public generally. Moreover, the word “Zipperoo” is descriptive of the product 
whose most important feature is the use of a zipper. The reference in defendant’s 
advertising to the absence of buckles and holes is likewise merely descriptive of 
the characteristics of defendant’s product rather than a simulation of distinctive or 
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fanciful features of plaintiffs’ advertising. Indeed, it appears from the answering 
papers that as early as 1942, long before plaintiffs commenced their advertising, 
defendant’s advertising used the word “no buckles” and “no loops” in connection 
with other watch straps manufactured by deefndant. It seems clear that plaintiffs’ 
real grievance here is the use of a product similar to that of plaintiffs rather than 
acts on the part of defendant calculated or tending to induce dealers and the public 
generally to believe that defendant’s products are those of the plaintiffs. Certainly 
plaintiffs have failed to make out that clear right to relief which is necessary to 
warrant the granting of a temporary injunction. Motion denied. Order signed. 


TOWN & TRAVEL WEAR, INC. v. WALDORF HOSIERY SHOPS, INC. 
S. Ct. N. Y. County—June 9, 1948 


TRADE-NAMES—ACQUISITION OF RIGHTS—GENERAL 
Plaintiff having conducted its business for about ten years on the Park Ave. side of the 
Waldorf-Astoria, held to have become associated in the public mind with the Waldorf-Astoria 
Hotel and to be known as “Waldorf Hosiery Shop,” “Waldorf Negligee Shop,” etc. 
TRADE-NAMES—SCOPE OF INJUNCTIVE RELIEF—PARTICULAR INSTANCES 
Defendant’s corporate name “Waldorf Hosiery Shops, Inc.” held sufficiently confusing 
to warrant injunctive relief where plaintiff’s Town & Travel Wear Shop in the Waldorf, sell- 
ing similar goods, has become known and associated in the public mind as “The Waldorf 
Hosiery Shop,” etc., prior to the defendant’s use of its name on its store in the Belmont- 
Plaza Hotel, on Lexington Ave. across from the Waldorf-Astoria. 
UnFAir CoMPETITION—LIKELIHOOD OF CONFUSION—GENERAL 
Any possible doubt as to likelihood of confusion and damage should be resolved in favor 
of plaintiff, which was first associated in the public mind with the use of the name 


“Waldorf.” 


Unfair competition suit by Town & Travel Wears, Inc., against Waldorf 
Hosiery Shops, Inc. Judgment for plaintiff granting injunction. 

BENVENGA, J.: 

This is an action for an injunction to restrain the defendant from using the 
name “Waldorf” in connection with its business in the sale of lingerie, negligees and 
hosiery. 

The plaintiff, Town & Travel Wear, Inc., is in the ladies’ garment business. 
For about ten years, its place of business has been located on the Park Ave. side 
of the Waldorf-Astoria, in the City of New York. During that period, it has 
become known and has been referred to as “Town & Travel Wear at the Waldorf” 
and, by reason of the location of its place of business, has become associated in the 
public mind with the Waldorf-Astoria Hotel. Moreover, mail addressed to the 
plaintiff designating it as the “Waldorf Dress Shop,” “Waldorf Hosiery Shop” or 
“Waldorf Hotel: Attention Hosiery Shop” has been turned over to the plaintiff. 

Recently, defendant opened a shop in the Belmont-Plaza Hotel on Lexington 
Ave., directly across from the Waldorf-Astoria Hotel, which it operates under the 
name of “Waldorf Hosiery Shops, Inc.” On its business cards, defendant refers 
to its location as being “opposite Waldorf-Astoria Hotel,” and states that it was 





38 T.-M. R. SHOSTAKOVICH v. 20TH CENTURY-FOX 793 


“established in 1929.”’ In actual fact, the defendant was incorporated in December, 
1947, though its principal officer had formerly operated shops under the name 
of “Ely Hosiery Shops” and also “Town Shop.” 

While the plaintiff has not registered the name “Waldorf” in connection with its 
business, nor filed any trade-name using that word, nevertheless, by reason of its 
location in the Waldorf-Astoria Hotel and the use of that word on its labels, boxes 
and advertisements in connection with its name (that is to say, “Town & Travel 
Wear at the Waldorf’’), the plaintiff shop has become known and associated in 
the public mind as the “Waldorf Hosiery Shop,” “Waldorf Negligee Shop,” etc. 
Consequently, the continued use by the defendant of its name, especially in its 
present location and in connection with its advertising, has caused confusion in 
the public mind, and may well continue to cause such confusion, even though unin- 
tended. Such confusion and likelihood of damage is sufficient to warrant injunctive 
relief. JT. A. Vulcan v. Myers, 139 N. Y. 364, 367-8; Forsythe Co., Inc. v. 
Forsythe Shoe Corp., 234 App. Div. 355, 358. 

In any event, any possible doubt of the likelihood of confusion and damage 
should be resolved in favor of the plaintiff. Lambert Pharmacal Co. v. Bolton 
Chemical Corp., 219 F. 325, 326. 

Judgment is therefore directed for the plaintiff. Settle judgment in accordance 
with this decision. 


SHOSTAKOVICH, et at. v. TWENTIETH CENTURY-FOX FILM COR- 
PORATION 


S. Ct. N. Y. Co—June 7, 1948 


UnFair CoMPETITION—DEFAMATORY MATTER—GENERAL 
Use of plaintiff’s uncopyrighted music and use of their names in connection therewith, 
held not subject to restraint under Section 51 of the New York State Civil Rights Law. 
Where the work of a composer is in the public domain and may be freely published by 
others, held there is no necessary implication that the composer has approved or collaborated 
in production and distribution of motion picture utilizing the work as background music 
and stating the name of the composer. 
Motion picture entitled “The Iron Curtain,” held not to libel plaintiffs by including their 
uncopyrighted music and giving their names as composers. 
CopyrRIGHTS—DoctTrINE OF Mora. RIGHT—GENERAL 
Existence of the doctrine of moral right of an author or composer, held not clear under 
our law; with reference to that which is in the public domain, conflict arises between the 
moral right doctrine and the well-established rights of others to use such works. 


Suit for injunction by Dmitri Shostakovich, et al., against Twentieth Century- 
Fox Film Corporation. Plaintiffs’ motion for injunction pendente lite denied. 


Charles Reicht (Philip Adler of counsel) of New York, N. Y., for plaintiffs. 
Edwin P. Kilroe, of New York, N. Y., for defendant. 


Kocu, J.: 


Plaintiffs are composers of international renown. They are citizens and resi- 
dents of the Union of Socialist Soviet Republics. Defendant, a domestic corpora- 
tion, has produced a picture known as “The Iron Curtain” which is now being 
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exhibited in theaters throughout this country. In the public mind, this title has 
come to indicate the boundary between that part of Europe which is under the 
sovereignty of, occuped by or under the influence of the U. S. S. R., as distin- 
guished from the rest of the continent. The picture depicts recent disclosures of 
espionage in Canada attributed to representatives of the U. S. S. R. There is 
shown, preliminarily, but not as part of the picture proper, as is customary in 
the showing of motion pictures, the names of the players, the producer, the camera- 
men, and similar informative data. Included in this statement: ‘Music—From the 
Selected Works of the Soviet Composers—Dimitri Shostakovich, Serge Prokofieff, 
Aram Khachaturian, Nicholai Miashovsky—Conducted by Alfred Newman.” Such 
practice in the theatrical, advertising and kindred businesses is known as giving a 
“credit line.” During the picture, music of the several plaintiffs is reproduced, 
from time to time, for a total period of approximately 45 minutes. The entire 
running time of the film is 87 minutes. The use of the music can best be described 
as incidental, background matter. Aside from the use of their music neither the 
plot nor the theme of the play, in any manner, concerns plaintiffs. In addition to 
the use of their names on the “credit lines” the name of one plaintiff is used when 
one of the characters in the play is shown placing a recording of this particular 
plaintiff’s music on a phonograph. Again this is incidental, the name is mentioned 
in an appreciative, familiar fashion, the impression given being that the character 
has come upon a record of a composition which he recognizes and appreciates 
hearing. All the music, it is conceded, for the purposes of this motion, is in the 
public domain and enjoys no copyright protection whatever. 

Plaintiffs seek to enjoin pendente lite and permanently the use of their names 
and music in the picture and in any advertising or publicity matter relating to it. 
Only one cause of action is set forth in the complaint. Primarily, libel and viola- 
tion of the Civil Rights Law are charged. It may also be that the allegations can 
be construed to spell out causes for (a) the deliberate infliction of an injury without 
just cause and (b) a violation of plaintiffs’ moral rights as composers. In addition 
to the injunctive relief a money judgment is asked. 

On this motion plaintiffs base their rights to relief on these grounds: (1) 
The provision for injunctive relief contained in Section 51 of the Civil Rights Law; 
(2) the injunctive power of this court to restrain publication of defamatory matter 
(Koussevitzky v. Allen, Towne & Heath, 272 App. Div. 759) ; (3) the deliberate 
infliction of an injury without just cause (Advance Music Corp. v. American 
Tobacco Co., 296 N. Y. 79, and (4) the violation of plaintiff’s moral rights as com- 
posers (The Doctrine of Moral Right, etc., 53 Harvard Law Review 554). 

The application must be denied in so far as relief is sought under Section 51 
of the Civil Rights Law. In Jaccard v. Macy & Co., Inc., 265 App. Div. 15, it was 
held that the use of a designer’s name in advertising the sale of a dress copied with- 
out her consent from her original, uncopyrighted design was not an invasion of 
the right of privacy protected by Sections 50 and 51 of the Civil Rights Law. While 
the analogy between a dress design and plaintiffs’ music might be considered unfortu- 
nate by some, the legal principle is the same. Plaintiffs’ compositions are similarly 
unprotected and the use of their names in conjunction therewith is, therefore, not 
subject to restraint under the Civil Rights Law. The lack of copyright protection 
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has long been held to permit others to use the names of authors in copying, pub- 
lishing or compiling their works. Clemens v. Belford Clark & Co., 14 F. 728. 
Passing to the right to injunctive relief restraining the publication of alleged 
libelous matter, it is first noted that under the ancient doctrine of this state there 
was no right to enjoin the publication of defamatory matter, Koussevitzky v. Allen, 
Towne & Heath. 188 Misc. 479. In affirming the denial of injunctive relief in 


; that case, however, the Appellate Division in this department said, in a per curiam 
: opinion: “Our affirmance .... should not be construed as a determination by this 
} court that injunctive relief may not be had to restrain the publication of defamatory 
i statements in a proper case.” Two questions are, therefore, presented for considera- 
| tion: (1) have plaintiffs been libeled; (2) if so, is this a proper case in which to 
grant injunctive relief. The gravamen of plaintiffs’ charge is that by the portrayal of 
{ the espionage activities of the representatives of the U. S. S. R. in Canada and by 
' the depicted disowning of these activities by one of these representatives a picture 


with an anti-Soviet theme has been published. The use of plaintiffs’ music in such 
a picture, it is argued, indicates their “approval,” “endorsement” and “‘participa- 
tion” therein thereby casting upon them “the false imputation of being disloyal to 
° their country.” The court in the presence of and with the consent of counsel for 
both sides has seen the picture. There is no ground for any contention that plain- 
tiffs have participated in its production or given their approval or endorsement 
thereto. It is urged that the use of plaintiffs’ names and music “necessarily im- 
plies” their consent, approval or collaboration in the production and distribution of 
the picture because “the public at large knows that living composers receive pay- 
ment for the use of their names and creations in films.” The error in this reason- 
ing is in the necessary implication. No such implication exists, necessarily or 
otherwise, where the work of the composer is in the public domain and may be 
freely published, copied or compiled by others. Jaccard v. Macy & Co., Inc., supra; 
Clemens v. Belford, Clark & Co., supra. In the absence of such implication the 
existence of libel is not shown and the drastic relief asked cannot be granted. Such 
is likewise the ruling if plaintiffs’ contention is that they are being used, unwillingly, 
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ei as a means to disseminate libelous matter. In such a case the prerequisite of exer- 
cising the injunctive power would again be a clear showing of the existence of 
libel. 


The third and fourth grounds will be considered together. There is no longer 
any doubt that the deliberate infliction of a willful injury without just cause is 
actionable. Advance Music Corp. v. Am. Tobacco Co., supra. The wrong which 
is alleged here is the use of plaintiffs’ music in a moving picture whose theme is 
objectionable to them in that it is unsympathetic to their political ideology. The 
logical development of this theory leads inescapably to the doctrine of moral right. 
52 Harvard Law Review. There is no charge of distortion of the compositions nor 
any claim that they have not been faithfully reproduced. Conceivably, under the 
doctrine of moral right the court could in a proper case prevent the use of a com- 
position or work, in the public domain, in such a manner as would be violative of 
the author’s rights. The application of the doctrine presents much difficulty how- 
ever. With reference to that which is in the public domain there arises a conflict 
between the moral right and the well established rights of others to use such works. 
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Clemens v. Belford Clark & Co., Supra. So, too, there arises the question of the 
norm by which the use of such work is to be tested to determine whether or not 
the author’s moral right as an author has been violated. Is the standard to be 
good taste, artistic worth, political beliefs, moral concepts, or what is it to be? 
In the present state of our law the very existence of the right is not clear, the 
relative position of the rights thereunder with reference to the rights of others is 
not defined nor has the nature of the proper remedy been determined. Quite ob- 
viously, therefore, in the absence of any invasion of a moral right this court should 
not consider granting the drastic relief asked on either theory. The motion is 
accordingly denied in all respects. Order signed. 




















REEVES, PARVIN & CO. v. SCHUCKL & CO., INC. 
Commissioner of Patents—May 26, 1948 









TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Black Knight” held confusing similar to “Knighthood,” used on similar goods, under 
1905 Act. 
TRADE-MAarKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Canned and glass packed fruits and vegetables and canned soup held goods of the same 
descriptive properties as canned vegetables, canned fruits, catsup, jelly, compound of maple 
and cane syrup, olives, preserves and pickles. 
TRADE-Mark Act oF 1946—DEFENSES—LACHES 
Applicant’s use of mark for 25 years, held immaterial under Section 19 of 1946 Act, since 
opposer had taken proper steps to cancel prior registration of applicant and there is nothing 
of record to show any additional action which should or could have been taken by opposer 
with respect to any registration of applicant. 
OpposITIONS—EVIDENCE—Proor oF ACTUAL CoNnFUSION Not REQUIRED 
There is no burden on opposer to show that actual confusion has existed. 
OpposITIONS—RES JUDICATA—GENERAL 

Where opposition has been sustained on basis of similarity of the marks, held that Patent 
Office need not pass upon right to oppose on basis of res judicata. 

On appeal to Commissioner, any matter raised by the pleadings and considered by 
Examiner of Interferences is subject to review; where opposition is sustained on ground 
of similarity of the marks and successful opposer therefore has not appealed, held that 
opposer’s right to oppose on further ground of res judicata is properly raised though 
not determined. 


































Appeal from Examiner of Interferences. 
Trade-mark opposition by Reeves, Parvin & Co. against Schuckl & Co., Inc. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 







Mason, Fenwick & Lawrence, Washington, D. C., for opposer. 
Naylor & Lassagne, San Francisco, Calif., and James Atkins, Washington, D. C., 
for applicant. 


DanieLs, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
opposition to application, Serial No. 459,177, for registration of a trade-mark under 
the Act of 1905. The mark sought to be registered comprises the words “Black 
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Knight” as a trade-mark for “canned and glass packed fruits and vegetables and 
canned soup,” and was filed March 17, 1943. The statutory ground for opposition 
is the confusion in trade clause of the Act of 1905. Opposer relies on prior use 
and ownership of its registration No. 74,483, registered July 13, 1909, under the 
Act of 1905, and renewed, comprising the word “Knighthood” for “canned 
vegetables, canned fruits, catsup, jelly, a compound of maple and cane syrup, olives, 
preserves, and pickles,” and registration No. 280,294, registered March 3, 1931, 
under the Act of 1905, comprising the same mark with additional pictorial matter 
for “catsup, honey, alimentary paste, canned vegetables, canned fruits, apple butter 
and peanut butter.” As prima facie evidence of its ownership and use, these registra- 
tions are properly of record. The notice of opposition further alleged that the 
questions involved in this opposition proceeding are res judicata, in view of a 
previous decision in an interference, No. 1702, between this opposer and a prede- 
cessor of applicant which resulted in an award of priority to opposer herein, and 
in cancellation of a registration owned by such predecessor of applicant, regis- 
tration No. 150,103, registered December 27, 1921, under the Act of 1905, which 
included the words “Black Knight” and certain pictorial matter. 

The Examiner of Interferences held against opposer’s claim of right to oppose 
on the ground of res judicata since certain papers were not of record in this 
proceeding, but held that the marks and goods were confusingly similar and there- 
fore sustained the opposition under the confusion in trade clause. Opposer’s reg- 
istration No. 74,483, registered July 13, 1909, discloses the word “Knighthood,” 
displayed on a decorative background. Opposer has therefore established prima 
facie ownership of this mark and use since a date long prior to any claimed by 
applicant. That the goods are of the same descriptive properties is admitted. 

Applicant in its brief and on argument of this appeal contends that “Knight- 
hood” and “Black Knight” are not similar and criticizes the examiner’s ruling that 
“Knight” as presented in each of the marks is generally understood as signifying 
a man of military rank in feudal times. This is the apparent meaning of the word 
as used in the marks of both parties, and that it was the intention of both that such 
significance should be recognized is clearly indicated by the specimens referred to, 
which include conventional pictorial representations of knights in armor. Side by 
side comparison would of course distinguish between these marks, but anyone know- 
ing or hearing of opposer’s mark might not remember it in detail and the words 
are considered so similar that their concurrent use would cause likelihood of con- 
fusion within the meaning of the Act. Jacob Englander v. Continental Distilling 
Corporation, 25 C. C. P. A. 1022, 95 F. 2d 320 [28 T.-M. R. 265]. This is further 
emphasized by applicant’s own action in successfully moving for cancellation of 
“Knight Guard of Quality” for similar products in Cancellation No. 4297, Schuckl 
& Co., Inc. v. Arthur Canneries, Inc., the record of which is part of this case by 
stipulation. 

Based on the foregoing the decision of the Examiner of Interferences was clearly 
proper. Both parties, however, raised additional points, applicant contending that it 
has used its mark since 1920 as shown by the record in Cancellation No. 4297 supra, 
(and by stipulation as to its continued use after the dates shown in such testimony) 
and that this indicates that there is no likelihood or possibility of confusion. While 
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not mentioned in either pleadings or briefs, on the argument on appeal applicant’s 
counsel contends that this should be considered under Section 19 of the Trade-Mark 
Act of 1946, which became effective after this proceeding was commenced but which 
section is by its terms applicable to pending proceedings. Since opposer took proper 
steps in Interference 1702 to cancel applicant’s prior registration, there is nothing 
in the record to show any action which should or could have been taken by opposer 
in addition to what was taken with respect to any registration of applicant. Whether 
or not all proceedings in the prior interference proceeding, No. 1702 were properly 
of record, the pleadings and evidence are certainly sufficient to show that applicant’s 
prior registration which consisted of these identical words together with a picture 
of a knight on horseback, was cancelled. The alleged use by applicant is therefore 
considered immaterial, whether under Section 19 or as evidence of lack of con- 
fusion. In any event the evidence of such lack of confusion is merely negative and 
there is no burden on the opposer to show that actual confusion has existed. 

On this appeal opposer has argued that the opposition should have been sus- 
tained not only on the ground of likelihood of confusion but on the basis of res 
judicata in view of Interference 1702, supra. As to this the examiner found that 
opposer having failed to file a copy of applicant’s prior mark or a copy of the 
decision of the Examiner of Interferences in Interference No. 1702, the defense 
could not be considered. The record discloses that opposer apparently did not make 
the prior registration of record. It was, however, stipulated that the record in can- 
cellation No. 4297, Schuckl & Co., Inc. v. Arthur Canneries, Inc., be the record of 
applicant. In that record applicant herein (petitioner in that case) gave notice that it 
relied upon its prior registration No. 150,103 (Record, p. 36) and also introduced 
a certified copy of the specimens filed with the application for that registration 
(Exhibit 4) and other material. This, accompanied by the admission in paragraph 
8 of applicant’s answer as to the outcome of such proceeding and the statements by 
applicant in the prosecution of its application certainly makes the issues involved in 
that interference and their outcome a matter of record herein and it has been con- 
sidered in connection with applicant’s contention as to similarity of its mark. In 
view of the disposition of this matter under the confusion in trade clause of Section 
5 of the Trade-Mark Act of 1905 on the basis of similarity of the marks, I agree 
with the Examiner of Interferences that the right to oppose on the basis of res 
judicata need not be passed on, although disagreeing with his expressed reasons for 
reaching this conclusion. 

Applicant contends that the question of res judicata could not in any event be 
considered on appeal since opposer did not appeal from the decision of the Examiner 
of Interferences. In my opinion opposer as the successful party before the Examiner 
of Interferences had no reason to appeal, if indeed he had any right to do so, but 
that any matter raised on the pleadings and considered by the Examiner of Inter- 
ferences was subject to review. Had I disagreed with the examiner’s conclusion 
on the question of similarity of the marks, and also on the question of res judicata 
rather than agreeing with him, it would be anomalous to hold that opposer, the 
successful party before the examiner, must lose the right to prevent registration of 
the mark opposed because of a difference of opinion within this office as to the 
proper grounds for relief. See Old Monk Olive Oil Co. v. Southwestern Coca-Cola 
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Bottling Co., 28 C. C. P. A. 1091, 118 F. 2d 1015 [31 T.-M. R. 203] ; Minneapolis 
Brewing Company v. Ekhardt & Becker Brewing Company, 38 U.S. P. Q. 344, 493 
O. G. 957; Dunlap & Co. v. Bettmann-Dunlap Co., 23 F. 2d 772, 1928 C. D. 67; 
The Pep Boys, Manny, Moe and Jack v. The Fisher Brothers Co., 25 C. C. P. A. 
818, 94 F. 2d 204 [28 T.-M. R. 91]. 

It is therefore noted in the event it should become material in any further pro- 
ceedings in this matter that the opposer’s right to oppose on the ground of res 
judicata is properly raised, although not determined. 

It is accordingly held that the opposer has shown proper ground for opposition 
on the basis of confusing similarity of the marks under the confusion in trade clause 
of Section 5 of the Trade-Mark Act of 1905, that the goods have the same descrip- 
tive properties, and the opposer having used its mark prior to any use claimed by 
applicant, the notice of opposition was properly sustained. 

The decision of the Examiner of Interferences is affirmed. 





McKESSON & ROBBINS, INCORPORATED v. MANNITONE CORPORA- 
TION (NAME CHANGED TO LEEDOM & WISSLER, INC.) 


Commissioner of Patents—May 28, 1948 


TRADE-MarKsS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Mannitol hexanitrate alone and in combination with phenobarbital, in tablet form used 


to alleviate hypertension, held goods of different descriptive properties from a concentrated 
food drink. 


The mere fact that a food product may contain vitamins or minerals does not make it a 

medicinal preparation. 
OpposiITION—ProoF oF OpposEer’s UsE oF MARK—GENERAL 

Registration under 1905 Act, constitutes prima facie proof of ownership and use of mark 
on goods mentioned therein but does not constitute evidence of use on goods not mentioned 
therein and not fairly within the general nature of the goods referred to in it. 

Opposer’s specimens held not competent evidence of facts stated thereon but under some 
conditions may be referred to as admissions against interest. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by McKesson & Robbins, Incorporated, against Manni- 


tone Corporation (name changed to Leedom & Wissler, Inc.). Opposer appeals 
from dismissal of notice of opposition. Affirmed. 


Samuel Herrick, Washington, D. C., for opposer. 
J. Stuart Freeman, Philadelphia, Pa., for applicant. 


DaNnIELs, A. C.: 


Opposer appeals from the action of the Examiner of Trade-Mark Interfer- 
ences dismissing its opposition to an application for registration of a trade-mark 
under the Trade-Mark Act of 1905. The mark sought to be registered consists of 
the word “Mannitone” for “a brand of Mannitol Hexanitrate, alone and in combi- 
nation with Pheno-Barbital, in the form of tablets used in the alleviation of condi- 
tions of hypertension.” 
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The opposition is based upon opposer’s ownership of a registration under the 
Trade-Mark Act of 1905 of ““Manatone” as a trade-mark for a “concentrated food 
drink,” many years prior to any date claimed by applicant, damage being claimed in 
accordance with the confusion in trade clause of Section 5 of the Act of 1905. Neither 
party took testimony. The Examiner of Interferences has properly held that op- 
poser’s registration for a concentrated food product covers goods of different descrip- 
tive properties than those for which applicant seeks to register its mark. 

On this appeal opposer questioned this ruling on the basis of the descriptive 
properties of the goods and contends that it is shown by the specimens submitted 
that its food product contains vitamins and minerals and as such may be consid- 
ered a remedial or medicinal product. 

While the registration referred to may be relied on as prima facie proof of 
ownership and use of the mark, it does not constitute evidence of use on goods not 
mentioned therein and not fairly within the general nature of the goods referred to in 
the registration, nor as to properties of such goods which are not ordinarily con- 
nected therewith as a matter of common knowledge. Opposer’s specimen is not 
competent evidence of the facts stated thereon although it may be referred to as 
illustrative and under some conditions as an admission against interest. 

Since, however, the applicant did refer to this specimen and base certain argu- 
ments thereon, it is noted that the claim that opposer’s goods possess medicinal 
properties because of vitamin or mineral content is based on statements that the 
food product is prepared from “bananas, coconuts, malt, concentrated milk whey, 
desiccated milk, dextrose and lactose,’’ and that such ingredients contain certain 
vitamins together with compounds of certain minerals. The mere fact that a food 
product may contain vitamins or minerals does not make it a medicinal preparation, 
which might be confused with or considered to have the same descriptive properties 
as a medicinal preparation for the treatment of hypertension. If so, orange juice, 
milk and many foods containing or supposed to contain vitamins might be consid- 
ered to conflict with highly specialized drug products. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


YOUNG v. LEVER BROTHERS COMPANY 
Commmissioner of Patents—June 1, 1948 


TRADE-MARKS—WorpDs INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Pearls” held descriptive of soap flakes, under 1905 Act. 
TRADE-MAaRKS—MarKs Nor CoNFUSINGLY SIMILAR-—PARTICULAR INSTANCES 
“Lux Pearls,” the word “Pearls” being disclaimed, held not confusingly similar to “Pear! 
Borax Soap.” 


Appeal from Examiner of Interferences. 
Trade-mark cancellation proceeding by Young against Lever Brothers Com- 
pany. Registrant appeals from cancellation of registration. Reversed. 


G. C. Callan, Washington, D. C., for petitioner. 
Spencer A. Studwell, New York, N. Y., for registrant. 


KINGSLAND, Commissioner. 
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This is an appeal from the decision of the Examiner of Interferences sustain- 
ing the petition to cancel the registration of the trade-mark “Lux Pearls,” No. 
413,331, issued to Lever Brothers Company, the respondent in this proceeding, on 
April 17, 1945. 

The petition for cancellation was based on prior ownership and use by the 
petitioner of the notation “Pearl” and “Pearl Borax” for soap, as well as on renewed 
registration No. 57,309 for the notation “Pearl” in association with the words 
“Borax Soap.” 

The confusion in trade clause in Section 5 of the Act of 1905 is relied upon as 
statutory ground for cancelling the mark “Lux Pearls.’”’ The appeal in the present 
case was heard by the late First Assistant Commissioner Leslie Frazer on July 3, 
1947, but had not been decided by him at the time of his death a few weeks later. 
By stipulation of October 20, 1947, both parties have waived reargument and have 
submitted the case upon briefs filed before the oral hearing in July, 1947. 

The mark here sought to be cancelled consists of the notation “Lux” in promi- 
nent type associated in smaller print with the word “Pearls’’ which appears below 
the word “Lux.” The goods to which the mark is applied are described in the 
registration as “soap in finely divided pearl-like form” ; the word “Pearls” was dis- 
claimed “apart from the mark.” 

The Examiner of Interferences held that petitioner had failed to establish owner- 
ship of renewed registration No. 57,307 for the notation “Pearl Borax’ on the 
ground that the alleged assignment of this mark to petitioner was invalid. He further 
held, however, that quite regardless of such registration, the petitioner had suc- 
ceeded in proving continuous use of the mark “Pearl” and other marks comprising 
the word “Pearl” on soap at a date prior to the date of the first use of registrant’s 
“Lux Pearls.” More specifically, the examiner found that petitioner had used the 
notation “Pearl” on soap products since the year 1940, while respondent’s first use 
of the mark “Lux Pearls” originated in November, 1944. 

Finally, the examiner came to the conclusion that the word “Pearl” as applied 
to a soap preparation was not descriptive but was used only in a figurative sense. 
He concluded that to purchasers of soap products the word “Pearl” would only 
have a suggestive connotation and that the term, therefore, may have trade-mark 
significance in a legal sense. As a result, the mark “Lux Pearls” was held to be 
calculated to cause confusion in trade between that mark and the petitioner’s “Pearl 
Borax Soap” and cancellation of the mark “Lux Pearls” was recommended by the 
examiner. 

I am unable to agree with this last conclusion of the Examiner of Interferences 
with regard to the significance of the word “Pearl” as applied to soap products. 
Since, in my opinion, the use of the mark “Lux Pearls” is not calculated to deceive 
purchasers, it will be necessary here to pass on the alleged erroneous findings of 
the Examiner of Interferences with regard to proof of prior use and title of the 
notation “Pearl” in the petitioner. Suffice it to say in this respect that I agree with 
the examiner in his ruling that the petitioner has established prior use of the word 
“Pearl” as associated with the word “Borax Soap.” 

It is my opinion, however, that in the light of the evidence submitted by re- 
spondent there can be little doubt that the word “Pearl” as applied to soap flakes 
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has for all practical purposes a descriptive connotation and is used by the respondent 
in that way (respondent’s Exhibit 6). It is so used not only on the front of the 
package, but on the back also it is said : ‘Use these delicate, hollow pearls of soap for 
all baby things.”” Respondent has offered in evidence numerous other exhibits which 
show a purely descriptive use of the word “Pearls.” A good example is, for in- 
stance, respondent’s Exhibit 33 showing the words “‘Vi-Penta-Perles-Roche”’ as des- 
ignation for a drug product. The testimony of respondent’s witness Gilman, to 
which the examiner alludes in his opinion, also clearly tends to show that in adopt- 
ing the “Lux Pearls” trade-mark the respondent intended to use a descriptive or 
at least quasi-descriptive word as a designation for the new product. In this re- 
spect, the witness Gilman testified: 
We chose the name “Lux Pearls,” because, first, we needed a name that would describe 
it, that would set it apart from the flakes, and that would describe its physical format, and, 
and secondly, because we felt that the word “Pearls” did that very very aptly. These 


are tiny, hollow pearls. They, therefore, describe the format of the soap so that the women 
will know it is not the flakes we are talking about. 


It is also clearly established by the evidence that such products as, for instance, 
pearl barley and pearl tapioca have been on the market for many years (respondent's 
Exhibits 24 to 28). I cannot agree with the examiner that the minute size of the 
“Lux Pearls” make the use of the word “Pearls” any less descriptive than it would 
admittedly be if the particles were of a slightly larger size. 

I am furthermore of the opinion that even if the descriptive character of the 
word ‘‘Pearls” as applied to respondent’s soap powder were open to doubt, all such 
doubt should be decided in the present case in favor of respondent in view of the 
prominent trade-mark use of the word “Lux.” It is hardly conceivable that in 
view of the international reputation of the “Lux” trade-mark for soap anyone 
knowing about or seeing the petitioner’s “Pearl Borax Soap” would confuse that 
product with respondent’s “Lux Pearls.’’ This case comes within the doctrine only 
recently restated by the Court of Customs and Patent Appeals in West Disinfecting 
Co. v. Lan-O-Sheen Co., 163 F. 2d 566 [37 T.-M. R. 659[ (C. C. P. A. 1947), 
in which the word “Lan.o.sheen” and “Lustersheen” as used on closely related 
merchandise were held not to be confusingly similar on the ground that the syllable 
“sheen” has a descriptive connotation and that the syllables “luster” and “lano” had 
to be considered the dominant part of the mark. The court there said: 


The word “sheen” clearly is not descriptive of cleaning powders as such. However, 
“sheen” does convey, and is intended to convey, the information that the involved merchan- 
dise when used according to directions in the cleaning of fabrics will, among other 
things, produce a sheen upon the surface of such fabrics. That is one function which 
the cleaning preparations here involved are designed to perform. 

The word “sheen,” standing alone or as part of a composite mark, is merely descriptive 
of the character or quality of the merchandise to which the mark is attached. The word 
cannot therefore be considered under the authorities hereinbefore cited as the dominant 
part of the marks. 

The issue accordingly resolves itself into the question of whether the marks consid- 
ered in their entireties are confusingly similar. (p. 569 [37 T.-M. R. 661]. 


On the same day, the court likewise held that in view of the descriptive meaning 
of the syllable “kut” there was no confusing similarity between the marks “Kut- 
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well” and “ Kutkon.” (Standard Oil Co. of New Jersey v. Alden Speare’s Sons Co., 
163 F. 2d 572 [37 T.-M. R. 578] (C. C. P. A. 1947). Prior to these cases, it had 
been held by the same court that the mark ‘‘Vitamiles” should not be cancelled on 
the ground of another party’s prior use of the word “Vitabuild.” The court there 


said [34 T.-M. R. 337]: 


There is presented here, as is presented in many cases, a situation where a well known 
and commonly used term (in this case “Vita”), having a well.understood significance, is 
combined with another term to constitute a trade-mark. 

* * * 


We do not think that either party to this controversy could successfully contend that 
it is entitled to preempt the field with respect to marks having “Vita” as a portion thereof, 
and thus exclude all others from the use of any mark composed in part of that term, and 
it seems to us that “miles” and “build” in fact, constitute the dominant features of the marks 
before us. It further seems to us that the complete marks, when the significance of each 
is properly considered, are distinctive in character and that confusion is not likely to result 
from their concurrent use on similar goods. 


The record in this case establishes, in my opinion, that the word “Pearls” as applied 
to respondent’s soap products, while perhaps not quite as clearly descriptive as the 
syllable “‘sheen” or “kut” or “vita” in the above cases here referred to, is certainly 
a term so commonly used to describe articles of this kind as to practically reduce 
its trade-mark significance to a minimum. It follows that the word “Lux’”’ is the 
outstanding feature of respondent’s registration No. 413,331 and that the subordi- 
nate word “Pearls” was properly disclaimed by the respondent as unregistrable mat- 
ter. 

Accordingly, the decision of the Examiner of Interferences recommending can- 
cellation of registration No. 413,331 for “Lux Pearls” is reversed. 





BABS CREATIONS v. KING 
Commissioner of Patents—June 3, 1948 


OPPOSITIONS—PLEADING AND PRACTICE—PROoF OF RECORDED ASSIGNMENT 
Certified copies of assignments of registrations held competent and adequate evidence 
of assignment and sufficient to show title to the registrations involved, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Applicant’s motives in selecting mark held immaterial. 
Meaning is not the only test of confusing similarity. 
Applicant does not avoid confusing similarity by taking conspicuous portion of opposer’s 
mark and adding to it a disclaimed descriptive word. 
Use of French equivalent in one application does not avoid confusingly similarity. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Forever Amber” and “Toujours Amber,” the word “Amber” being disclaimed, held con- 
fusingly similar to “Forever Yours,” used on similar goods, under 1905 Act. 


Appeals from Examiner of Interferences. 
Trade-mark oppositions by Babs Creations against Emmett M. King. Applicant 
appeals from decisions sustaining two notices of opposition. Affirmed. 


James R. McKnight, Chicago, IIl., for opposer. 
Howard P. King, New York, N. Y., for applicant. 
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DanieLs, A. C.: 


These are appeals from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining oppositions to the registration of two trade-marks sought to be 
registered under the Trade-Mark Act of 1905. The proceedings in the two opposi- 
tions were argued together on the same brief and on records which differed only in 
minor detail. The marks sought to be registered consist of the words ‘Forever 
Amber” (Serial No. 484,302 involved in opposition No. 24,894) and the French 
equivalent “Toujours Amber” (Serial No. 484,303 involved in opposition No. 
24,895) each applied to “perfume, colognes, toilet water, rouge, lipstick, and face 
powder,” “Amber” being disclaimed. 

The notice of opposition alleged prior use and ownership by opposer of the 
trade-mark “Forever Yours” on cosmetic products and sets up ownership of reg- 
istration of this mark under the Trade-Mark Act of 1905, registration No. 380,382, 
registered, by opposer’s alleged predecessor, Babs Creations, Inc., August 20, 1940, 
for “perfumes, face powder, lipsticks, face creams, lotions and hair tonics,”” probable 
damage being alleged under the confusion in trade clause of the Trade-Mark Act 
of 1905. Applicant took testimony with reference to the reasons for his selection of 
the mark and his claim that the marks are not confusingly similar. Opposer took no 
testimony relying upon the prior registration referred to above. Certified copies of 
assignment from the original registrant recorded in the United States Patent Office 
were introduced as proof of opposer’s title thereto. 

There is no question but that that registration was granted prior to any use 
claimed by applicant of the marks sought to be registered, and similarity of the 
goods is conceded. The only questions for decisions are whether or not opposer’s 
proof of title to such registration was sufficient and whether or not the marks 
are confusingly similar within the meaning of Section 5 of the Trade-Mark Act 
of 1905. 

It is applicant’s contention that the certified copies of the Patent Office record 
of the assignments from the original registrant to opposer are not adequate proof 
of title and that the original assignment should have been produced and properly 
proven in order that it might be determined whether or not there are erasures, 
interlineations, or changes and so that witnesses proving them might be subject to 
cross-examination. This raises no question as to the actual existence of the Patent 
Office record as to such assignments offered by opposer nor as to the form or 
contents of such documents. Nor is any question raised as to the introduction 
of such registration being prima facie proof of ownership and use, assuming title 
to be in opposer. Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 
C. C. P. A. 1244, 90 F. 2d 257 [27 T.-M. R. 462]. It has been held that under 
Section 10 of the Trade-Mark Act of 1905, such certified copies of assignments are 
competent and adequate prima facie evidence of such assignment, and sufficient to 
show title to the registrations involved. Rosengart v. Ostrex Co., 30 C. C. P. A. 
1046, 136 F. 2d 249 [33 T.-M. R. 284]. Since applicant offered no evidence to 
rebut this prima facie showing the proof of opposer’s title to the registration re- 
ferred to must be accepted as adequate. And technical failure of proof of owner- 
ship would benefit applicant in any event only to the extent of substituting ex parte 
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for inter partes action, if the question of similarity of marks were to be resolved 
against him. 

In support of its contention that the marks are not similar, applicant has testi- 
fied that his selection of the words “Forever Amber” for perfume was inspired by 
the publication and wide circulation of a novel by that name; that he had been 
looking for a name for perfume and it seemed to him that this was a “striking” 
name for such a product. As to the use of the French equivalent he stated that 
“due to the fact that perfume is almost synonymous with France, to cover the 
name properly I believed that the French equivalent should be used... .” Appli- 
cant’s motives in selecting a mark are normally immaterial. Whitehall Pharmacal 
Company v. Lederle Laboratories, Inc. 591 O. G. 668, 71 U. S. P. Q. 13; Procter 
& Gamble Co. v. Eney Shortening Co., 50 App. D. C. 42, 267 F. 344. But in this 
case this argument is apparently advanced as indicating that the marks will have a 
different meaning or significance to the public. While from applicant’s statements 
it is probable that at the time the testimony was taken the name of the book was 
well known to a substantial part of the purchasing public, it is equally probable that 
it would have no significance to others. Neither can it be assumed that the novel 
referred to is a literary work of such a nature that such significance is now or 
will long continue to be recognized by that portion of the public which had read or 
heard of it at the time the testimony was taken. The Examiner of Interferences 
is therefore correct in stating that “this special significance thereof is deemed to be 
here of no consequence. George H. Ruth Candy Co., Inc. v. The Curtiss Candy Co., 
18 C. C. P. A. 1471, 49 F. 2d 1033 [21 T.-M. R. 100].” Nor is it necessary to 
speculate on what significance, if any, the use of the name of such book might be 
expected or intended to suggest to the purchasing public when used on these 
products, nor that this was such that in its use on perfume it would be associated 
with the book. It is, however, considered probable that there might be less likeli- 
hood of such association when the French expression is used. 

Even though the marks may differ in meaning or connotation to some or all of 
the public, the meaning is not the only test. Regardless of meaning, applicant has 
taken a word which forms a conspicuous portion of opposer’s mark, added to it 
a disclaimed descriptive word and now seeks to distinguish it from the prior 
registration. Carmel Wine Co. v. California Winery, 1912 C. D. 428, 38 App. 
D. C. 1; Charles of The Ritz, Inc. v. Elizabeth Arden Sales Corporation, 34 
C. C. P. A. 1029, 161 F. 2d 234 [37 T.-M. R. 457]; Jacob Englander v. Conti- 
nental Distilling Corporation, 25 C. C. P. A. 1022, 95 F. 2d 320 [28 T.-M. R. 265]. 
Even though descriptive or disclaimed portions of a mark cannot be wholly disre- 
garded, it must be considered that in this case “Forever” or its French equivalent 
would be regarded by the public as the conspicuous or significant feature of the 
mark and that taken in their entireties the marks are confusingly similar within 
the meaning of the confusion in trade clause of Section 5 of the Trade-Mark Act 
of 1905. 

Both parties and the Examiner of Interferences have regarded the French and 
English terms as subject to the same considerations. The use of the French term 
is obviously not sufficient to require it to be treated differently than the English 
expression. E. Daltroff & Cie v. V. Vivaudou, Inc., 19 C. C. P. A. 715, 53 
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F. 2d 536; In re Maclin-Zimmer-McGill Tobacco Co., 262 F. 635; The Bon Ami 
Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. 826, 93 F. 2d 915 [28 T.-M. R. 
87]. 


The decisions of the Examiner of Interferences are affirmed. 


WELLS LAMONT CORPORATION v. BLUE RIDGE OVERALLS 
COMPANY 


Commissioner of Patents—June 4, 1948 


TRADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Overalls and overall jackets held goods of the same descriptive properties as work gloves 
of combined leather and fabric. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Big Bomber,” in association with representation of airplane, held confusingly similar 
to “Brown Bomber,” in association with representation of a boxing glove, used on similar 
goods, under 1905 Act. 
OpposITIONS—ProoFr OF USE OF MARK—EFFECT OF REGISTRATION 
Registration under 1905 Act constitutes prima facie proof of ownership and use of mark 
as of the date of filing of application to register. 
OpposITIONS—PROoF OF USE oF MARK—GENERAL 
Stipulated proof that “opposer has sold over 425,000 pairs of work gloves under the trade- 
mark “Brown Bomber” during the period October 4, 1939, to January 1, 1946,” held suffi- 
cient to show a course of business beginning October 4, 1939, rather than a single action 
at an unidentified date during the period. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Wells Lamont Corporation against Blue Ridge 
Overalls Company. Applicant appeals from decision sustaining notice of oppo- 
sition. Affirmed. 


Parry & Miller, Washington, D. C., for opposer. 
William F. Hall, Washington, D. C., for applicant. 


DANIELS, A. C.: 


Applicant appeals from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining opposition to its application to register a trade-mark for 
“overalls, namely, bib overalls, waistband overalls, coveralls (combination pants 
and jackets), and overall jackets,” under the Trade-Mark Act of 1905. The mark 
shown in the drawing of this application comprises the words “Big Bomber’’ printed 
on an arcuate panel in association with a representation of an airplane. The oppo- 
sition is based on the confusion in trade clause of Section 5 of the Act of 1905, and 
opposer relies upon ownership and prior use of the trade-mark “Brown Bomber” 
shown in its registration No. 377,222, registered April 23, 1940, under the Act 
of 1905 for ‘“‘work gloves of combined leather and fabric.” 

In addition to the question of priority of use of the respective marks of the 
parties upon the goods involved, applicant on this appeal contends that the goods 
of the parties do not have the same descriptive properties, and that the marks are 
not confusingly similar within the meaning of the Act. Work gloves and overalls 
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must be considered to have the same descriptive properties. Rogers Peet Com- 
pany Vv. B. F. Goodrich Co., 31 C. C. P. A. 1191, 143 F. 2d 880 [34 T.-M. R. 244]; 
Vanity Fair Mills, Inc. v. Pedigree Fabrics, Inc., 34 C. C. P. A. 1033, 161 F. 2d 
226 [37 T.-M. R. 461]. “Big Bomber” and “Brown Bomber” are considered to 
be the portions of the respective marks having greatest significance and most apt 
to be noticed or remembered by the public. While applicant does show an air- 
plane in the drawing forming part of its application, and the specimens filed by 
opposer show a boxing glove used in close association with the words “Brown 
Bomber” these are not considered sufficient to distinguish them. W. B. Rodden- 
bery Co. v. Kalich, 34 C. C. P. A. 1084, 158 F. 2d 289 [37 T.-M. R. 73]. Jacob 
Englander v. Continental Distilling Corporation, 25 C. C. P. A. 1022, 95 F. 2d 
320 [28 T.-M. R. 265]. Nor does the fact emphasized by applicant that the 
phrase “Brown Bomber” may be “universally recognized” in this country as a 
pseudonym or sobriquet for the current heavyweight champion affect this con- 
clusion. Geo. H. Ruth Candy Co., Inc. v. The Curtis Candy Co., 18 C. C. P. A. 
1471, 49 F. 2d 1033 [21 T.-M. R. 100]. 

The questions raised by applicant on this appeal which must be determinative 
thereof relate to the sufficiency of the proof of ownership and prior use of its 
mark by opposer. These refer to the adequacy of opposer’s registration as show- 
ing it to be the owner of the mark, and to the construction to be given the stipula- 
tion entered into between the parties. 

Applicant’s proofs show and opposer concedes, that applicant began its use of 
“Big Bomber” January 1, 1940. Opposer’s trade-mark “Brown Bomber” for 
“work gloves” was registered April 23, 1940, on an application filed December 11, 
1939. It is of course well settled and applicant does not question the fact that 
the registration is prima facie proof of ownership and therefore of use as of the 
date of its registration. Ely & Walker Dry Goods Co. v. Sears Roebuck & Co., 
24 C. C. P. A. 1244, 90 F. 2d 257 [27 T.-M. R. 462]; Rosengart v. Ostrex Co., 
30 C. C. P. A. 1046, 136 F. 2d 249 [33 T.-M. R. 284]. Opposer contends that 
when a trade-mark is registered this prima facie showing is effective as of the date 
of filing of the application which matured into that registration, while applicant 
contends that only the date of registration can be considered. Since applicant’s 
proven date of first use concededly falls between the date of filing of the applica- 
tion for opposer’s registration and its date of registration it is necessary to deter- 
mine whether opposer’s registration constitutes prima facie showing of owner- 
ship as of the date of registration or as of its filing date. 

Each of the parties states that there is no reported cae in which this has 
been specifically determined with reference to an opposition proceeding or an in- 
fringement suit, applicant contending that the situation is different with respect to 
cancellation or interference proceedings. So far as I am aware, there is no case 
specifically passing on the question in an opposition proceeding. 

The right to rely upon a registration under the Trade-Mark Act of 1905, as 
prima facie showing of ownership and use in an opposition proceeding (Ely & 
Walker Dry Goods Co. v. Sears, Roebuck & Co., supra; Rosengart v. Ostrex Co., 
supra) is based on Section 16 of the Trade-Mark Act of 1905 (U. S. C., title 15, 
Sec. 96), which provides : 
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That the registration of a trade-mark under the provisions of this Act shall be prima 
facie evidence of ownership. 


Section 1 of that Act (U. S. C., title 15, Sec. 81) provides for the filing of an 
application for registration which is required to contain a statement of use and a 
drawing and specimens of the trade-mark “as actually used.”’ Section 2 (U.S. C., 
title 15, Sec. 82) provides: 


That the application prescribed in the foregoing section, in order to create any right 
whatever . . .. must be accompanied by a written declaration verified by the applicant, .... 
that such trade-mark is used in commerce among the several states 


Section 11 of the Act (U. S. C., title 15, Sec. 91) refers to the certificates of 
registration to be issued and states: 


The certificate shall state the date on which application for registration was received 
in the Patent Office. 


The existence of such use as of the date of filing of the application for registra- 
tion is therefore a statutory prerequisite to any valid registration and without such 
use the Patent Office would be without jurisdiction to issue any certificate of reg- 
istration. The Trade Mark cases, United States v. Steffens; United States v. 
Whitteman; United States v. Johnson, 100 U. S. 82. Such certificates of registra- 
tion have been accepted by the courts without further showing as prima facie evi- 
dence of compliance with all regulations, the burden of showing noncompliance being 
on the person asserting it. Hughes v. Smith, 209 F. 37 (C. C. A. 2d). See also 
General Baking Co. v. Commander-Larabee Corp., 23 C. C. P. A. 973, 82 F. 2d 
427 [26 T.-M. R. 278]. This appears to support the opposer’s contention that 
when a registration issues the date on which its application was regularly filed is 
that which must be accepted as prima facie evidence of ownership under Section 16 
of the Trade-Mark Act of 1905. If this could not be relied on it might be necessary 
in every instance to prove use as of the filing date since in the absence of such 
use the registration would be invalid and subject to cancellation. (Section 13 of 
the Act of 1905, U. S. C., title 15, Section 98.) 

This appears to be substantiated by the holding of the Court of Customs and 
Patent Appeals in Charles of the Ritz, Inc. v. Elizabeth Arden Sales Corporation, 
34 C. C. P. A. 1029, 161 F. 2d 234 [37 T.-M. R. 457]. 

While that was a cancellation proceeding under Section 13 rather than an oppo- 
sition under Section 6 of the Trade-Mark Act of 1905, in that case both the petitioner 
for cancellation and the respondent relied upon their registrations, no additional 
evidence being introduced by either. The petitioner’s registration which was ac- 
cepted as prima facie proof of ownership and use, was filed May 13, 1941, and 
registered December 22, 1942. The respondent’s registration, cancelled in view of 
the registration last referred to, was registered September 29, 1942, on an applica- 
tion filed June 10, 1942. The finding that petitioner in that case might rely upon 
the earlier filing date even though the registration issued thereon was later in date 
than the registration sought to be cancelled, is considered directly applicable in sup- 
port of opposer’s contention that it may rely on its filing date in this proceeding. 
The fact that that was a cancellation proceeding rather than an opposition does 
not appear to change this since the question ruled on in that case was the effective- 
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ness of the filing date of the registration as prima facie evidence of ownership. In 
that case the court stated [37 T.-M. R. 458]: 


Each of the tribunals of the Patent Office held that as appellee was the first to file its 
application and, as its application was filed long prior to the filing date of appellant’s ap- 
plication and appellant’s record date of use, it was unnecessary that appellee submit evi- 
dence other than his registration for the purpose of establishing its priority of use and 
its ownership of its mark. 


The court further said [37 T.-M. R. 459]: 


We are in agreement with the tribunals of the Patent Office that as appellee was the 
first to file its application for registration, and that as its claimed first use set forth therein 
is long prior to the claimed first use in appellant’s application, appellee’s registration is 
prima facie proof that it was the owner of its registered mark. See Rosenberg Co. v. 
Phillips-Jones Co., Inc. (1921 C. D. 81, 289 O. G. 411) .... and General Baking Co. v. 
Commander-Larabee Corp. (23 C. C. P. A. 973, 82 F. 2d 427 [26 T.-M. R. 278] .... 


In Rosenberg Co. v. Phillips-Jones Co., supra, this same conclusion was reached 
by the Assistant Commissioner of Patents in an interference proceeding which 
appears to have involved this specific question and which involved a registration 
and an application rather than two or more applications. 

Applicant cites a number of cases in support of its contention that the applica- 
tion as filed is merely a self-serving declaration which while under oath has not 
been subject to cross-examination and cannot be relied upon. Continental Distilling 
Corp. v. Three G Distillery Corp., 31 U.S. P. Q. 142, 472 O. G. 744, has reference 
to attempts to use such applications as prima facie evidence prior to the issuance 
of a registration thereon. The references as to dates of registration in certain 
other cases cited by the parties do not appear to be precisely in point since the dates 
proven were actually prior or subsequent to both the filing date and the date of the 
registration. Canapa v. Boehm, 117 O. G. 2089, 1905 C. D. 291 (Act of 1881) ; 
Wardall v. Comex Wine & Spirits, Inc., 56 U. S. P. Q. 450, 548 O. G. 773; C. B. 
Shane Corporation v. Desmond’s, 31 C. C. P. A. 779, 139 F. 2d 502; Continental 
Distilling Corporation v. B. Cribari & Sons, Inc., 40 U. S. P. Q. 253, 499 O. G. 
791; Continental Distilling Corporation v. Bernheim Distilling Company, 58 
U.S. P. Q. 490, 553 O. G. 775. See also Vanity Fair Mills, Inc. v. Pedigree Fab- 
rics, Inc., 34 C. C. P. A. 1033, 161 F. 2d 226 [37 T.-M. R. 461]. 

Based on the foregoing it is my opinion that the prima facie showing of owner- 
ship attributed to the registration relates not only to the registration date but to the 
filing date of the application herefor, and accordingly establishes ownership of op- 
poser’s mark as of December 11, 1939, its filing date, which is prior to any date 
claimed by applicant. 

Applicant questions the stipulated proofs of opposer as to its date of use which, 
so far as pertinent states that “opposer has sold over 425,000 pairs of work gloves 
under the trade-mark ‘Brown Bomber’ during the period of October 4, 1939, to Jan- 
uary 1, 1946.” Applicant states that this is insufficient and would merely prove sales 
at some time during that period. This rule of “period testimony” is well recognized 
where ambiguity exists, but under all the circumstances of this case the stipulated 
testimony obviously was intended to refer to sales beginning on that date. Taken 
in connection with the allegations of the notice of opposition and the claimed date 
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of first use in the application for opposer’s registration, applicant in signing the 
stipulation could not have been unaware of the intent of this paragraph. Such a 
stipulation must be read in the light of the circumstances, 60 C. J. 63, and it is 
therefore considered that it did not relate to a single action at an unidentified date 
but was obviously intended to refer to a course of business beginning October 4, 
1939, opposer’s claimed date of first use. While stipulated testimony should be 
carefully prepared, it is believed that in this instance the meaning is clear. 

In view of the foregoing, the holding of the Examiner of Interferences that 
the goods have the same descriptive properties; that the marks are confusingly 
similar within the meaning of Section 5 of the Trade-Mark Act of 1905; and that 
opposer has established priority both by its registration and the stipulated testi- 
mony, is considered to be correct. 

The decision of the Examiner of Interferences is affirmed. 


LEHN & FINK PRODUCTS CORPORATION v. WYETH INCORPO- 
RATED 


Commissioner of Patents—June 8, 1948 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Fact that there is no likelihood of anyone accepting or using one product in place of the 
other held immaterial. 
Test is whether or not the general character of the goods is such that there might be 
confusion on the part of the public as to the source of origin of the respective products. 
OpposITIONS—Proor oF UsE—EFFECT OF REGISTRATION 
Opposer’s registration under 1905 Act, in the absence of evidence to the contrary, is prima 
facie evidence of its ownership and use of the mark on the products referred to therein. 
TRADE-MARKsS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Combined dosage penicillin and aluminum hydroxide gel, intended for internal penicillin 
therapy, useful for treatment of ailments including those of the throat, held goods of the same 
descriptive properties as antiseptic and disinfectant preparation recommended for germicidal 
and sterilizing uses in cases including sore throat. 
Fact that one is for internal use and the other for external use held immaterial. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Amphocillin” held confusingly similar to “Amphyl,” used on similar goods, under 1905 
Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Lehn & Fink Products Corporation against Wyeth 
Incorporated. Applicant appeals from decision sustaining notice of opposition. 


Affirmed. 


Klein, Alexander & Pohl, New York, for opposer. 
Dudley Browne, New York, N. Y., for applicant. 


DANIELs, A. C.: 


Applicant appeals from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining an opposition to its application to register the word “Amphocillin” 
under the Trade-Mark Act of 1905, as a trade-mark for “combined dosage penicillin 
and aluminum hydroxide gel.” The notice of opposition is based on the confusion 
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in trade clause of Section 5 of the Act of 1905, and alleges ownership of prior use 
of the trade-mark ““Amphyl,” and of registration thereof, No. 307,869, registered 
November 7, 1933, under the Act of 1905, for “antiseptic and disinfectant prepara- 
tion recommended for germicidal and sterilizing uses; as a personal deodorant and 
after-shaving lotion; for use in douching, irrigations, and personal hygiene gener- 
ally ; in cases of skin irritations, rashes, itches, burns, sunburns, sore throat, ring- 
worm of the foot, stings and insect bites, and as an antiseptic agent in cutting oils 
and grease in engineering and industrial plants generally.” Neither party took 
testimony, but by stipulation opposer’s ownership of the registration referred to is 
conceded, and specimens of applicant’s product, mark and certain advertising lit- 
erature is of record. Certain publications as to properties of penicillin have also 
been submitted. There is no question as to opposer’s ownership of its mark, and 
its use thereof prior to any date claimed by applicant, the only question for con- 
sideration being whether or not the marks and products of the parties are or are not 
confusingly similar within the meaning of the Act. 

Both parties have devoted much of their briefs and arguments to the nature and 
properties of the goods involved, applicant contending that because of the dif- 
ference in their nature and the uses to which they may be put, as well as in price 
and sales outlets, there is no probability of confusion. Much of this discussion deals 
with chemical or medicinal matters, which would not be considered or perhaps 
understood by many purchasers, but it is clear that the product on which applicant 
uses its mark is intended for internal penicillin therapy, while opposer’s is a germi- 
cide and disinfectant for external use. It would probably be necessary, if this were 
the test, to agree with applicant that there was no likelihood of anyone accepting or 
using one product in place of the other. This is not, however, the test. The ques- 
tion for consideration is whether or not their general character is such that there 
might be confusion on the part of the public as to the source of origin of the re- 
spective products. Van Pelt & Brown, Inc. v. John Wyeth & Brother, Inc. 
(C. C. P. A.) 161 F. 2d 244, 73 U.S. P. Q. 408. 

Opposer’s registration, which in the absence of evidence to the contrary is prima 
facie evidence of its ownership and use of the mark on the products referred to, 
states that it has used the mark for antiseptic and disinfectant preparations recom- 
mended for germicidal and sterilizing uses in cases of sore throat and other ailments. 
Applicant’s penicillin product is an internal preparation, useful for treatment of 
many ailments, including those of the throat. Both are therefore considered to 
be medicinal preparations, as found by the Examiner of Interferences, and to have 
the same descriptive properties. Schering & Glatz, Inc. v. Sharp & Dohme, 
Incorporated, 32 C. C. P. A. 827, 146 F. 2d 1019 [35 T.-M. R. 46]; West Disin- 
fecting Company v. Cliff C. Owen (C. C. P. A.), 165 F. 2d 450, 76 U.S. P. Q. 315; 
Campbell Products, Inc. v. John Wyeth & Brother, Incorporated, 31 C. C. P. A. 
1217, 143 F. 2d 977 [34 T.-M. R. 248] ; Parke, Davis & Company v. Surrey Lab- 
oratories, 540 O. G. 712, 53 U. S. P. QO. 603. The fact that one is for internal use 
and the other for external use, is of no consequence. West Disinfecting Company 
v. Cliff C. Owen, supra. 

As to the similarity of the marks, they must be considered confusingly similar 
within the meaning of the Act, both in sound and in appearance. Schering & 
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Glatz, Inc. v. Sharp & Dohme, Incorporated, supra. Van Pelt & Brown, Inc. v. 
John Wyeth & Brother, Inc., supra. International Vitamin Corporation v. Win- 
throp Chemical Company, Inc., 32 C. C. P. A. 899, 147 F. 2d 1016 [35 T.-M. R. 70]. 
Accordingly the decision of the Examiner of Interferences that the concurrent 
use of the marks on these goods is likely to cause confusion, is considered amply 
sustained by this record. 
The decision of the Examiner of Interferences is affirmed. 


EDWARD McROSKEY ,MATTRESS COMPANY v. MILWAUKEE 
BEDDING COMPANY 


Commissioner of Patents—June 9, 1948 


OPPOSITIONS—PLEADING AND PRACTICE—AMENDMENT OF NOTICE OF OPPOSITION 
Motion to amend notice of opposition, brought more than 30 days after publication of 
applicant’s mark, held properly denied under 1905 Act. 
OpPposITIONS—PLEADING AND PRACTICE—MOTIONS TO STRIKE 
Testimony as to opposer’s sales of cotton felt and staple cotton, offered pursuant to motion 
to amend notice of opposition filed too late, held properly stricken. 
TRADE-MArRKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Cotton felt in bales and bats, used in manufacturing automobile and furniture upholstery, 
held goods of the same descriptive properties as finished mattresses, pads, pillows, cushions 
and upholstery. 
TRADE-MARKS—REGISTRABILITY—EFFECT OF THIRD Party REGISTRATIONS 
Prior registrations of similar marks, issued to third parties, do not strengthen applicant’s 
claim to registration under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Mor-Flex” held confusingly similar to “Airflex,” used on similar goods, under 1905 


Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Edward McRoskey Mattress Company against Mil- 
waukee Bedding Company. Applicant appeals from decision sustaining notice of 
opposition. Affirmed. 


Boyken, Mohler & Beckley, San Francisco, Calif., for opposer. 
M.S. Meem, Washington, D. C., for applicant. 


Murpny, A. C.: 


Milwaukee Bedding Company appeals from the decision of the Examiner of 
Trade-Mark Interferences which sustained the opposition of the Edward McRoskey 
Mattress Company to the application for registration of the mark “Mor-Flex” for 
use upon “cotton felt in bales and bats’ and held the applicant not entitled to the 
registration sought. The opposer relies upon its mark “Air-Flex” shown in Reg- 
istration Nos. 226,624 and 383,018 for products therein described as “mattresses, 
bedsprings, pillows, couches, pads and cushions” and, in addition to the recited 
products, has pleaded use of its mark upon upholstery. 

The allegations contained in the notice of opposition relate only to the con- 
fusion in trade clause of Section 5 of the Act of 1905 as a statutory ground for 
negativing the right of registration claimed by the applicant. 
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Both parties have filed testimony and briefs and both were represented at the 
oral hearing. 

Applicant’s mark, “Mor-Flex,” was published in the Official Gazette May 29, 
1945, and the notice of opposition was filed on June 23, 1945. On March 8, 1946, 
opposer submitted a motion to amend the notice of opposition under Rule 15(b) 
of the Federal Rules of Civil Procedure the purpose of which was to add the product 
cotton felt to the list of products originally pleaded. On March 14, 1946, the 
examiner denied this motion, holding that the amendment might not be entered 
without the written consent of the applicant in view of the 30-day clause of Section 
6 of the Act of 1905, relying on Hannis Distilling Company v. George W. Torrey, 
32 App. D. C. 530, 141 O. G. 569, and Juliana Underwear Company v. Drittel, 
65 U. 5. P..Q. 235. 

The consideration of a motion filed by applicant to strike all testimony relating 
to the sales of cotton felt and staple cotton bearing the “Airflex’’ mark, was post- 
poned until final hearing, and in his decision, the examiner adhered to the ruling 
denying the motion to amend and granted the motion to strike to the extent that 
any testimony offered relative to the use by the opposer of its mark on cotton felt 
was not considered in the determination of the case, relying on Norma-Hoffman 
Bearings Corp. v. Hufnagel, 123 F. 2d 648, 536 O. G. 5, 1942 C. D. 176, 29 
C.C. P. A. 732 [32 T.-M. R. 30]. 

The case before me on appeal presents three questions: (1) Was the motion 
to amend the notice of opposition properly denied and the motion to strike properly 
granted ; (2) are the products “cotton felt in bales and bats” and “mattresses, bed- 
springs, pillows, couches, pads, and cushions,” goods of the same descriptive prop- 
erties within the meaning of the Act of 1905; and, if so, (3) would the concurrent 
use of the respective marks “Mor-Flex” and “Airflex” on the respective goods of 
the parties be likely to cause confusion or mistake in the mind of the public or lead 
to the deception of purchasers ? 

In the decision from which this appeal is taken, the examiner, citing the decision 
in Sears Roebuck & Company v. Allied Stores Corporation, 547 O. G. 614, 56 
U. S. P. Q. 274, in which the commissioner held “cotton batting on the one hand 
and sheeting and pillow cases on the other hand to be goods of the same descriptive 
properties,” held the goods involved here to be even more closely related than 
those in the cited case and accordingly held them to possess the same descriptive 
properties within the meaning of the Act. Dismissing applicant’s argument as to 
the large number of registrations containing the syllable “Flex” issued to others as 
immaterial to the question of registration and citing Hygienic Products v. Hunt- 
ington Laboratories, 31 C. C. P. A. 773, 139 F. 2d 508, 559 O. G. 709, 60 U. S. P. Q. 
205, the examiner held that both marks were dominated by the suffix “Flex,” and 
that in addition to the identical features of the suffixes, additional similarities be- 
tween the marks “Mor-Flex” and “Airflex’’ were present which in his opinion 
would be reasonably likely to lead to confusion in trade. 

Applicant in its brief and at oral hearing has argued that its goods, cotton felt, 
are sold to manufacturers or wholesalers, 95 percent of its output going into the 
manufacture of Nash and Ford automobiles, and that no sales are made to the 
general public, while the opposer’s goods, it was argued, including mattresses and 
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upholstery, are sold for use in homes, hotels, institutions and by corporations and 
individuals. Much stress is placed on the number of prior registrations including 
the notation “Flex” as a prefix or suffix, and it is argued that so commonly used 
an expression as “Flex’’ would not be depended upon by the public to distinguish 
the origin of the goods. 

The arguments of both applicant and opposer have been carefully considered, 
and the decisions referred to in the briefs of the parties and cited at oral hearing 
have been consulted. 

As to the first question, opposer’s contention that it should have been entitled to 
amend the notice of opposition to add another item sold under its mark and to 
present evidence concerning the sale of this item, I am of the opinion that the 
examiner’s ruling denying the motion to amend and granting the motion to strike 
to the extent of refusing to consider the testimony offered relative to the use of 
opposer’s mark on goods held not properly included in the pleadings was correct. 
Notwithstanding opposer’s argument as to the effect of the Federal Rules of Civil 
Procedure, the statute and the authorities appear clear on this point. Section 6 of 
the Act of 1905 states that the registration of a mark may be opposed by the 
filing of a notice of opposition “stating the grounds therefor .. . . within 30 days 
after the publication of the mark sought to be registered .... In the Hannis Dis- 
tilling Company case, supra, relied upon by the examiner, the court quoted with 
approval a statement by the examiner denying a similar motion in the following 
language : 

If the amendment does not contain matter constituting new grounds of opposition no 
advantage can result to the opponent from its admission and the amendment should be 
denied; if it does set out new grounds of opposition it is brought too late and cannot be 
allowed. 


Since the addition of another product alleged to have been sold under opposer’s 
mark was unquestionably a new ground for opposition and since the motion was 
brought after the 30-day period set by statute, it was clearly too late and prop- 
erly denied. While the contention here is that the amendment is to clarify the 
issue and should thus have been admitted under Rule 15(b) of the Rules of Civil 
Procedure, the statute, as stated by the commissioner in Juliana Underwear Com- 
pany v. Drittel, supra, has not been superseded by the Rules and “the time limit 
within which a notice of opposition may be filed still stands.” 

The goods of the applicant, cotton felt, used in manufacturing automobile and 
furniture upholstery, and the goods of opposer, finished mattresses, pads, pillows, 
cushions and upholstery appear clearly to be goods of the same descriptive proper- 
ties as contemplated by the Act. In the decision cited by the examiner, Sears, 
Roebuck & Co. v. Allied Stores Corporation, supra, the Commissioner said 
[33 T.-M. R. 161]: 


It appears the cotton-batting to which the mark is applied is featured by opposer as 
suitable for making comforters, being the main warmth-giving element thereof, and thus 
cotton-batting is closely related to bedding. In my opinion the examiner was clearly cor- 
rect in considering cotton-batting on the one hand and sheets and pillow cases on the other 
hand to be goods of the same descriptive properties. 
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I agree with the examiner that the goods here involved are obviously even 
more closely related than those considered in the cited case, and his holding that 
the goods under consideration possess the same descriptive properties is affirmed. 

The remaining question, that of the alleged confusing similarity of the marks 
‘“Mor-Flex” and “Airflex” is more troublesome and raises some doubt if con- 
sidered in conjunction with the many decisions which have been cited and the 
many similar marks which have been registered. A consideration of the many 
prior decisions on the question of confusing similarity, however, is not helpful in 
this case, the only proper approach to the correct solution of which would appear 
to be the careful consideration of the two marks in their entireties, the considera- 
tion of the nature of the goods to which the marks are applied and the application 
of tested rules for determination of likelihood of confusion. 

That the goods of the two parties are closely related, I believe, is without ques- 
tion. The two marks have the identical suffix, “Flex,” which I consider the domi- 
nant portion of each. Many marks with either the prefix or suffix “Flex” have 
been registered for this class of goods ; applicant has cited 23 registrations in the last 
36 years, all but two of which were registered before this applicant first used its 
mark “Morflex”’ on October 25, 1944. This situation does not affect applicant’s 
claim to the right of registration. The Court of Customs and Patent Appeals in dis- 
cussing this situation stated in Hygienic Products Company v. Huntington Lab- 
oratories, Inc., supra [34 T.-M. R. 50]: 


We have frequently said that an applicant for the registration of a trade-mark does not 
strengthen his own case by pointing out a confusing similarity between trade-marks regis- 
tered in the Patent Office which are not involved in applicant’s proceeding. It has always 
been the view of this court that an applicant’s right to the registration of a mark, which 
implies the exclusive right to use the same, is not enlarged or changed by a consideration 
of confusingly similar trade-marks which have been registered in the Patent Office. 
Appellee’s argument, in effect, amounts to a contention that since there is already con- 
fusion by reason of Patent Office registrations and extensive use of the term “dent” in 
many marks, it should have the right to further add to the existing confusion. We do not 
think the registration statute was intended to promote such a condition as appellee, in 
effect, argues for. 


The similarities of the two marks, I feel, outweigh the differences. The dif- 
ferences in the first syllables “Mor” and “Air” are not sufficient, in my opinion, to 
avoid the likelihood of confusion resulting from the concurrent use of the two 
marks and any doubt which there may be as to this likelihood of confusion, I be- 
lieve, should be resolved against the newcomer, as stated in Pepsodent Co. v. Com- 


fort Manufacturing Company, 23 C. C. P. A. 1224, 29 U.S. P. Q. 601, 604: 


The marks being similar and the goods being identical, we think that confusion to 
purchasers of goods upon which the two marks were concurrently used would be likely. 
Doubts, if any, should be resolved against the newcomer. 


Since I find no error in the decision of the Examiner of Interferences, the 
decision sustaining the notice of opposition and adjudging the applicant not en- 
titled to the registration for which it has made application is affirmed. 


Lc 
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upholstery, are sold for use in homes, hotels, institutions and by corporations and 
individuals. Much stress is placed on the number of prior registrations including 
the notation “Flex” as a prefix or suffix, and it is argued that so commonly used 
an expression as “Flex’’ would not be depended upon by the public to distinguish 
the origin of the goods. 

The arguments of both applicant and opposer have been carefully considered, 
and the decisions referred to in the briefs of the parties and cited at oral hearing 
have been consulted. 

As to the first question, opposer’s contention that it should have been entitled to 
amend the notice of opposition to add another item sold under its mark and to 
present evidence concerning the sale of this item, I am of the opinion that the 
examiner’s ruling denying the motion to amend and granting the motion to strike 
to the extent of refusing to consider the testimony offered relative to the use of 
opposer’s mark on goods held not properly included in the pleadings was correct. 
Notwithstanding opposer’s argument as to the effect of the Federal Rules of Civil 
Procedure, the statute and the authorities appear clear on this point. Section 6 of 
the Act of 1905 states that the registration of a mark may be opposed by the 
filing of a notice of opposition “stating the grounds therefor .. . . within 30 days 
after the publication of the mark sought to be registered .... In the Hannis Dis- 
tilling Company case, supra, relied upon by the examiner, the court quoted with 
approval a statement by the examiner denying a similar motion in the following 
language : 

If the amendment does not contain matter constituting new grounds of opposition no 
advantage can result to the opponent from its admission and the amendment should be 


denied ; if it does set out new grounds of opposition it is brought too late and cannot be 
allowed. 


Since the addition of another product alleged to have been sold under opposer’s 
mark was unquestionably a new ground for opposition and since the motion was 
brought after the 30-day period set by statute, it was clearly too late and prop- 
erly denied. While the contention here is that the amendment is to clarify the 
issue and should thus have been admitted under Rule 15(b) of the Rules of Civil 
Procedure, the statute, as stated by the commissioner in Juliana Underwear Com- 
pany v. Drittel, supra, has not been superseded by the Rules and “the time limit 
within which a notice of opposition may be filed still stands.” 

The goods of the applicant, cotton felt, used in manufacturing automobile and 
furniture upholstery, and the goods of opposer, finished mattresses, pads, pillows, 
cushions and upholstery appear clearly to be goods of the same descriptive proper- 
ties as contemplated by the Act. In the decision cited by the examiner, Sears, 
Roebuck & Co. v. Allied Stores Corporation, supra, the Commissioner said 


[33 T.-M. R. 161]: 


It appears the cotton-batting to which the mark is applied is featured by opposer as 
suitable for making comforters, being the main warmth-giving element thereof, and thus 
cotton-batting is closely related to bedding. In my opinion the examiner was clearly cor- 
rect in considering cotton-batting on the one hand and sheets and pillow cases on the other 
hand to be goods of the same descriptive properties. 
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I agree with the examiner that the goods here involved are obviously even 
more closely related than those considered in the cited case, and his holding that 
the goods under consideration possess the same descriptive properties is affirmed. 

The remaining question, that of the alleged confusing similarity of the marks 
“Mor-Flex” and “Airflex” is more troublesome and raises some doubt if con- 
sidered in conjunction with the many decisions which have been cited and the 
many similar marks which have been registered. A consideration of the many 
prior decisions on the question of confusing similarity, however, is not helpful in 
this case, the only proper approach to the correct solution of which would appear 
to be the careful consideration of the two marks in their entireties, the considera- 
tion of the nature of the goods to which the marks are applied and the application 
of tested rules for determination of likelihood of confusion. 

That the goods of the two parties are closely related, I believe, is without ques- 
tion. The two marks have the identical suffix, “Flex,’”’ which I consider the domi- 


nant portion of each. Many marks with either the prefix or suffix “Flex” have 
been registered for this class of goods ; applicant has cited 23 registrations in the last 
36 years, all but two of which were registered before this applicant first used its 
mark “Morflex” on October 25, 1944. This situation does not affect applicant’s 
claim to the right of registration. The Court of Customs and Patent Appeals in dis- 
cussing this situation stated in Hygienic Products Company v. Huntington Lab- 
oratories, Inc., supra [34 T.-M. R. 50]: 


We have frequently said that an applicant for the registration of a trade-mark does not 
strengthen his own case by pointing out a confusing similarity between trade-marks regis- 
tered in the Patent Office which are not involved in applicant’s proceeding. It has always 
been the view of this court that an applicant’s right to the registration of a mark, which 
implies the exclusive right to use the same, is not enlarged or changed by a consideration 
of confusingly similar trade-marks which have been registered in the Patent Office. 
Appellee’s argument, in effect, amounts to a contention that since there is already con- 
fusion by reason of Patent Office registrations and extensive use of the term “dent” in 
many marks, it should have the right to further add to the existing confusion. We do not 
think the registration statute was intended to promote such a condition as appellee, in 
effect, argues for. 


The similarities of the two marks, I feel, outweigh the differences. The dif- 
ferences in the first syllables “Mor” and “Air” are not sufficient, in my opinion, to 
avoid the likelihood of confusion resulting from the concurrent use of the two 
marks and any doubt which there may be as to this likelihood of confusion, I be- 
lieve, should be resolved against the newcomer, as stated in Pepsodent Co. v. Com- 


fort Manufacturing Company, 23 C. C. P. A. 1224, 29 U.S. P. Q. 601, 604: 


The marks being similar and the goods being identical, we think that confusion to 
purchasers of goods upon which the two marks were concurrently used would be likely. 
Doubts, if any, should be resolved against the newcomer. 


Since I find no error in the decision of the Examiner of Interferences, the 
decision sustaining the notice of opposition and adjudging the applicant not en- 
titled to the registration for which it has made application is affirmed. 
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DESMOND’S, INC. v. SAMALTO HOSIERY MILLS 
Commissioner of Patents—June 23, 1948 


TRADE-MarKs—Worps Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Velvetone,” used on women’s hosiery, held not confusingly similar to “Velvasheen” 
used on men’s negligee and dress broadcloth skirts, in view of the highly suggestive nature 
of the marks and specific differences between the goods. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Women’s hosiery and men’s negligee and dress broadcloth shirts held goods of the same 
descriptive properties. 
OpposITIONS—EVIDENCE—GENERAL 
Where opposer relied upon its registration without additional proof, uncontradicted state- 
ments by applicant’s witness that negligee and dress broadcloth shirts are men’s garments, 
must be accepted. 
TRADE-MARKS—PLEADING AND PRACTICE—AMENDMENT OF APPLICATION ON APPEAL 
Where applicant voluntarily agreed to limit description of goods ,in its application, upon 
the argument of the appeal, held that prior to and as a condition to allowance of applicant’s 
mark, an amendment must be filed limiting the goods to women’s hosiery. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Desmond’s, Inc., against Samalto Hosiery Mills. 
Applicant appeals from decision sustaining notice of opposition. Reversed. 


Mida, Richards & Murray, of Chicago, IIl., for opposer. 
James C. Wobensmith and Zachary T. Wobensmith, 2nd, of Philadelphia, Pa., for 
applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
an opposition to the registration of the word “Velvetone,” as a trade-mark for 
“hosiery,” under the Trade-Mark Act of February 20, 1905. The statutory ground 
of opposition is the confusion in trade clause of that Act. Opposer relies upon its 
ownership and prior use of the trade-mark “Velvasheen,” for “negligee and dress 
broadcloth shirts.” As prima facie evidence of such ownership and use, opposer 
relies upon its registration No. 253,336, registered February 26, 1929, under the 
Trade-Mark Act of February 20, 1905, for the products mentioned above. There 
is no question as to opposer’s ownership of the mark, or that it has used the mark 
upon the goods referred to since a date long prior to applicant’s adoption of its 
mark for “hosiery” in 1939. 

Applicant contends on this appeal that because of the dissimilarities of the 
marks and the goods of the respective parties, there is no likelihood of confusion. 
or mistake within the meaning of Section 5 of the Act of 1905, and has taken testi- 
mony in support of its contentions. That the goods are broadly of the same descrip- 
tice properties cannot be questioned under numerous decided cases. Rogers Peet 
Co. v. B. F. Goodrich Co., 31 C. C. P. A. 1191, 143 F. 2d 880; Vanity Fair Mills, 
Inc. v. Pedigree Fabrics, Inc., 34 C. C. P. A. 1043, 161 F. 2d 226. Since opposer 
has relied upon its registration without additional proof, the uncontradicted state- 
ments by applicant’s witness, that negligee and dress broadcloth shirts are men’s 
garments, must be accepted, and it is further believed that this is the normal mean- 
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ing which would be given to such goods as described in opposer’s registration. While 
the description of the goods in the application is not so limited, applicant’s testimony 
shows conclusively that its mark is used exclusively on “women’s hosiery,” and 
that it has no equipment nor facilities for the production of hosiery for men. 
There are, therefore, specific differences between the goods of the respective parties 
and, while both are sold in certain department and other stores and may be pur- 
chased by either men or women, differences in their nature would tend to limit or 
eliminate any likelihood of confusion. 

The examiner has further found that the marks of the parties are quite similar, 
and that their concurrent use on closely related goods would be quite likely to result 
in confusion. Both marks are of a highly suggestive nature as applied to the goods 
of the respective parties. If applied to identical goods they might be considered as 
confusingly similar within the meaning of Section 5 of the Trade-Mark Act of 
1905. Even this, however, is not free from doubt. West Disinfecting Co. v. Lan- 
O-Sheen Co. (C. C. P. A.) 163 F. 2d 566, 75 U. S. P. Q. 77; Miles Laboratories, 
Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888; The Crown Overall 
Mfg. Co. v. Desmond’s, 609 O. G. 703, 76 U. S. P. Q. 484. In view of this doubt 
and in view of the specific differences between the goods, it appears to me, upon 
the record presented, that there is little likelihood of confusion between two such 
highly suggestive marks as applied to the goods here involved. Puerto Rico Distill- 
ing Co. v. The Coca-Cola Co., 28 C. C. P. A. 1143, 120 F. 2d 370; Affiliated Prod- 
ucts, Inc. v. Crazy Water Co., 26 C. C. P. A. 1331, 104 F. 2d 366; Younghusband 
v. Kurlash Co., 25 C. C. P. A. 886, 94 F. 2d 230; Gotham Silk Hosiery Co., Inc. v. 
The Narrow Fabric Co., 26 C. C. P. A. 980, 102 F. 2d 407. 

Upon the argument of the appeal, applicant has voluntarily stated that it is will- 
ing to limit the description of goods in its application to “women’s hosiery,” stat- 
ing that such restriction should minimize any possibility of damage to opposer 
through the registration here sought. In vie wof this offer it is required that prior 
to and as a condition to any allowance of applicant’s marks, an amendment be filed 
limiting the goods included in the application to ““‘women’s hosiery.” 

The decision of the Examiner of Interferences is reversed. 


AYERST, McKENNA & HARRISON, LIMITED v. VITAMIN-ERG 
CO., INC. 


Commissioner of Patents—June 25, 1948 


TRADE-MARKS—Proor oF UstE—GENERAL 
In the absence of testimony or other evidence adduced to show earlier use, applicant is 
restricted to the date of filing application to register. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Emodex” held confusingly similar to “Emmenoplex,” used on similar goods, under 1905 
Act. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Laxative containing cascara sagrada held goods of the same descriptive properties as 
orally active estrogenic placental hormones and vitamin B complex in dosage form. 


Appeal from Examiner of Interferences. 
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Trade-mark opposition by Ayerst, McKenna & Harrison, Limited, against 
Vitamin-Erg Co., Inc., Opposer appeals from dismissal of notice of opposition. 
Reversed. 


Dudley Browne, New York, N. Y., for opposer. 
Richards & Geter, New York, N. Y., for applicant. 


Murpnuy, A. C.: 


Ayerst, McKenna & Harrison, Limited, appeals from the decision of the Exam- 
iner of Interferences dismissing its opposition to the application of Vitamin-Erg 
Co., Inc., for registration of a trade-mark and adjudging applicant entitled to the 
proposed registration. 

Both parties have filed briefs, but only the opposer took testimony and appeared 
for oral argument. 

Applicant’s mark is the notation ‘“‘Emodex” for use upon “a laxative containing 
cascara sagrada.” Since no testimony was taken or evidence adduced to show 
any earlier use, applicant is restricted in this proceeding to the filing date of its appli- 
cation for registration, which was May 21, 1945. 

The allegations contained in the notice of opposition relate only to the confusion 
in trade clause of Section 5 of the Act of 1905 as a statutory ground for negativing 
the right of registration claimed by the applicant. 

The opposer alleges prior use and ownership of the mark “Emmenoplex’”’ for 
use on “orally active estrogenic placental hormones and vitamin B complex in 
dosage form.” At the time of filing the notice of opposition in this proceeding, 
opposer had pending in the Patent Office an application for registration of its mark 
“Emmenoplex” which was filed April 26, 1945, Serial No. 482,607, and in which 
applicant claimed a date of first use in interstate commerce of November 24, 1944. 
By testimony and evidence, opposer has proved on this date a use of its mark and 
a sale in interstate commerce of its product ““Emmenoplex” which, as shown on the 
specimen label filed with the notice of opposition, is sold under the symbol “No. 
928,” and which, according to the record, always appears in opposer’s literature 
with the notation “Emmenoplex.” 

As the examiner correctly held, the record clearly shows that as between the 
parties the opposer is here the prior user and the only questions for consideration 
therefore relate to the likelihood of confusion in trade. 

It was the examiner’s opinion that while the goods of the parties are both 
medicinal preparations, and might broadly be considered goods of the same descrip- 
tive properties, they are widely different in composition and are used in treating 
wholly unrelated conditions. Pointing out that opposer’s product is used for con- 
ditions associated with deficiencies in the estrogenic hormone and vitamin B com- 
plex and as a general tonic for elderly women, and that it may legally be purchased 
only on prescription of a physician, he classed applicant’s product as an ordinary 
household preparation possessing a distinctly different trade appeal. It was the 
examiner’s conclusion that the difference in the marks and the specific differences in 
the goods under consideration were at least as great as in Vick Chemical Company 
v. Central City Chemical Co., 22 C. C. P. A. (Patents) 996, 75 F. 2d 517, 456 
O. G. 505, 24 U. S. P. Q. 386; Ciba Pharmaceutical Products Co., Inc. v. Abbott 
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Laboratories, 28 C. C. P. A. 1315, 533 O. G. 1049, 121 F. 2d 551, 50 U. S. P. Q. 
139; Daggett & Ramsdell v. Samuel Bonat & Sons, 589 O. G. 505, 70 U. S. P. Q. 
364; and Standard Laboratories, Inc. v. The Procter & Gamble Co., 71 U.S. P. Q. 
210, 593 O. G. 593. In these decisions, the respective marks “Vick’s” and “Lix,” 
“Dical B” and “Dial,” “Harol” and ‘“Ha-kol” and “Stran” and “Stim” were held 
not confusingly similar. 

The point upon which this case turns, I believe, is whether or not the goods 
of the parties are goods of the same descriptive properties within the meaning of the 
Act of 1905, because I believe the marks themselves ‘““Emodex” and ‘“‘Emmenoplex” 
are too closely similar to avoid confusion if applied to similar goods. The goods 
are admittedly both medicines, one a laxative, containing a commonly used in- 
gredient, cascara sagrada, and the other a remedy obtained only by a physician’s 
precription for deficiencies of the estrogenic hormone and vitamin B complex. Both 
of the involved goods are intended for oral administration, and both would naturally 
be sold in the same retail outlets. 

In the decision in Campbell Products, Inc. v. John Wyeth & Bro., Inc., 31 C. C. 
P. A. (Patents) 1217, 62 U. S. P. Q. 302, the Court of Customs and Patent Ap- 
peals held the marks “Alutropin” and “Alulotion” to be confusingly similar and the 
products to which the marks were applied to be goods of the same descriptive prop- 
erties. The goods under consideration in this case were described as a “mouth ad- 
ministered non-poisonous collodial aluminum-hydroxide fortified with homatro- 
pinemethylbromide for treatment of peptic ulcer and gastric hyperchlorhydria” and 
a “poisonous externally-applied lotion for treatment of skin-disease impetigo con- 
tagiosa,” and the court said: 


While they are both sold on physician’s prescriptions, and while appellee’s product 
(according to appellant’s statement) is required, under the Federal Food, Drug and Cos- 
metic Act, to be sold with certain printed matter on the label, it does not necessarily 
follow that these conditions may continue to prevail. See The William S. Merrell Co. 
v. The Anacin Co., 27 C. C. P. A. (Patents) 847, 109 F. 2d 339, 44 U. S. P. Q. 366. 
Moreover, it seems to us that where ethical goods are sold and careless use is dangerous, 
greater care should be taken in the use and registration of trade-marks to assure that no 
harmful confusion results. 


The Commissioner of Patents in Winthrop Chemical Company, Inc. v. Abbott 
Laboratories, 69 U. S. P. Q. 412, relying on the Campbell Products, Inc. v. John 
Wyeth & Bro., Inc., decision, supra, held the mark “Dexoxyn” confusingly similar 
to “Desynon” and the goods, “a cerebro stimulant” on the one hand and “crystal- 
line vitamin D,” “a vitamin preparation used in the treatment and prevention of 
rickets in infants and growing children, the treatment of mothers during pregnancy 
and lactation, and the treatment of any patient having vitamin A and D deficiency 
conditions” on the other hand to be goods of the same descriptive properties, despite 
the fact that the former is a dangerous drug sold to the public only on prescription 
and that the ultimate consumer would be unlikely to core into contact with the mark, 
while the latter is available to the public either with or without prescription. 

In the case of Thymo-Borine Laboratory v. Winthrop Chemical Company, Inc., 
33 C.C. P. A. (Patents) 1104, 155 F. 2d 402, 69 U.S. P. Q. 512, the court held the 
mark “Thy-Rin” confusingly similar to “Thyractin” and the goods, an antiseptic 
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mouth wash and a thyroid extract for the treatment of goiter, obesity and kindred 
ailments to be goods of the same descriptive properties. In this decision, the court 
referred to its prior decision in International Vitamin Corp. v. Winthrop Chemical 
Company, Inc., 32 C. C. P. A. 899, where the marks “Blexin” and ‘“Betaplexin”’ 
were held confusingly similar, stating that again in the case of the marks “Thy-Rin”’ 
and “Thyractin” as in the earlier decision, the mark “Thy-Rin” might be termed a 
telescopic version of the mark “Thyractin.” 

In Riedel & Co., Inc. v. Ortho Products, Inc., 72 U. S. P. Q. 31, the commis- 
sioner held “Hexital” confusingly similar to ““Hexalet” and the goods, one a thera- 
peutic product for use in management of the menopause, and the other a urinary anti- 
septic, to be goods of the same descriptive properties. The commissioner there 
held that although the goods were specifically different and were intended for the 
treatment of different conditions and generally considered non-competitive, they 
were nevertheless goods of the same descriptive properties within the meaning of 
the Act. 

I believe the examiner erred in the conclusion he reached as to the descriptive 
properties of the goods involved. In the decisions cited above on closely related 
questions the Court of Customs and Patent Appeals has held in Campbell Prod- 
ucts, Inc. v. John Wyeth & Bro., Inc., that a mouth administered non-poisonous 
preparation for the relief of gastric ulcer and a poisonous exteriorly applied lotion 
for the treatment of skin diseases are goods of the same descriptive properties ; and 
in Thymo-Borine Laboratory v. Winthrop Chemical Company, Inc., that an anti- 
septic mouth wash and thyroid extract for the treatment of goiter are goods of the 
same descriptive properties. Furthermore, the commissioner in Riedel & Co., Inc. 
v. Ortho Products, Inc., held a therapeutic product for management of the meno- 
pause and a urinary antiseptic are goods of the same descriptive properties, and in 
Winthrop Chemical Company, Inc. v. Abbott Laboratories that a cerebro stimulant 
and a crystalline vitamin preparation are goods of the same descriptive properties. 

While many decisions may be cited, no one or group can be found to unerringly 
control a particular case. Those cited above, I believe, are helpful in pointing to the 
correct conclusion in this case. _The two marks here “Emodex” and “Emmenoplex” 
fall naturally into the category to which the mark “Blexin” and “Betaplexin,” and 
“Thy-Rin” and “Thyractin” belong. Here, as in the two earlier cases, I believe 
the marks “Emodex” and “Emmenoplex”’ have too great similarity to avoid con- 
fusion; each starts with the same syllable, “Em”; each ends with the same syllable 
“ex”; and each has an additionally common syllable, “o,” and the one, ““Emodex,” 
I believe can accurately be classified as a telescoped version of the other. 

The goods, I believe, despite specific differences, are undoubtedly goods of the 
same descriptive properties. The fact that one must be obtained on a physician’s 
prescription is not sufficient to outweigh the similarities in appearance, spelling 
and sound of the two marks, and considering the marks in their entireties and the 
character of the goods, I feel certain that concurrent use of the two marks on the 
goods of the parties will be likely to lead to confusion in trade. 

For the reasons given, the decision of the Examiner of Interferences dismissing 
the opposition and adjudging the applicant entitled to the registration sought is re- 
versed. 
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R. B. SEMLER, INCORPORATED v. FRENCH 
Commissioner of Patents—June 29, 1948 


TRADE-MAarRKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Mixture of ingredients having therpaeutic value and used for the relief of itching and 
other discomforts of various forms of skin and scalp irritations, the compound being a 
counter-irritant, stimulant, antiseptic, parasiticide and fungicide, held goods of the same 
descriptive properties as hair tonic and shampoo. 
TRADE-MarKs—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“KremazenE” held not confusingly similar to “Kreml,” used on similar goods, under 


1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by R. B. Semler, Incorporated, against Eben R. French, 
Opposer appeals from dismissal of notice of opposition. Affirmed. 


Klein, Alexander & Pohl, New York, N. Y., for opposer. 
Eben R. French, Tacoma, Wash., pro se. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismissing 
the notice of opposition to application to register a trade-mark under the Act of 
February 20, 1905. The mark sought to be registered consists of the word 
“KremazenE” for a “mixture of ingredients having therapeutic value and used for 
the relief of itching and other discomforts of eczema, psoriasis, seborrhoes, athlete’s 
foot, chilblains, ringworm, forest poisoning, Jungle itch, insect bites, and other forms 
of skin and scalp irritations, the compound being a counter-irritant, stimulant, anti- 
septic, parasiticide and fungicide.”” Opposer bases its opposition on the confusion in 
trade clause of Section 5 of the Trade-Mark Act of 1905, and relies upon its owner- 
ship and prior use of the trade-mark “Kreml” registered under the Act of 1905 as 
a trade-mark for “hair tonic and shampoo.” Testimony showing extensive use, 
advertising and wide public recognition of that mark has been introduced in addi- 
tion to proof of opposer’s ownership of two prior registrations of this mark No. 
249,390, registered November 13, 1928, under the Act of 1905, as a trade-mark for 
“hair tonic”; and No. 335,793, registered June 16, 1936, for “hair tonic and sham- 
poo.” There is no question of opposer’s ownership of the trade-mark “Kreml” and 
its use of that mark for the products stated above long prior to any date claimed by 
applicant. The record shows that it is widely recognized and universally sold in 
drug stores, barber shops and other establishments where such articles would ordi- 
narily be merchandised. That it is an arbitrary and distinctive mark for the prod- 
ucts involved cannot be questioned. 

As to the similarity of the goods of the respective parties applicant took no 
testimony, while opposer’s record indicates that the properties of its products are 
the same as certain of those set out in the application. While there may be specific 
differences between the purposes for which opposer’s “Kreml” products are sold, 
and many of the purposes for which applicant’s product is stated to be used, certain 
other uses are identical and for the purposes of this proceeding, the goods of the 
parties are considered to be the same. 
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Opposer’s priority of use is established beyond question, and the goods being 
considered the same, the only question to be considered is whether or not the marks 
are confusingly similar within the meaning of Section 5 of the Trade-Mark Act of 
1905. From statements in opposer’s brief, it is apparent that certain other points 
were raised by applicant before the Examiner of Interferences which were resolved 
in opposer’s favor. These need not be reviewed except to state that I agree with the 
conclusion of the Examiner of Interferences on these points. 

Opposer points out that the first four letters of applicant’s mark are the same 
as the first four letters of its own mark, and contends that the balance of applicant’s 
mark would be considered a conventionalized suffix or ending for such a mark. It 
must be noted, however, that applicant has not included opposer’s mark in its en- 
tirety in the mark sought to be registered, and that considering them in their en- 
tireties there are substantial differences in both sound and appearance. The four 
letters referred to by opposers are not set out separately nor in any way emphasized 
in the applicant’s mark. The cases cited by opposer in support of its contention of 
confusing similarity have been considered. In those considered most pertinent 
the mark sought to be registered included the mark of the prior registration relied 
on in its entirety, and in the majority of those cases such common word or syllable 
was separately set out or emphasized. In this case there is no such emphasis, and 
taken as a whole, I do not believe that applicant’s mark can be considered as closely 
resembling opposer’s trade-mark. Nor do I believe that the mark here sought to 
be registered resembles opposer’s mark as closely as those involved in other con- 
tested proceedings involving opposer’s trade-mark. I therefore agree with the 
Evaminer of Interferences that the concurrent use of these marks is unlikely to re- 
sult in confusion. 

The decision of the Examiner of Interferences is affirmed. 

























LIBBEY-OWENS-FORD GLASS CQMPANY v. PLASTRON, INC. 


Commissioner of Patents—June 29, 1948 










TRADE-Marks—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Shower curtains made of plastic film held goods of different descriptive properties from 
synthetic resins and plastic materials, including coating compounds, adhesives, fabric im- 
pregnating compositions, laminating compositions, surfacing material, core binding resins 
and industrial resins of miscellaneous types and uses. 
Beck, Koller & Company, Inc. v. Bakelite Corporation 90 F. 2d 349 (C. C. P. A., 1937), 
distinguished. 








Appeal from Examiner of Interferences. 
Trade-mark opposition by Libbey-Owens-Ford Glass Company against Plastron, 
Inc. Opposer appeals from dismissal of notice of opposition. Affirmed. 


Marshall & Marshall, Toledo, Ohio, for opposer. 
Mida, Richards & Murray, Chicago, Ill., for applicant. 


DANIELS, A. C.: 


The Examiner of Interferences has dismissed a notice of opposition to applica- 
tion to register a mark comprising the word “Plastron,” under the Trade-Mark 
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Act of 1905, as a trade-mark for “shower curtains, made of plastic film.” Opposer 
appeals. 

The notice of opposition, based upon the confusion in trade clause of Section 5 
of the Trade-Mark Act of 1905, alleges that opposer and its predecessors has owned 
and used the trade-mark “Plaskon” for synthetic resins and plastic materials, in- 
cluding coating compounds and impregnating compositions of the urea-formalde- 
hyde, phenol-formaldehyde, malamine-formaldehyde and other types as well as ad- 
hesives and molding compounds. The products are further defined in paragraph 7 
of the notice of opposition as including “adhesives, fabric impregnating compositions, 
laminating compositions, surfacing material, coating compounds, core binding 
resins and industrial resins of miscellaneous types and uses,” and opposer alleges 
an intention to use the mark on various plastics which have been or “may hereafter 
be developed in it research laboratory, and which it may otherwise acquire in the 
general field of resins and plastics.” 

In support of the opposition opposer has introduced various registrations of 
its mark for ‘condensation products of ureas and aldehydes” ; for ‘‘formed artificial 
resin for use as construction material for casings’; and for “synthetic resinous 
compositions for use as ingredients in the manufacture of lacquers, enamels, and 
finishes.” It has also taken testimony as to its use of the mark on these various 
products. No question exists as to opposer’s priority of use of its mark on the 
products mentioned. 

The Examiner of Interferences has dismissed the opposition on the ground that 
the goods of the parties do not possess the same descriptive properties, stating that 
this was the only question requiring consideration. 

From opposer’s testimony it is clear that its various products have been sold 
in metal or fiber drums, in powdered or liquid form, the smallest container being a 
200-pound drum. The sales have been to manufacturers of various plastic articles 
and opposer’s witness specified the products made from its material as being “air- 
plane seats, fly rods, lamp shades, decorative sheeting and table tops, impregnated 
table tops, and honeycomb.” It was also indicated that it supplied colored plastic 
material to customers for making “various types of parts or finished pieces, such as 
clock pieces, water tumblers, buttons, electrical parts, radio housings, gadgets of all 
kinds.” 

I agree with the examiner that neither applicant’s products as such nor any of 
the articles for the making of which it is stated to have been used bear any material 
relationship to the applicant’s shower curtains. Whether or not applicant’s shower 
curtains may be manufactured from material which is composed of similar materials, 
there is nothing in this record which would connect them with opposer’s plastics. 
Nor do the advertisements introduced by opposer, or the statements of its com- 
petitors’ practices indicate any such association or similarity. It is clear from the 
record that neither opposer’s plastic material nor the articles made therefrom, are 
in any way associated with or connected with shower curtains or similar products. 
This is not a case such as Beck, Koller & Company, Inc. v. Bakelite Corporation, 
24 C. C. P. A. 1290, 90 F. 2d 349, in which the raw material is sold for application 
to a particular use or purpose and is intended for such use, so that it is directly 
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connected or associated therewith. The Resinous Products & Chemical Company 
v. Herbert J. Heribert, 610 O. G. 780, 77 U. S. P. Q. 232. 

In view of the foregoing it seems clear that the examiner was correct in finding 
that the goods of the parties possess different descriptive properties, and that no 
probable damage within the meaning of the Trade-Mark Act of 1905 may be in- 
ferred. 

The decision of the Examiner of Interferences is affirmed. 


THE DU-ALL MFG. CO. v. LIVINGSTON 
Commissioner of Patents—July 1, 1948 


CANCELLATION—PLEADING AND PRACTICE—GENERAL 

Petition for cancellation which does not quote or paraphrase the statute held sufficient 
where reasonable construction indicates that averments contain grounds justifying cancel- 
lation. 

Examiner’s action in permitting petitioner to file brief and submit copy of its registration 
at time of final hearing sustained, as matter within his discretion. 

Where petitioner, at final hearing before examiner, moved to dismiss without prejudice 
and registrant opposed motion to dismiss unless it were to be granted on the merits, held 
not to preclude petitioner from relying upon the record which was presented. 

CANCELLATIONS—Proor OF UsE—EFFECT OF REGISTRATION 

In the absence of contrary evidence, petitioner’s prior registration, showing on its face that 
it had been renewed, held sufficient prima facie proof of ownership from the date of registra- 
tion, and use must be presumed. 

Testimony taken by registrant, that people in the trade did not know of petitioner’s 
products and had been unable to find them on sale near petitioner’s plant, held not to negative 
petitioner’s prima facie showing. 

TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Cleaning compound for linoleum, tile, rubber, cork, woodwork, and painted walls held 
goods of the same descriptive properties as polishes and dressings in liquid and paste form 
for furniture, automobiles and other painted and varnished surfaces, for automobile tops 
of leather and for re-oiling mops, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark cancellation by The Du-All Mfg. Co. against Edwin B. Livingston. 
Registrant appeals from decision cancelling registration. Affirmed. 


Mawhinney & Mawhinney, Washington, D. C., for petitioner. 
Fishburn & Mullendore, Kansas City, Mo., for registrant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the petition to cancel trade-mark registration No. 420,217, reg- 
istered April 2, 1946, under the Trade-Mark Act of 1905. “That registration dis- 
closes the mark “Du-All” for “cleaning compound for linoleum, tile, rubber, cork, 
woodwork, and painted walls.” Registrant (hereinafter referred to as Livingston) 
took testimony, but petitioner for cancellation (hereinafter referred to as Du-All) 
submitted no evidence, relying upon its prior registration of the trade-mark “Du- 
All” for “polishes and dressings in liquid and paste form for furniture, automobiles, 
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and other painted and varnished surfaces, for automobile tops and leather, and for 
re-oiling mops,” registration No. 165,769, registered March 20, 1923 (renewed) 
under the Trade-Mark Act of 1905. 

The petition for cancellation also set up ownership of two other registrations of 
the mark “Du-All” for other products which were not considered pertinent by the 
Examiner of Interferences and will not be considered on this appeal. 

In its brief Livingston summarizes the grounds for appeal as follows: 


(1) that petitioner has not complied with the rules regarding burden of proof to show 
it was the prior user and that it would be damaged by appellant’s registration . .. . 


and 


(2) that the goods of the respective parties are not of the same descriptive proper- 
ties. 


Under the first of these grounds relating to burden of proof Livingston raises a 
number of questions both as to the sufficiency of Du-All’s petition for cancellation 
and as to the propriety of the consideration of Du-All’s registration by the Examiner 
of Interferences and other matters concerned with the hearing before the examiner. 
With respect to the sufficiency of the petition for cancellation it was found by the 
Examiner of Interferences that “although the petition is not drawn up with strict 
observances as to formalities, it nevertheless is believed to contain averments suf- 
ficient as grounds for cancellation.” Without reviewing these objections in detail, 
Livingston conténds that the petition does not allege that Du-All’s trade-mark 
“Du-All” can be confused with the trade-mark “Du-All” of Livingston ; that it does 
not state specifically that the goods have the same descriptive properties; and that 
it does not allege use of the mark “Du-All.” Reasonable construction of the 
petition indicates that each of the foregoing points was set out in the petition and 
advised Livingston of the grounds upon which Du-All relied, and it is clear that 
such allegations were so understood by Livingston since the answer to the petition 
for cancellation sets out material specifically controverting each of these points 
(see paragraphs 4, 8, and 9 of Livingston’s answer). 

The statement of the United States Court of Customs and Patent Appeals in the 
Pep Boys, Manny, Moe and Jack v. The Fisher Brothers Co., 25 C. C. P. A. 818, 
94 F. 2d 204, appears to apply to each of the foregoing contentions of Livingston: 


. we know of no rule or reason why opposer should be bound to either quote or 
paraphrase the words of the statute in a notice of opposition. It is clearly sufficient if it 
appears from the notice that he relies upon confusion in trade under the Trade-Mark 
Act of February 20, 1905, as one of his grounds of opposition. Applicant’s answer dis- 
closes that its counsel so construed it. 


In addition to contending that Du-All had not pleaded use of its mark, Liv- 
ingston contends that there is no proof of such use. Du-All presented its prior 
registration above referred to, the issuance of which was admitted by the answer, 
which was accepted by the examiner, and which upon its face showed that it had 
been renewed. In the absence of any showing to the contrary this registration was 
therefore a sufficient prima facie showing of ownership by Du-All extending from 
the date of registration to the date of hearing and must presume use. Ely & Walker 
Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. P. A. 1244, 90 F. 2d 257; 
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Rosengart v. Ostrex, 30 C. C. P. A. 1046, 136 F. 2d 249; Charles of the Ritz, Inc. 
v. Elizabeth Arden Sales Corporation, 34 C. C. P. A. 1029, 161 F. 2d 234. Cases 
cited by Livingston such as Old Monk Olive Oil Co. v. Southwestern Coca-Cola 
Bottling Co., 28 C. C. P. A. 1091, 118 F. 2d 1015, holding that it is necessary to 
show use at the time of filing the petition are not pertinent since in those cases no 
such prior registration was involved. 

The testimony taken by Livingston does not negative this prima facie showing 
of use. It is true that a letter from one of its distributors was introduced which 
indicated that he did not know of Du-All’s products and had been unable to find 
them on sale in localities near Du-All’s manufacturing establishment. While 
consideration of such letter was not objected to by Du-All it is of at least doubtful 
evidentiary value, but accepting everything that was stated in such letter, it does 
not negative or limit the presumption of use arising from the registration. The fact 
that Du-All may or may not have used its products in one particular trade area is 
not evidence of lack of use nor does it indicate that there might not have been ex- 
tensive use elsewhere. Nor does the fact that those referred to in the letter had not 
heard of Du-All’s products constitute adequate proof that they may not have been 
on sale in that very territory. 

Livingston’s appeal and briefs criticize the action of the Examiner of Interfer- 
ences in permitting Du-All to file a brief before the examiner and to submit a copy 
of its registration at the time of final hearing. While it is true that the examiner 
ruled on Livingston’s action as to the printing of its record in a highly technical 
manner it is to be noted that this conformed to the technical stand taken by Liv- 
ingston at that time as to other matters. It must further be noted that the Examiner 
of Interferences gave Livingston full opportunity to present a reply brief, and that 
a petition for rehearing was carefully considered and denied. This, therefore, 
appears to have been a matter within the discretion of the examiner and should not 
be disturbed. In its brief, Livingston also contends that Du-All’s request to dis- 
miss without prejudice filed at or about the time of final hearing shows that Du-All’s 
counsel, retained immediately prior to final hearing, did not believe the petition 
was adequate. The fact that Du-All’s counsel may have believed that a better show- 
ing might be made up on another record does not preclude him from relying upon 
the record which was presented, and Livingston having then opposed the motion 
to dismiss unless it were to be granted on the merits cannot complain of this pro- 
cedure because the decision was adverse. 

With respect to Livingston’s contention that the goods do not have the same 
descriptive properties the examiner has found that the goods of both parties are 
primarily adapted for “use in restoring or renewing surfaces on furniture, wood- 
work and the like.... In that respect they are substantially identical, and the 
fact that they may differ in composition or effect the same result in a different way 
does not alter their essential characteristic as surface restoring agents.” He ac- 
cordingly found that the goods possess the same descriptive properties citing Bar- 
ton Manufacturing Corporation v. Hercules Powder Co., 24 C. C. P. A. 982, 88 
F. 2d 708, 483 O. G. 459; Fishbeck Soap Company v. Kleeno Manufacturing Com- 
pany, 44 App. D. C. 6, 1915 C. D. 158; Wilson-Imperial Company v. G. W. 
Onthank Company, 564 O. G. 550, 62 U. S. P. Q. 28. 
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I agree with this conclusion. Nor does the fact that one of Livingston’s wit- 
nesses testified that goods of the type of those of the respective parties were sold in 
different parts of the same store affect this conclusion. 

The goods having been found to have the same descriptive properties and the 
marks of the parties being identical the petition for cancellation was properly sus- 
tained. In view of this conclusion there is no need for further comment on the 
decision with respect to the similarity of Livingston’s mark and Du-All’s corporate 


name. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 


EX PARTE NATIONAL RECREATION ASSOCIATION, INC. 
Commissioner of Patents—June 7, 1948 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“The Playground” held descriptive of periodical dealing with playground supervision 
and activities. 
Fact that applicant previously obtained 1905 Act registration which was permitted to 
expire through inadvertence, held immaterial. 
TraDE-MarkK Act oF 1946—REGISTRABILITY—GENERAL 
Whether or not mark might be registrable under 1946 Act held immaterial where applica- 
tion was filed and prosecuted under 1905 Act and not amended to bring it under provisions 


of 1946 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by National Recreational Associa- 
tion, Inc. Applicant appeals from refusal of registration. Affirmed. 


Blair, Curtis & Hayward, of New York, N. Y., for applicant. 
DanlieELs, A. C.: 


Application to register the notation ““The Playground” under the Trade-Mark 
Act of 1905, as a trade-mark for ‘‘a weekly magazine” has been refused by the 
Examiner of Trade-Marks, and applicant appeals. 

The ground of refusal is that the mark sought to be registered is merely de- 
scriptive of the goods. The contents of the periodical referred to deal with play- 
ground supervision and activities, and the mark is accordingly clearly descriptive. 
McGraw-Hill Publishing Co., Inc. v. American Aviation Associates, 73 App. D. C. 
131, 117 F. 2d 293; Ex parte Distribution and Warehousing Publications, Inc., 562 
O. G. 703, 61 U. S. P. Q. 233. Applicant devotes much of its argument to the fact 
that this mark was formerly registered under the Act of 1905, and that that reg- 
istration was permitted to expire through inadvertence. Whatever may have been 
the interpretation of the law at the time the earlier registration was allowed, under 
presently controlling decisions it cannot be registered under that Act. Crime 
Confessions, Inc. v. Fawcett Publications, Inc., 31 C. C. P. A. 760, 139 F. 2d 499. 

As to applicant’s further contention that the Trade-Mark Act of 1946 contem- 
plates registration of such marks, it need only be mentioned that this application 
was filed and refused registration under the Act of 1905, and that in accordance with 
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Section 47(a) of the Act of 1946 such applications which are not amended to bring 
them under the provisions of that Act “shall be proceeded with and registrations 
thereof granted in accordance with the Acts under which said applications were 
filed ....’’ Therefore, whether this mark might or might not be registrable under 
Trade-Mark Act of 1946, and in accordance with the procedure for registration set 
up therein, is not material here. 

The decision of the Examiner of Trade-Marks is affirmed. 
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